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THE TRADEMARK REPORTER 


Part | 


WHAT PRICE STATE TRADE-MARK LEGISLATION 
By Melvin E. Mensor* 


1. The California Situation. 


The writer recently experienced in California a diversity of 
opinion among members of the California bar on the matter of 
state trade-mark legislation in that state. The writer’s assump- 
tion that trade-mark lawyers were generally opposed to compulsory 
state trade-mark legislation was somewhat shaken. Some highly 
regarded patent and trade-mark lawyers expressed themselves in 
favor of legislation allowing registration of a trade-mark to the 
first person to apply for registration regardless of whether the 
mark had been first used in the state by another and not abandoned. 


At the present writing the fate of the California bill before 
this legislature is unknown. The California bill’ was introduced 
on behalf of the Secretary of State. The latter office reported to 
the writer that the bill being introduced was substantially the 
‘*model’’ bill? modified in a few respects deemed advisable in the 
light of the experience of that office in administering the present 
law. The result was a bill incorporating many of the provisions of 
the ‘‘model’’ bill plus several of the provisions of the present 
California law. In the humble opinion of fhe writer, such pro- 
cedure is not productive of good legislation in this field. The 
‘‘model’’ bill was intended as an appropriate vehicle for modern- 
izing state trade-mark legislation and was not designed to be used 
piecemeal. 


2. The ‘‘Model’’ Bill. 


For several years prior to 1949 various types of state trade- 
mark registration bills, designed to replace existing statutes, were 
*Member of the California Bar. 
1. Cal. Leg.—1953 Reg. Sess. A.B. No. 2804. 


2. The ‘‘model’’ bill was approved in 1950 by the National Association of Secre- 
taries of State and by the Drafting Committee of the Council of State Governments. 


541 
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introduced in various state legislatures. Many of these were 
compulsory registration statutes. These bills were usually 
opposed by local bar associations, patent law associations or The 
United States Trade-Mark Association. Frequently the bills were 
introduced at the request of the secretary of state in an effort to 
modernize the state law and to eliminate dead wood from the 
registration records. Tiring of the opposition to such bills, the 
National Association of Secretaries of State in 1949 adopted a 
resolution requesting the Council of State Governments’ to assist 
in developing a uniform permissive trade-mark registration act. 
That Association also enlisted the aid of The United States Trade- 
Mark Association in preparing an initial draft of the ‘‘model”’ bill. 
In 1950, the ‘‘model’’ bill was approved by both the National 
Association of Secretaries of State and by the Drafting Committee 
of the Council of State Governments. 


The objectives of the ‘‘model’’ bill then were (1) uniformity, 
(2) permissive—not mandatory—tregistration and (3) legislation 
which would not impair common law trade-marks. It was also 


imperative to observe the purposes of the Lanham Trade-Mark Act 
(Section 45, Public Law 489—79th Congress), one of which was 
‘*to protect registered marks used in. . . commerce [within the 
control of Congress] from interference by State, or territorial 


legislation .. .’’ 


It was also recognized that it would be necessary to avoid ‘‘48 
little Lanham Acts’’ because the secretaries of state would not be 
equipped to handle opposition, interference, concurrent registra- 
tion and like proceedings. On the other hand, it was never in- 
tended that the secretary of state would merely perform the clerical 
act of looking at a register to see if a mark was already registered 
and, if not, then grant registration to the first applicant. If that 
is all a secretary of state can do, then registration is merely per- 
functory and can only lead to confusion, deception and litigation. 


3. The Council of State Governments is a joint governmental agency established 
by the, states, having as one of its objects a medium for improving legislative, admin- 
istrative and judicial practices in the states. The Council cooperates with the National 
Conference of Commissioners on Uniform State Laws, which sponsors legislation in 
various fields. 
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3. The Trade-Mark Owner. 


If registration is granted on the basis of ‘‘first come, first 
served,’’ without regard to priority of use, what does it avail an 
applicant? Is it worth his cost to obtain a registration of a mark 
under a statute which provides in one breath that registration ‘‘is 
prima facie evidence of the ownership of the mark’’ and in the 
next breath that ‘‘no person may appropriate a trade-mark which 
has been appropriated by another person’’ and that ‘‘any person 
who has first adopted and used a trade-mark, whether within or 
beyond the limits of this State, is its original owner’’? Those 
provisions are found in both the present California law and in 
Assembly Bill No. 2804.4 


It is submitted that—unless the concept that trade-mark rights 
derive from use and not from registration is to be abandoned— 
the only honest state trade-mark registration statute is one which 
recognizes priority of use and does not mislead applicants into a 
false security. That they will be so misled has been demon- 
strated to all of us by the tactics of certain non-lawyer trade-mark 
service agencies. Let any state pass any type of ‘‘first come, first 
served’’ registration statute and immediately business men are 
flooded with notices that they must register their trade-marks 
immediately in the State of X or someone else will beat them to it. 
Let us not play into the hands of such trade-mark service agencies! 
Let us be honest in the laws we pass, so that our citizens are not 
misled! 


> 


4. State Legislation. 


All 48 states have trade-mark registration statutes. At the 
commencement of this year, 32 states had laws providing for a 
perpetual term of registration. It is not unlikely that in the com- 
ing years modernizing legislation will be undertaken in many, if 
not all, of these states. It is for this reason that this article is 
written. Let us not have state trade-mark legislation at any price! 
Rather we have no legislation than bad legislation. 


At the commencement of this year, the ‘‘model’’ bill had been 


4. Deering’s Cal. Codes, Bus. & Prof. Vol. 2, Secs. 14,203; 14,270 and 14,271. 
Cal. Leg.—1953 Reg. Sess. A.B. No. 2804, Secs. 14,292; 14,294 and 14,298. 
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enacted in six states: Arkansas, Georgia, Kansas, Mississippi, 
Pennsylvania and South Carolina. 


5. Effect of ‘First Come, First Served’’ Legislation. 


There are those who will in good faith contend that a statute 
which permits registration of a mark if the mark has not already 
been registered in the state by another is merely permissive and 
not compulsory legislation. If the secretary of state must grant 
registration of ‘‘Ivory”’’ or ‘‘Coca Cola”’ or ‘‘Phileo’’ or ‘‘Good- 
year”’ or ‘‘ Nabisco’’ or ‘‘Sunbeam’’ or ‘‘ Esso’’ or any other mark 
to the first to apply for registration, even though it be for the 
identical product, possibly that is not compulsory registration— 
but if not, what is it? 


There are also those who will contend that even if a pirate does 
register your trade-mark, ‘‘so what?’’ All you have to do is bring 
a trade-mark infringement action and after you win that case you 
may have the pirate’s registration cancelled. Of course, in the 
meantime the pirate was encouraged to register the mark by rea- 
son of the nature of the statute and by reason of aggressive sales- 
manship on the part of some trade-mark service agency. He may 
not even have realized that he was a pirate and he may even have 
been naive enough to believe that his certificate was ‘‘prima facie 
evidence of the ownership of the mark.”’ 


The need of the state for either revenue or new legislation is 
not so urgent that it should in any manner influence the enactment 
of state legislation having such undesirable effects! Particularly 
apropos is the statement of former Governor Kirman of Nevada 
in his veto message of 1935 upon a compulsory registration bill: 


‘‘This bill presents attractive revenue possibilities, but so 
far as I can see it has nothing else to recommend it, and the 
sole question is whether we will let that feature blind us to 
its manifest injuries and to its glaringly apparent possibilities 
of fraud. National concerns operating under registered trade- 
marks have spent millions of dollars in advertising and estab- 
lishing markets for their products and they have thus acquired 
property rights therein which it should be the policy of our 
laws to protect. This bill violates every principle back of 
the rule against taking property without due process of law. 
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Then, too, by making any unregistered trade-marks public 
property which may then be registered as the property of and 
used by any persons, we open the doors to and encourage 
the deception and defrauding of our citizens. If this bill is 
enacted into our law, our state will be flooded with inferior 
goods manufactured and marketed by unscrupulous persons. 
However much the State of Nevada may be in need of addi- 
tional revenue, we cannot afford to pay therefore the price 
which this bill will exact of us. The well-being of our citizens 
and the good name of Nevada requires the disapproval of this 
bill. For the foregoing reasons, this act is deposited without 
my approval thereon.’’: 


6. Conclusion. 


There is perhaps as great a need for uniformity in the matter 
of state trade-mark registration statutes as there is in any other 
field of commercial law. The ‘‘model’’ bill is intended as a suitable 
vehicle for use by states desiring to improve their laws governing 
registration of trade-marks. If the patent and trade-mark bar of 
the country considers the ‘‘model’’ bill as desirable legislation, it 


has the obligation to approve it.® 


5. Copies of the ‘‘model’’ bill are available upon request to The United States 
Trade-Mark Association, 522 Fifth Avenue, New York 36, N. Y. 
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THE NEW CANADIAN TRADE-MARKS ACT 


With particular Reference to the Assignment 
and Licensing of Trade-Marks* 


By John C. Osborne** 


If it were not for the invariable friendliness with which this 
Association greets and comforts its visitors from abroad, I would 
enter upon my brief remarks with great apprehension. My 
colleagues and I have had the opportunity and pleasure of coming 
to the United States from time to time during the past few years 
for the purpose of telling you our plans for the revision of 
Canadian trade-mark law. But my task to-day is more difficult 
than it has been on former occasions. We have descended from 
the high places on which we could debate and determine the shape 
of things to come and we are faced with the reality of a new 
Statute which, designed to be a model of virtue, will almost cer- 
tainly disclose in the fullness of time vices which its creators 
never suspected. 


Of course, it will be understood that while the new Canadian 
Trade-Marks Act has been passed by Parliament, it will not be- 
come effective until it is proclaimed. We are now engaged in 
preparing regulations which will be much more extensive than 
anything that we have had in the past and it is hoped that this 
work will be completed next fall so that a proclamation may issue 
which will bring the Act into operation on or about the Ist of 
January, 1954. This forecast is naturally quite unofficial but it will 
indicate to you the target date that we have in mind and which we 
now anticipate can be met. 


Whatever else may be said about the new Act, it is well to 
remind you that it is not the result of academic discussion or 
abstract philosophy. The Canadian Trade-Mark Law Revision 
Committee included the senior officials of the Department of 
Government responsible for the administration of the legislation, 


* Address given at the 75th Annual Meeting of The United States Trade-Mark 
Association, New York City, June 26, 1953. 

** Partner in the firm Gowling, MacTavish, Osborne & Henderson, Ottawa; mem- 
ber of the Patent Institute of Canada, Canadian Bar Association, USTMA. 
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practising barristers with long and diversified experience and 
representatives of industry nominated by the Canadian Manu- 
facturers’ Association and the Canadian Chamber of Commerce, 
We were all well aware of the importance of our subject to the 
commercial life of the nation and convinced that the interests of 
the Canadian people could best be served by recognizing and pre- 
serving the legitimate rights of others within our own territory. 
In a manner and to a degree which I think unprecedented among 
us, we sought the advice and assistance of our professional and 
business friends not only in Canada but in the United States and 
United Kingdom as well. I would like to publicly acknowledge how 
deeply we are indebted to all those who put their experience and 
wisdom at our disposal. 


For twenty years and more we have been faced with practical 
problems of great seriousness and I do not believe that it is any 
exaggeration to say that there were few trade-marks, famous or 
obseure, which do not lie in the shadow of potential attack based, 
more often than not, on some technical objection to their validity. 


We conceived it to be a fundamental proposition that no man 
should be permitted to pass off his wares or services for those of 
another and if such passing-off occurred in fact, we were deter- 
mined that the wrong-doer should not be allowed to shelter behind 
an antique rule or unreal defence. These are the essential princi- 
ples which we have striven to place at the heart of the Statute 
and whatever else has been added is mere appendage which does 
not alter its true nature. 


The time has passed when it would be profitable to speak in 
very general terms of the provisions of the new law. You are all 
familiar with its main outline and I would like to be permitted 
to concentrate attention on a few of its more vital features. 


No part of the legislation has attracted so much anxious notice 
as those sections intended to relax the rigid- rules which now 
govern the assignment and licensing of trade-marks in Canada. 
Let us examine the effect that they are intended to achieve. 


First of all, it is necessary to recall the present requirements 
for the assignment of a trade-mark. The Unfair Competition Act 
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of 1932 provides that a registered trade-mark shall not be assigned 
or transmitted except in connection and concurrently with an 
assignment or transmission of the goodwill of the business carried 
on in Canada in association with the wares for which such mark 
has been registered. While this provision relates in terms only 
to a registered trade-mark, there is no doubt but that it is actually 
a limited case of a more basic rule applicable to both registered 
and unregistered trade-marks, namely, that they cannot be trans- 
ferred otherwise than with the whole of the goodwill of the busi- 
ness to which they are annexed. 


Now, it is no secret that trade-marks are being assigned away 
day after day in defiance of this rule. Many a businessman per- 
sists in the natural belief that he can properly transfer the busi- 
ness and trade-marks relating to one among several brands and 
still continue in the same general type of operation. In more 
sophisticated and ingeniously advised circles, elaborate schemes 
are concocted to divide a business into artificial compartments, 
each comprising independent goodwill and the appropriate trade- 
marks, in the hope that this will enable the owner to dispose of 
his undertaking piecemeal. When all else fails, desperate would- 
be assignees resort to cancellation and reregistration as if the 
manipulation of a statutory provision could possibly affect the 
operation of a general rule of law. 


The unjustified will be justified and the Statute boldly states 
that a trade-mark, whether registered or unregistered, is trans- 
ferable and deemed always to have been transferable either in 
connection with or separately from the goodwill of the business 
and in respect of either all or some of the wares in association 
with which it has been used. 


Perhaps nowhere else have we kicked so obviously (you may 
think recklessly) in the face of tradition. But if the old rule was 
wrong, we were prepared to dispose of it without compromise 
rather than let it be washed away by provisions which offer 
freedom without conferring certainty. 


In any event, the new law rescues a multitude of trade-marks 
in one decisive move and restores to legitimacy celebrated symbols 
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which have descended through channels that our earlier law would 
necessarily have regarded as highly questionable. 


Nor should it be forgotten that the rule against assigning 
without goodwill was designed to prevent a trade-mark becoming 
non-distinctive. The trouble was that the preventative medicine 
was stronger than the apprehended affliction required because a 
free assignment should not necessarily or normally rob a trade- 
mark of its capacity to identify or render it deceptive. That re- 
sult may well occur in one particular set of facts and we have 
taken the precaution of erecting a warning post by providing that 
the right to transfer a trade-mark without goodwill does not 
prevent it from being held not to be distinctive if, as a result of 
such transfer, there subsist rights in two or more persons to the 
use of confusing trade-marks and the rights have been exercised. 
For example, if a man owns a trade-mark for boots and shoes and 
assigns it to another for use in association with shoes while re- 
taining it for use in association with boots, the resulting concur- 
rent use of the same trade-mark by independent persons in 
relation to similar wares would almost certainly deprive the 
trade-mark of its distinctive character and we wished to make it 
abundantly clear that although the assignment is permissible 
under Statute, the consequences may so damage the trade-mark 
that it will become invalid for other reasons. 


No doubt, there are other situations in which misuse of a 
trade-mark following assignment may disable it from performing 
its proper function of distinguishing wares and if such cases arise, 
they can be dealt with since it is clear that no one can claim 
exclusive rights in a word or design which has lost the essential 
nature of a trade-mark. 


Let us pause again and survey the present position with 
respect to the licensing of trade-marks in Canada. 


It ean be described briefly by saying that if a trade-mark is 
used by anyone other than the owner, it will normally be dedicated 
to the public. There is some difference of opinion and even con- 
flict of authority but it is generally agreed that the rule against 
the licensing of trade-marks applies not only between strangers 
but equally between companies related by stock ownership. 
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The rule is even more severe than might be realized at first 
glance and this will be apparent if we examine common situations 
that have developed largely because of the close economic ties 
binding our two countries. 


Suppose that a trade-mark is first established in Canada by 
use on various wares shipped into the country by a United States 
corporation. Such wares gain public acceptance and it is decided 
to incorporate a Canadian subsidiary. This is done. So long as 
the subsidiary restricts its activities to the sale of wares imported 
from its United States parent, there will be no need to transfer the 
trade-mark. On the other hand, if the subsidiary begins to manu- 
facture and sell all of the wares for the Canadian market, the 
trade-mark must be transferred to it or it will be operating as a 
mere licensee and the rights in the trade-mark will be lost. Either 
of these situations may exist and the appropriate procedure to be 
followed in each case is well known even if it is not always adopted. 
But a third situation may also exist and is actually a normal stage 
in the development of many Canadian subsidiaries. For an in- 
definite period of time after incorporation, it may be neither profit- 
able nor wise for the subsidiary to attempt to manufacture all of 
the wares to which the trade-mark is applied and it carries on its 
operation by manufacturing and selling some of the wares while 
at the same time importing and selling the remainder. This neatly 
impales the trade-mark owner on the horns of a dilemma. If he 
fails to transfer the trade-mark, he will be licensing it with 
respect to those wares wholly manufactured and sold by the sub- 
sidiary. If he transfers it, the validity of the transaction may be 
attacked on the ground that a part of the manufacturing goodwill 
has been withheld and on the further ground that the significance 
of the trade-mark has been converted because what was originally 
a manufacturer’s trade-mark has become partially a seller’s trade- 
mark. 


Perhaps I have said enough to suggest that our law stood in 
some need.of revision. 


With these and other problems in mind, it was evident that 
we must seek a solution which would provide a reasonable oppor- 
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tunity to correct the damaging consequences of past licensing and 
permit licensing in certain circumstances in the future. 


It was decided that the Registered User Sections of the British 
Statute of 1938 afforded the best answer to our problem and we 
adopted their principal features with very little change. 


What appealed to us particularly was the concept of controlled 
licensing whereby the Registrar of Trade-Marks exercises super- 
vision over those who are entitled to use a trade-mark and a public 
record is maintained which discloses not only the name of the 
registered owner but also the names and particulars of those who 
are his licensees. 


The new Act does much to rectify or provide the means to 
rectify licensing that has occurred in the past. 


First of all, ‘‘related companies’’ are defined as companies 


that are members of a group of two or more companies one of 
which, directly or indirectly, owns or controls a majority of the 
issued voting stock of the others. You will particularly observe 
that while the relationship depends on stock ownership, the defini- 
tion is intended to be in very broad terms so as to embrace com- 
panies that are not directly connected but which are, nevertheless, 
components of a complex which ultimately responds to central 
authority and direction. 


Companies so defined normally constitute, in effect a single 
trading organization and the modern tendency, if not the modern 
Canadian law, has been to regard their common use of a trade- 
mark as unobjectionable. 


Accordingly, it is provided that past licensing between related 
companies is to be forgiven and a trade-mark is not to be held in- 
valid on that ground. The owner of the trade-mark is not required 
to make any special application or conform with any formality 
in order to take advantage of this provision. The Statute effects 
an automatic cure. 


However, if the past licensing has been between independent 
persons, firms or corporations, positive steps must be taken to 
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correct the situation. The licensee must be recorded as a registered 
user within one year after the date on which the Act comes into 
force. 


Finally, if the past licensing was not between related com- 
panies or there has been a failure to record the licensee as a 
registered user within the prescribed time, jurisdiction is con- 
ferred upon the Exchequer Court to uphold the validity of the 
trade-mark if it is prepared to declare that to do so will not 
adversely affect any existing right of a party to the proceeding 
acquired before the coming into force of the Act or be contrary 
to the public interest. It was felt that that Court should be em- 
powered to exercise this jurisdiction at any time so that there 
need be no miscarriage of justice merely because the appropriate 
steps were not taken within the limited period available but it will 
be obvious to all that the remedy is likely to prove more expensive 
and less certain than the expedient of registering the licensee 
within the statutory year. 


So much for the past. 


In the future, it will be possible to license a registered trade- 
mark if the licensee is recorded as a registered user. 


I do not think that you will want me to review in detail the 
procedure laid down to accomplish this purpose. It is not com- 
plicated and consists essentially of a joint application in the names 
of the registered owner and the prospective registered user which 
will disclose the particulars of the relationship, existing or pro- 
posed, between them together with certain additional information. 
The Registrar may approve a person as a registered user if he is 
satisfied that it is in the public interest to do so. This confers 
a discretionary power on the Registrar but we have every reason 
to be confident that he will act judiciously and in accordance with 
principles some of which will, no doubt, have to be established 
through future experience. For the time being, we are assuming 
that if the registered owner of a trade-mark exercises effective 
control by virtue of stock ownership or contract over the character 
and quality of another’s wares, such other may be recorded as a 
registered user. 
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There are, of course, provisions for the cancellation of the 
entry of a person as a registered user. I will only mention that 
cancellation may be effected on the written application of the 
registered owner or the registered user and, in addition, by the 
Registrar, on his own motion, or the Exchequer Court for any of 
a number of reasons detailed in the Act. 


The entry of a person as a registered user does not give him 
any transferable right to the use of the trade-mark. It is a purely 
personal privilege and if one registered user is to be substituted 
for another, it will be necessary to cancel the existing registered 
user registration and file a new joint application. 


I would now like to depart for a moment from the main line 
of my presentation and discuss the registration of proposed trade- 
marks. In due course, you will see that an examination of the 
situation will lead back to certain provisions in the Registered 
User Sections. 


Among the innovations of the new Statute is the right to apply 
for the registration of a trade-mark before it has been used. This 
was felt to be a desirable provision because many traders are 
understandably reluctant to incur the expense incidental to estab- 
lishing bona fide use in the market before they have the assurance 
of obtaining registration. At the same time, we did not wish to go 
so far as to permit actual registration without use and the Act, 
therefore, contains a compromise solution. An application for 
the registration of a proposed trade-mark may be filed and 
prosecuted to allowance. When allowance is granted, the Registrar 
will give notice to the applicant and will register the trade-mark 
provided that a declaration is filed within six months stating 
that the trade-mark has been used by the applicant, a successor in 
title or a person approved as a registered user. 


It occurred to us that there might be many instances in which 
a person would wish to register a trade-mark without having 
any intention of using it otherwise than through a registered 
user or registered users. For example, this might be true of a 
holding company that is regarded as the appropriate owner of a 
trade-mark to be used by its related companies and, more particu- 
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larly, it would be true of a United States parent company whose 
only use in Canada would be by its Canadian subsidiary. There 
does not seem to be any valid objection to such arrangement be- 
cause under the new law, the permitted use of a trade-mark by 
a registered user has the same effect for all purposes as use by 
the registered owner, himself. The practical difficulty that we 
faced is that as the Sections were originally drafted, a licensee 
could not properly use a trade-mark until he was registered as a 
registered user and he could not be so registered until the trade- 
mark was, itself, registered. I think we have succeeded in curing 
that defect. It is provided that the application for registration 
of a person as a registered user may be filed concurrently with 
the application for registration of the trade-mark. The Registrar 
may process the first-mentioned application immediately and ap- 
prove of it without actually recording it and, then, the use of the 
person approved as a registered user will be sufficient to enable the 
application for the trade-mark to proceed to registration. There- 
upon, the person approved as the registered user may be recorded 
as such and the whole transaction completed. I am afraid that 
this description of the procedure may sound a little complicated 
but that is the result of summarizing the effect of several different 
Sections in the Act and not because the successive steps are likely 
to present any special difficulty. 


Having explained the nature and intent of the new legislation 
with respect to assignment and licensing as well as I can in a 
brief exposition, you will be anxious to know whether there is any 
definite action that should be taken with a view to correcting the 
past misuse of trade-marks in Canada or possibly revising the 
trade-mark policy that you have been following. 


It would clearly be beyond my duty or my right to advance 
recommendations for the solution of particular problems but 
there are certain observations with which there must be general 
agreement. | 


I have already indicated that past misuse based upon assign- 
ments without goodwill or licensing between related companies is 
automatically cured by the Statute. On the other hand, past misuse 
based upon licensing between strangers can best and most safely 
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be remedied by the registration of the licensee within one year 
of the effective date of the Act. It is, therefore, a counsel of pre- 
caution to earnestly suggest that virtually every trade-mark that 
has been used in Canada should be examined for the purpose of 
determining whether some person should be recorded as a regis- 
tered user within the limited time available. 


It should also be remembered that unregistered, as well as 
registered, trade-marks may have been endangered by improper 
licensing and if they are to be brought within the protection of 
the remedial section, they will have to be registered as a condi- 
tion precedent to the entry of a registered user. 


Moreover, the absolution offered by the Statute with respect to 
licensing relates exclusively to the past and to the first year of 
operation. Any licensing that takes place thereafter must be by 
way of registered user. A licensing outside the permission of the 
Statute may very well prove fatal to the validity of the trade-mark 
and there is no provision for relief in this connection. Accordingly, 
if present licensing is intended to continue in the future, it will be 
of the utmost importance to record the licensee as a registered 
user within twelve months after the effective date designated by 
the Proclamation. 


Twelve months is not long within which to conduct what may 
often prove to be extensive investigations, decide on policy and 
take the necessary corrective measures. For this reason, it may, 
perhaps, be fortunate that we will likely have approximately six 
months before the Act is proclaimed. The delay is occasioned by 
the necessity of preparing Regulations and effecting certain 
changes in the Trade-Marks Office for administrative reasons and, 
while there is no desire to extend the period beyond what is actu- 
ally required, we can all take advantage of the additional time to 
complete much of the work that must be undertaken. 


In conclusion, I will just touch upon a point which I know is 
in many minds. 


A large number of trade-marks have been registered in 
Canada, either originally or by assignment, in the names of 
Canadian subsidiaries so as to avoid, as far as possible, a charge 
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of licensing. This has been a necessary and proper procedure 
in the past, as you will readily understand, but for one reason or 
another, there may be a desire to have the ownership transferred 
to the parent company in the United States or elsewhere. It will 
be clear from what I have said that the new law affords a means 
of accomplishing this object since the Canadian subsidiary can 
assign without goodwill to its parent and immediately apply to be 
entered as a registered user. Whether or not this procedure should 
be followed in any given situation will depend on special cireum- 
stances including the nature and extent of the business in Canada, 
the policy that is followed by the parent company in protecting its 
trade-marks in foreign countries where registered user privileges 
are available and details of internal management. If the operation 
in Canada is carried on as a substantially independent venture and 
the market is supplied wholly or largely by the Canadian subsidi- 
ary, I would be inclined to consider it logical and convenient to 
leave the ownership of the trade-marks in its hands and, at the 
same time, record the United States parent as a registered user 
if there is any reason for doing so. However, as I have indicated, 
each case must fall to be decided on its own facts and it is im- 
possible to formulate a rule of general application. 


Having been invited to speak on the new Canadian Trade- 
Marks Act, I hope that you will not think that I have confined my 
subject within too narrow limits or undertaken a discussion that 
is unnecessarily technical for this occasion. I confess that I have 
deliberately chosen to explore very difficult provisions of the Act 
but I believe that they are also those with which the members of 
this Association have the greatest and most urgent concern. 


I deeply appreciate your kindness in allowing me to share in 
your deliberations and I need not tell you that all of us who are 
interested in Canadian trade-mark law are grateful for the many 
opportunities that you have given us to acquaint you with its 
most recent developments. I will not venture to predict what 
startling things we may yet have to report but we know that we 
have not achieved perfection and we may not even have achieved 
all that we have intended. In the uncertain future, we look for- 
ward to the certainty of your continued friendship and assistance. 
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RECENT ACTIVITIES OF THE INTERNATIONAL ASSOCIATION 
FOR THE PROTECTION OF INDUSTRIAL PROPERTY* 


By John Dashiell Myers** 


On May 24-29, 1953, the International Executive Committee of 
the International Association for the Protection of Industrial 
Property (known as A. I. P. P. I.) met at Locarno, Switzerland. 
The American Group of the Association was ably represented at 
the meeting by Dr. Stephen P. Ladas. 


The Committee did intensive work in preparation for the 
next Congress of the A. I. P. P. I. to be held at Brussels starting 
June 1, 1954. The agenda for the Congress was carefully con- 
sidered and settled, and the Committee also studied and prepared 
reports on certain questions referred to it by the A. I. P. P. L. 
Congress held in Vienna in June, 1952. 


Among the questions so studied by the Executive Committee 
were two which are of great importance in the field of trade- 
marks. 

Protection of Well-Known Trade-Marks 

Article 6°" of the Convention provides that the respective 
countries of the Union are, under certain conditions, to refuse 
registration of a trade-mark which is confusingly similar to a 
trade-mark already well known there. 


The limited scope of this provision has been widely criticized, 
and a resolution recommending broader protettion for well known 
trade-marks was adopted by the Vienna Congress.! 


* Address given at the 75th Annual Meeting of The United States Trade-Mark 
Association, New York City, June 26, 1953. 

** Member of the Philadelphia Bar; President of the American Group of the 
International Association for the Protection of Industrial Property, member of 
USTMA. 

1. ‘‘The Congress: 

1. recommends: 

(a) that a prohibition against use be added to the prohibition against 
registration in paragraph 1 of Article 6bis; 

(b) that it be specified in the same paragraph that it is not necessary 
that the well-known mark must have been used in the country 
where protection is claimed; 

2. is of the opinion that: 

(a) certain trade-marks deserve a protection even against their use 
on products not identical or similar and outside any danger of 
confusion ; 
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At its recent meeting the Executive Committee sought to im- 
plement this recommendation of the Vienna Congress, and after 
considerable study and debate adopted a resolution for submission 
to the Brussels Congress providing that Article 6°* of the Inter- 
national Convention be rewritten in the following terms: 


Article 6°* 


1. The countries of the Union agree, either administratively 
if their legislation permits them to do so or at the re- 
quest of an interested party, to refuse or to invalidate 
the registration and to prohibit the use of any trade-mark 
which is a confusingly similar reproduction, imitation or 
translation of a trade-mark which the competent author- 
ity of the country in which said trade-mark was registered 
or used considers as well-known there as already being the 
trade-mark of a person entitled to the benefits of the 
present Convention and used for identical or similar 
products. The same action shall be taken when the essen- 
tial part of the trade-mark is a reproduction of such a 
well-known trade-mark or an imitation thereof likely to 
cause confusion therewith. 


“Tt 1s not necessary for the well-known trade-mark to 
have been used in the country in which its protection is 
claimed. 


A term of at least five years shall be granted for claims 
requesting the cancellation of such trade-marks. This 
term shall commence on the date on which the mark was 
registered or on the date on which it was first used. 


3. No term shall be fixed for claims requesting the cancella- 
tion of trade-marks registered or used in bad faith.’ 


and further, that the following Article 6%** be added to the Con- 
vention: 


“Article 67s 


The protection provided for in Article 6>* applies, without 
prejudice to rights acquired in good faith, to trade-marks 
which are considered as having an exceptional reputation, 


(b) in any case such broader protection could not be accorded to all 
well-known marks, entitled to the benefits of Article 6bis, but must 
be reserved to a special category of marks more largely known, the 
definition of which requires precision; 

(c) the question of such definition of marks to enjoy this broader pro- 
tection is to be maintained on the agenda of the A.I.P.P.I.’’ 
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even in connection with products which are not identical or 
similar, if the result may be a possibility of confusion, an 
unjustified benefit, or an actual weakening of the distinctive 
character and power of attraction of the exceptionally well- 
known trade-mark.’’ 


In proposing these changes in the text of the Convention the 
Committee avoids an exact definition of the trade-marks which are 
to enjoy the more extensive protection. In its opinion the words 
‘‘trade-marks considered as having an exceptional reputation”’ 
are sufficient to indicate that the trade-marks which are to enjoy 
such special protection are rare and that the various conditions 
set forth in the proposed text will permit the tribunals in the 
various countries of the Union to decide in each case whether the 
trade-mark at issue may benefit from the new special protection. 


Limitation of Grounds for Refusal of a Trade-Mark 


The grounds for refusal of a trade-mark are dealt with in 
Article 6 of the Convention. The text of this Article is involved 
and there has been much uncertainty as to its proper interpreta- 
tion. The Congress of Vienna adopted a resolution? which sug- 
gests an addition to the Article and proposes that the entire 
Article be recast. The Executive Committee considered this reso- 
lution of the Vienna Congress and drafted suitable amendments 
to the Convention to give effect thereto. In so doing the Commit- 
tee decided that Article 6 of the Convention should be stricken 
out and replaced by two new Articles which it designated ‘‘ Article 
6’ and ‘‘ Article 60s’? respectively. The draft of the proposed 
new Articles which will be submitted to the Brussels Congress for 
approval reads as follows: 


2. ‘*The Congress: 
1. proposes unanimously that the following text be added to Article 6: 
‘No mark filed by a person of the Union in another country of the 
Union may be refused or invalidated for the sole .reason that the mark 
in question had not been previously registered in the country of origin.’ 


. pronounces itself in favor of the maintenance of the principle of the 
protection of the trade-mark ‘telle quelle’; 


. decides further to adopt generally the project of the French Group 
(that the entire Article be recast) and entrusts the Executive Committee 
with the task of preparing, on that basis, and after taking account of 
the proposals of the other groups and of the International Chamber of 
Commerce, a text to be submitted to a next Congress.’’ 
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** Article 6. 


The conditions for the filing and the registration of trade- 
marks shall be determined in each country by the internal 
legislation. 


No trade-mark filed by a person of the Union in another 
country of the Union may be refused or invalidated 
however for the sole reason that the trade-mark in ques- 
tion has not been filed or registered or renewed in the 
country of origin. 


“ Article grwinavies, 


When a trade-mark does not conform to the legislation of 
the country in which the protection is claimed but was 
already registered in its country of origin it must be ac- 
cepted for registration and must be protected ‘telle 
quelle”® on the conditions set forth hereinafter: 


Trade-marks may be denied registration or invalidated 
only in the following cases: 


1. when, by their nature, they may interfere with rights 
already acquired by third parties in the country in 
which the protection is claimed; 


when they are devoid of any distinctive character in 
fact; there shall be considered as such: 


a. descriptive trade-marks, which means marks com- 
posed exclusively of signs or indications which 
may serve in commerce to designate the kind, 
composition, quality, quantity, destination, value, 
place or origin or date of production of the prod- 
ucts to which the trade-mark applies. 


trade-marks deemed generic, which means marks 
which have become customary in the everyday 
language or in the bona fide consistent business 
practices of the country in which the protection 
is claimed. 

trade-marks which, for other reasons, are deemed 
devoid of any distinctive character. 


when they are immoral or against public policy, es- 
pecially when they are likely to deceive the public. 
It is understood that a trade-mark may not be con- 


3. The trade-mark ‘‘such as it is,’’ ‘‘such as it was originally registered.’’ 
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sidered as being against public policy for the sole 
reason that it is not in conformity with certain pro- 
visions of the trade-mark legislation, except in cases 
in which this provision itself concerns public policy. 


when they are registered in circumstances which con- 
stitute an act of unfair competition in the sense of 
Article 10", 


In order to judge whether a trade-mark has a distinctive 
character, consideration must be given to all the cireum- 
stances, and especially: 


1. to the fact that the said trade-mark, after an exami- 
nation of the conditions of acceptance, was accepted 
for registration in the country of origin or in another 
eountry of the Union; or that it was recognized as 
distinctive in one country of the Union. 


to the fact of the length and extent of the use in the 
countries of the Union. 


to the fact that the interested milieux consider it as 
the distinctive sign of the product it covers. 


Before proceeding with the final registration, the country 
in which the protection is claimed may demand the sub- 
mission of a registration certificate of the country of 
origin issued by the competent authority. This certificate 
need not be legalized. 


A trade-mark cannot be refused or invalidated on the sole 
ground that it is not strictly identical with the trade- 
mark registered in the country of origin, and in the case 
of a mark that enjoys the priority of*a registration in the 
country of origin, the benefit of this priority cannot be 
refused for the same reason. The differences which have 
been introduced must not however cause the distinctive 
character of the trade-mark to disappear; they must still 
leave the possibility of identification. 


When a trade-mark has been duly registered in one coun- 
try or in several countries of the Union, each of these 
national marks shall, from the date on which it was reg- 
istered, be independent of the trade-mark in the country 
of origin. 

The country of origin, in the sense of the present article, 
shall be the country of the Union in which the applicant 
has an active and bona fide industrial or commercial es- 
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tablishment, and if he has no such establishment, the 
country of the Union in which he has his legal domicile, 
and if he has no legal domicile in the Union, the country 
of which he is a national in case he is a national of a 
Union country.”’ 


The adoption of two separate Articles is proposed in order to 
deal separately with the two different categories of trade-mark 
registrations under the Convention. 


Proposed new Article 6 relates to registrations effected under 
Article 2 of the Convention, where a national of one of the Union 
countries seeks trade-mark registration in another Union country 
based upon compliance with the requirements of the domestic law 
of the latter country. According to the draft, if such compliance 
exists, registration may be effected without the necessity of prior 
registration in the home country. Thus, our own nationals would 
be able to secure trade-mark registration in France without hav- 
ing to have a prior United States registration for the mark. 


Proposed new Article 6™™,es embodies a redraft and at- 
tempted clarification of the present Article 6 and deals with regis- 
tration in a country of the Union of a trade-mark which does not 
comply with the requirements of the domestic law of the country 
but which nevertheless is registered there and protected ‘‘telle 
quelle’’ in view of having already been registered in another coun- 
try of the Union, i. e., its home country—or country of origin. 
Under the text of this proposed Article, it is believed our own 
nationals would find it easier to register their marks in such coun- 
tries as Holland, Sweden, Germany and Japan where the situation 
is so difficult at present. 


Other items placed by the Executive Committee on the agenda 
for the Brussels Congress are as follows: 


Obligation of Deposit for Costs 


Nationals of Convention countries suing in other Convention 
countries for trade-mark or patent infringement are required in 
many countries to deposit a guarantee for the costs of the de- 
fendant. The question whether this matter should be dealt with 
in the International Convention is to be brought up at Brussels. 
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Repercussion of New European Political 
Communities on Industrial Property 
The Executive Committee appointed a Sub-Committee to fol- 
low up the development of political groups such as those created 
under the Saar agreement, the European Union, the Benelux, etce., 
as affecting industrial property. This is also to be considered 
by the Brussels Congress. 


Adoption of International Convention in Two 
Official Languages — English and French 

This question was discussed at the Diplomatic Conferences at 
The Hague in 1925 and in London in 1934 and the proposal was 
then rejected. However, in view of changed conditions and that 
a large number of countries which are parties to the International 
Convention are now English-speaking or are more generally 
familiar with the English language than the French, the Executive 
Committee decided, after considerable debate, that the question 
of having the Convention officially adopted in English as well as 
French should be considered by the Brussels Congress. 


Re-arrangement of Text of the 
International Convention 

The American Group urged before the Executive Committee 
that the text of the Convention be completely re-arranged so as to 
give it a logical and harmonious form. The present text of the 
Convention has become quite unwieldy and many Articles contain 
provisions pertaining to unrelated matters. A bringing together 
of the provisions relating to patents, designs, trade-marks, trade 
names, and so forth, under general titles with suitable headings, 
would add greatly to the clarity of the text, facilitate reference 
thereto and would make easier the work of revising the Convention 
from time to time. The proposed re-arrangement was vigorously 
objected to because of a dislike to change the numbering of the 
principal Articles which have long been identified, through usage, 
with certain subjects. However, this objection is more than over- 
balanced by the confusion resulting from additions to and changes 
made in these Articles from time to time—in complete disregard 
of orderly arrangement. While recognizing that the proposed 
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rearrangement would involve a gigantic task, the Executive Com- 
mittee finally accepted the proposal as an item on the agenda for 
the Brussels Congress. 


A. I. P. P. I. Procedure 


There has been considerable criticism that the established 
procedure in the A. I. P. P. I. is cumbersome and should be gen- 
erally overhauled. With this in view, the American Group sub- 
mitted to the Executive Committee an outline of proposed pro- 
cedure and methods of work by the Congress of the A. I. P. P. I. 
calculated to make the deliberations of the Congress more efficient 
and fruitful. This outline did not receive consideration because 
it was not received far enough in advance of the meeting to afford 
longer time for its study. However, certain new regulations for 
the operation of the Executive Committee were adopted and it is 
hoped that they will improve the methods of work and go a long 
way in meeting the criticism. Under the new regulations much of 
the work in preparation for each Congress will be done by the 
Executive Committee which will make more extensive preliminary 
study of all questions placed on the agenda of the Congress and 
submit a general report thereon to the Congress for action. In 
preparing the general reports the Committee will receive reports 
from the various National Groups and submit copies of each 
National Group report to all the other National Groups so that 
there will be an opportunity for full exchange of views. While 
the Group reports and the general report of the Executive Com- 
mittee are customarily in French, it is provided that each report 
will be followed by a summary in the English and German lan- 
guages. This will help to overcome the language barrier and 
expedite the work accordingly. a 


Shall the 1956 A. I. P. P. I. Congress 
Be Held in the United States? 
Although the American Group has been a member of the 
A. I. P. P. I. for over twenty years, there has never been a Con- 
gress of the A. I. P. P. I. held in this country. The fact that the 
Congresses have been held in Europe has served to curtail the 
representation of this country at the Congresses and has been a 
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real handicap in putting forward the American viewpoint on ques- 
tions coming before the Congress from time to time for action. 
Our Group has never had more than a handful of members present 
whereas the Groups from some of the other countries attend in 
large numbers. It is true that the American viewpoint has been 
formally expressed by report and in debate. Nevertheless much 
of the thinking of the Congress stems from the personal exchange 
of views through unofficial discussions with those in attendance— 
outside the formal meeting. 


At its recent meeting the Executive Committee indicated that 
it would welcome an invitation to hold the 1956 Congress in the 
United States. It was announced that the various National Groups 
had expressed their desire to hold a Congress here and would 
accept an invitation to do so with much enthusiasm. 


The matter of extending such an invitation is to come before 
the American Group at its Annual Meeting in Boston at the end 
of August. Meanwhile committees have been authorized to make 
preliminary surveys of various problems which would be pre- 
sented and have to be met in holding the Congress here. 


The problems, including the financial problem, are more than 
the American Group itself, with its present limited membership, 
ean handle. To meet these problems it will be necessary to have a 
large increase in membership of the American Group and support 
of all kinds, financial and otherwise, from individuals and com- 
panies in this country interested in patents.and trade-marks and 
the impact of the International Convention on such property. 


I feel sure that much could be accomplished in holding such 
a Congress here where we could have a large representation pres- 
ent and establish personal contacts that would go far in molding 
opinion in the Congress and action by it along the lines which the 
American Group has been striving for for so long. 


The decision of the American Group is largely in your hands 
and in the hands of our other friends in this vital field of indus- 
trial property. Will you lend your support or must we fail to 
avail ourselves of this great international opportunity? 


LL 
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COUNTERFEITING OF PRODUCTS AND TRADE-MARKS 
IN FOREIGN COUNTRIES* 


By Max D. Farmer** 


The counterfeiting of American products and their trade- 
marks in foreign countries since World War II has become an 
item of major importance. During World War II, American prod- 
ucts followed American service men into foreign countries, and 
the native populations of those countries apparently wanted what 
the American service men had, so that products which we have for 
years taken for granted, have become highly desirable items in 
foreign markets. During World War II, the manufacture of 
American products was greatly curtailed and, upon the termina- 
tion of hostilities, American companies were unable to manufacture 
their products in sufficient quantities to supply promptly the 
enormous demand from foreign countries, as well as in our own 
eountry. For example, you may recall that even a year after the 
termination of hostilities, white shirts of popular makes were 
very difficult to obtain, even in the United States. 


An active market where the demand is unsatisfied is often the 
motivating cause for the counterfeiting of articles in short supply. 
Therefore, it is not surprising that following the termination of 
hostilities of World War II, the continuing unsatisfied demand 
for popular American products in foreign countries, did induce 
many to undertake counterfeiting of those products. Once counter- 
feiting has started and been found profitable, a subsequent 
adequate supply of genuine articles does not seem to cause a 
termination of the counterfeiting. The counterfeiter usually 
makes an inferior and cheaper product, and can and does under- 
sell the genuine product and still make a good profit. Therefore, 
if a shortage of popular articles in foreign markets could have 
been avoided, there would have been less incentive for infringe- 
ment or counterfeiting. The counterfeiters soon learned how easy 
it was to make a ‘‘fast dollar’’ by making and selling cheap imita- 


* Address given at the 75th Annual Meeting of The United States Trade-Mark 
Association, New York City, June 26, 1953. 

** Patent and Trade-Mark Counsel, Cluett, Peabody & Co., Inec., member of 
District of Columbia Bar and the New York Bar, member of Board of Directors, 
USTMA. 
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tions of American products carrying well known trade-marks and, 
therefore, this counterfeiting situation still continues, even after 
the supply of genuine articles is ample. 


When this problem of counterfeiting of American, well adver- 
tised products was brought to the attention of the Association of 
National Advertisers late in 1952, that organization sent a 
questionnaire to its members inquiring whether or not they had 
experienced trouble due to counterfeiting of their products and 
trade-marks in foreign countries. The replies indicated extensive 
interest in it, and some even reported that genuine packages were 
being refilled with counterfeit materials by local firms in certain 
foreign countries, and even some exporters in the United States 
were counterfeiting American products and trade-marks and ship- 
ping them abroad. 


Last year at the annual meeting of this Association, Mr. 
Schnellbacher, Assistant Director of the Office of International 
Trade in the Department of Commerce, delivered an address in 
which he indicated that the Commerce Department undertakes to 
assist us in the protection of American trade-marks particularly 
in foreign commerce and that in all instances where suspected 
eases of pirating and infringements are reported to the Office of 
International Trade, the facts are transmitted to the appropriate 
American foreign service establishments abroad for such action 
as appears appropriate. Conversely, all infringements or 
attempted infringements of American industrial property which 
are reported to the Office of International Trade by our foreign 
service, are immediately brought to the attention of American firms 
concerned, so that proceedings to protect the rights involved could 
be instituted. That is an excellent objective, and representatives 
of our government including those in the far east, have been very 
cooperative and helpful, but have been unable to offer an adequate 
answer to our problem because of the inadequate local laws in 
various countries. 


While counterfeit American products bearing counterfeit 
trade-marks, and usually labeled ‘‘made in U. S. A.,’’ have 
appeared all through the far east, and even in Africa, all indica- 
tions point to Hong Kong as the fountain head of all counterfeit- 
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ing, and it is not surprising that this is so, when more is known 
about manufacturing and sales in Hong Kong. Hong Kong is a 
very congested city, and our investigators report that the counter- 
feiting operations are usually carried on in small units on obscure, 
back streets in the most congested parts of Hong Kong, often in 
parts of old buildings, which makes it very difficult to detect them. 
Manufacturing operations in Hong Kong differ materially from 
those in this country in a number of ways. In Hong Kong there 
are no easily identified and weil known factories of substantial size 
in which counterfeiting occurs. The articles are made at one 
place, without identification, and then transmitted in small quanti- 
ties to another place where, often late at night or early morning, 
some trusted employees quickly apply the trade-mark and imme- 
diately remove the articles from the premises. Usually they are 
moved out of the city as quickly as possible by boat or other means 
of transportation. 


In all instances that have come to my attention, the counter- 
feiters in Hong Kong do not carry a stock of the counterfeit 
articles which can be delivered, but instead they take orders, and 
then manufacture only after receipt of the orders. In the case of 
shirts, I understand that they make up stocks of shirts without 
any labels. After they obtain an order for ‘‘ Arrow’’ shirts, they 
obtain some woven labels bearing the trade-mark ‘‘Arrow’’ in 
close imitation of the genuine ‘‘ Arrow’’ labels, affix the labels to 
these stock shirts just sufficient to fill the order, and then quickly 
remove the shirts from the premises. If the order is for ‘‘Man- 
hattan’’ shirts, then they would obtain ‘‘Manhattan’’ labels, 
attach them to shirts from the same stock and quickly ship them 
out. I have every reason to believe that they apply the identifica- 
tion of other imitated articles in a similar manner only after 
orders are obtained, so that there are seldom any of the products 
on hand which earry the trade-marks. 


In Hong Kong, the counterfeiters often employ young and 
well-dressed sales girls, who canvass the trade, and if a sale is 
concluded, the counterfeit goods are delivered by another without 
disclosing the identity of the producer. Since in Hong Kong the 
mere possession of counterfeit merchandise does not constitute a 
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crime, one must obtain the evidence of infringement while the 
trade-marks are being applied to the goods. This makes it ex- 
tremely difficult to prove infringement. 


Our Company, because of the world wide popularity of its 
‘*Arrow’’ products, has been a target of the counterfeiters, and 
perhaps a discussion of some of our problems that have arisen in 
attempting to eliminate the counterfeiting, will illustrate the prob- 
lems that others face in attempting to suppress the counterfeiting 
of their products. We have been informed that there are numer- 
ous places in Hong Kong which are willing, for a price, to weave 
any woven labels that you may ask, and these labels are very close 
in appearance to the genuine labels. Merchants in Indonesia who 
handle ‘‘Arrow’’ products, reported that they were offered an 
opportunity to purchase counterfeit ‘‘ Arrow’’ woven labels which 
they could attach themselves to shirts which they purchased 
unlabeled. The labels were offered by Hong Kong establishments 
through their traveling salesmen, and thus while some of the 
infringements occur in places outside of Hong Kong, nevertheless 
the fountainhead of counterfeiting really is in Hong Kong. 


There are numerous export firms in Hong Kong who openly 
accept orders for counterfeit ‘‘Arrow”’ shirts, or in fact almost 
any other product, and we have received numerous reports of the 
identity of these exporters. Since the mere possession of the 
counterfeit merchandise is not a crime, and the exporters who 
accept the orders do not produce the spurious goods they sell, one 
has to locate the party that applied the trade-mark to the mer- 
chandise, and catch him in act of applying the counterfeit identi- 
fication. That is where your headaches begin. To illustrate, in 
one case, the manufacturer of the counterfeit labels was located 
and arrested, but the Court ruled that since the raiders did not 
detect someone sewing the labels on the garment, or selling the 
garment with the counterfeit labels, there was-no crime, and the 
ease was thrown out of Court. Since the exporter does not carry 
the counterfeit products in stock, and someone else delivers them, 
one finds it difficult to prove the sale of the garment with the 
counterfeit labels, because you have to have some of the counter- 
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feit garments delivered by the exporter, and it is difficult to pin 
the evidence on the party who took the order. 


In Hong Kong, as in some other countries, the laws give one 
two remedies for suppressing counterfeiting of trade-marks. One 
is a criminal action and the other is the usual civil action. A civil 
action is slow and unsatisfactory, and our attorneys have advised 
us that we would not find the civil action satisfactory because of 
the long delay in obtaining a court hearing and decision. By the 
time the decision is obtained, the defendant has disappeared and is 
lost in the great mass of humanity in Hong Kong. The counter- 
feiter’s business is small, with no substantial assets, so that a 
judgment cannot be satisfied, and an injunction is worthless. They 
merely start up under a different name. The law does not provide 
for seizure of the sewing machines or other apparatus used in 
making counterfeit articles, and in view of the difficulty of proving 
infringement, the counterfeiter finds it is worth the small risk 
involved of having a judgment levied and collected, in order to 
make the substantial profits on the counterfeited articles. 


In criminal actions the Magistrate has the power to fine the 
defendant when he is found guilty, or impose a jail sentence, and 
to confiscate any counterfeit merchandise that is found in the raid. 
Occasionally the court does impose a jail sentence on the defendant 
who has been convicted of the crime of counterfeiting merchandise, 
but in the majority of cases that I know about, the penalty merely 
is a moderate fine and confiscation of the accused’s merchandise 
by the crown. The fine goes to the government, since it is levied as 
a penalty for the crime, and the merchandise, after the trade-mark 
identification has been removed, is then sold and the profits given 
to the government. The party whose products were counterfeited 
receives no benefit, except to know that the counterfeiter has been 
punished to some extent. The counterfeiter has much more fear 
of a criminal action than a civil action, because considerable pub- 
licity is given to the proceedings of the criminal courts, and the 
counterfeiters do not like the possibilitiy of a jail sentence that 
might follow a criminal conviction. Therefore, a criminal proceed- 
ing is the most effective and only practical way of suppressing 
counterfeiting. 
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The ‘‘string’’ to this remedy is the difficulty of proving an 
infringement, since you must find the accused in the act of infringe- 
ment or counterfeiting. Since only a few persons are involved in 
the actual application of the labels or trade-marks to the spurious 
product, the securing of such evidence is extremely difficult. Before 
a criminal action can be instituted, someone must apply to the 
court for a search warrant and show reasonable grounds for be- 
lieving that counterfeiting is occurring in a particular place in a 
particular building. After the search warrant is obtained, the 
police will raid the premises in your presence and seize any incrim- 
inating evidence that is found. One must time the raid, so as to 
enter the premises while the actual application of the counterfeit 
trade-mark to the merchandise is taking place. Since that act 
may occur for only very short periods, and in places where the 
shirts may not have been made, it is very difficult to make the raid 
at just the right moment. 


In order to properly time the raids, one must rely largely upon 
informers, and again more headaches are found. There are many 
informers who, when they hear that someone is willing to pay for 
information, will come forth with an offer to tell about infringe- 
ments, but they uniformly insist upon payment in full in advance, 
or they will not talk. Their fees are high, and if you don’t pay in 
advance there is no evidence. Often they merely state that they 
know infringing acts are being performed by particular firms in 
a particular location, but they seldom have very dependable infor- 
mation as to just when the shirts and labels are brought together 
in a particular place and attached to each other. Most of the 
information received from informers is worthless, but there is no 
way that you can tell before you pay, whether the information 
has any foundation. Our agents attempted to agree to pay only 
after conviction, but the informers are uniform in their refusal 
to give information until after they receive their fee, and it is too 
late then to recover if the information is worthless. As a result, 
large sums can be wasted on payments for information with 
little or no dependable evidence resulting therefrom on which 
one can proceed. In Hong Kong, the news quickly spreads that 
an American firm is paying for information about counterfeiting 
of its products, and thousands of informers then contact the attor- 
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neys or agents for the American firm and agree to talk, for a fee 
in advance. The problem is to decide which of these thousands 
of informers are somewhat reliable, or really have the genuine 
information. 


We instructed our attorneys to engage the services of an 
investigating or detective agency, which in Hong Kong is ealled 
an ‘‘Einquiry Agency.’’ We were then informed that there are no 
experienced, dependable or reliable agencies of that type in Hong 
Kong who would give dependable service in this type of investiga- 
tion. Little hope was held out that the services of such an agency 
would be of material value, and it was stated that the cost would 
be high. Our attorneys explained that an investigation of the 
type we desired, was more than should be expected of these En- 
quiry agents, because it is not a routine type of inquiry of the 
nature generally undertaken by investigating agencies in Hong 
Kong, both from the point of view of the nature of the investi- 
gation and its ramifications. The fact that the Enquiry agents 
have neither the resources nor the power of the police, and must 
work well within defined limits, makes such an investigation a 
difficult one at best. To obtain information on which a raid may be 
properly timed, would be a long and difficult one for an Enquiry 
Agent and much like searching for a needle in a hay stack. Occa- 
sionally you can find it, but it is very difficult. The agents available 
for such investigations usually have no knowledge of manufactur- 
ing operations, and would usually be unable to determine whether 
or not a product was genuine or a counterfeit. The police will 
stage a raid on private property only where there is very strong 
evidence that a criminal offense of a serious nature has taken place, 
or is about to take place, and they seldom will raid private prop- 
erty merely to ascertain whether a trade-mark has been infringed. 
Suspicion is inadequate and there must be strong evidence to induce 
the police to act. An American investigator, even though highly 
trained, would undoubtedly make small progress in Hong Kong 
where he would have to contend with a variety of oriental subter- 
fuges and devices quite alien to what the investigator would 
encounter in this country. 


In the event of a raid, it is well to arrange to have someone 
from the American Consulate join the raiding party. It was 
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reported to us that in some instances, where no American official 
was present at the raid the seized evidence disappeared from the 
police station shortly afterward. In every example that I have 
been able to find, where some American Consulate officials were 
present in the raiding party, the evidence did not disappear. The 
Consulate officials in Hong Kong have been very cooperative in 
this respect, but they can only act in an advisory capacity. I sug- 
gested that perhaps we could obtain the services of some depend- 
able or reliable resident of Hong Kong, who would not arouse 
suspicion in making inquiries, or perhaps work in an establish- 
ment, so as to inform us when the actual infringing acts were 
to be performed. I was told that this was impractical because 
of the fear of such people of reprisal from the counterfeiters who 
often are members of the Hong Kong underworld. 


In one instance we encountered political influence that at- 
tempted to block the progress of a criminal action for infringe- 
ment. In Singapore, our representatives learned that some ship- 
ments of counterfeit ARROW shirts were being made from Hong 
Kong into Singapore, and with the cooperation of the local customs 
officials, the proprietors of a Singapore Department Store were 
arrested, and charged with violation of the local criminal laws by 
the importation of the counterfeit shirts. One of the partners 
was then a candidate for election to the local Legislature or similar 
body, and strong pressure was used to try and seek dismissal of 
the action before the election. There were delays before the trial, 
and the defendant was elected to the local Legislature. The de- 
fendant admitted that he knew the shirts which were labeled 
‘‘made in U. 8S. A.’’ were in fact made in Hong Kong, but his 
defense was that he had imported them only to export them to 
another country, and that since they were in transit through Singa- 
pore, there was no violation of the local Singapore laws. 


After the action had been pending for some time, the head of 
the Criminal Investigation Department informed our agents that 
he was satisfied that he had an extremely good case, but that since 
both defendants had obtained skilled solicitors, he felt it would be 
far more satisfactory to us if we applied to continue the prosecu- 
tion under a fiat from the Attorney General. He explained that 
the government police and officials were particularly overworked, 
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and that if we did not take over the prosecution, the case would 
probably be conducted by an inspector not particularly experi- 
enced in prosecutions, yet he would be opposed by two experienced 
attorneys for the defendant. It was, therefore, necessary for us to 
have our attorneys act as counsel for the government at our ex- 
pense, After much delay, one of the defendants was convicted on 
one of the charges. Although the goods admittedly bore a false 
trade description, the Court accepted the defendant’s contention 
that the purpose of importation was for transshipment, and held 
that the goods were merely in transit through the colony and that 
the defendant had not violated the criminal law. The court ruled 
that it was necessary for the prosecution to establish, not only 
that the goods had been imported, but also prove the negative 
that the goods were not for transshipment. As you can well appre- 
ciate, it is very difficult to prove the negative in such a case, unless 
one can establish the sale locally of such goods. An appeal of the 
conviction was promptly filed and is still pending. 


Our attorneys in Singapore advised us that local infringers 
were generally prepared to risk financial loss in civil proceedings 
against the expectation of financial profit, but were generally un- 
willing to risk criminal proceedings where jail sentences could be 
imposed. In this particular case, the defendant offered to give us 
an undertaking not to further infringe in the future, if we would 
drop the charges, but the attorneys advised against accepting 
such a settlement, which would have to meet the government’s 
approval anyway, because of their belief that such an undertaking 
by the defendant would be disregarded if a suitable, lucrative 
opportunity arose. 


We attempted another solution to this problem by trying to 
work through customs officials in different countries to prevent the 
importation of the counterfeit merchandise into each country, par- 
ticularly in view of the fact that the goods were labeled ‘‘made in 
U.S.A.’’, whereas they were admittedly made in Hong Kong. In 
Aden, our attorneys working with the customs officials, discovered 
that a shipment of counterfeit ‘‘Arrow”’ shirts labeled ‘‘made 
in U.S.A.’’ was passing through customs to a local merchant, from 
Hong Kong, and the shipment was accompanied by a certificate 
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of the Hong Kong Chamber of Commerce that the merchandise 
was made in Hong Kong. The U. S. Consulate in Aden cabled the 
U. S. Consulate in Hong Kong about this shipment, stating that 
the merchandise was of poor quality, had a considerable shrinkage 
after washing, and caused complaints from customers all around, 
as well as damage to the “Arrow’’ reputation. Our Aden Con- 
sulate asked our Hong Kong Consulate if something could not be 
done about it. Hong Kong government complained to the Hong 
Kong Chamber of Commerce, asking for an explanation as to how 
an Indian firm could apply for and obtain through the Chamber 
of Commerce, a certificate of origin for shirts certifying that they 
were made in Hong Kong, but labeled ‘‘made in U.S.A.”’ so that 
they could be imported into Aden under Empire preference. I 
have been unable to learn the explanation of the Hong Kong 
Chamber of Commerce, but the officials in Aden compelled the 
importer to remove the labels before the goods would be released, 
on the ground that this was to prevent fraud on the citizens of 
Aden. The Aden customs officials later learned to their dismay 
that the shirts were folded on a cardboard which also gave the 
false indication of manufacture in the United States, and that the 
trade-mark was also stamped on the tails of the shirts, but since 
the goods had been released, it was too late to do anything more 
about it. We suggested to our Hong Kong attorneys that perhaps 
these facts could be used as evidence against the Hong Kong con- 
cern which had shipped the counterfeit shirts to Aden, but we 
were advised that all of the evidence was in, Aden, and there was 
no provision locally in Hong Kong for taking evidence in a crimi- 
nal case on commission outside of the colony of Hong Kong. We 
could not compel a business man in Aden to leave his business and 
go to Hong Kong to testify, and even if he could be induced to go 
to Hong Kong, it would be necessary to pay for his time and 
expenses for traveling to Hong Kong for the trial of the case. 
This would be a rather heavy burden in view of the fact that there 
was no certainty that jail sentences would be imposed, and only 
modest fines might be imposed plus confiscation of the goods. 


In Ceylon, we were unable to block the importation of counter- 
feit shirts, because we could not induce the customs and police to 
assist us. The customs and police are not under obligation to give 
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any information on incoming merchandise, and customs there can- 
not detain goods because of infringements or trade-marks. As 
long as the goods are found to be in accordance with the descrip- 
tion given in the invoice and comply with the Merchandise Marks 
Act, and the custom duties are paid, customs has no right to refuse 
clearance unless they are served with an order from the court to 
detain them. The shirts are always invoiced as ‘‘cotton shirts,’’ 
and thus there is no way of knowing until the goods are offered for 
sale in the dealers’ shops, whether the shirts are genuine “Arrow” 
shirts or counterfeit shirts. 


Last fall, I was present at a conference in Washington, in the 
Department of Commerce, and the problem of suppressing the 
counterfeiting of American products and trade-marks in Hong 
Kong was discussed with a representative of the State Department 
who had just returned from Hong Kong. This State Department 
official was very sympathetic with our problem, and promised upon 
his return to Hong Kong just before the end of the year, to confer 
with the officials of Hong Kong to see if something else could not 
be done to aid us in stopping this counterfeiting. As yet, we have 
had no report from him and therefore presumably he is still work- 
ing with the Hong Kong officials in an effort to find some pro- 
cedure that will be more effective. One of the arguments I sup- 
plied to this State Department official who was returning to Hong 
Kong, was that too often the various governments look upon the 
sale of counterfeit merchandise as merely causing damage to some 
foreign concern. They overlook that a far greater damage is 
caused to their own citizens through the fraud practiced on them 
when they purchase a very unsatisfactory counterfeit product in 
the belief that they are obtaining a high grade product of a certain 
manufacturer. 


The counterfeit shirts, for example, are of very poor quality of 
material and workmanship, and shrink excessively when washed, 
so that after one or two launderings the shirts usually cannot be 
worn at all because they are too small. This is a very substantial 
loss or damage to the local citizens who purchase the counterfeit 
goods. I cannot understand why the governments of these various 
countries are so reluctant to give adequate protection to their own 
citizens against such deception. The American manufacturer’s 
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lost profit in not making a sale of a genuine article would be only 
a few cents, excluding damage to the good will of his business, but 
the loss to the local citizen in any country who purchased a counter- 
feit product that quickly became worthless would be the entire 
purchase price. Therefore, the damage to the local citizens of a 
country is many times greater than the American manufacturer’s 
profit that was lost because of the sale of counterfeit products 
instead of the genuine ones. I believe that if this greater loss to 
their own citizens is brought forcibly to the attention of the various 
governments, some action may be taken by them to protect their 
own citizens against such frauds. 


India provides a procedure by which customs authorities in 
Bombay and other ports of entry, can watch for consignments of 
goods that carry trade-marks that infringe registered trade-marks. 
Such consignments can be detained pending proceedings for an 
injunction. 


India has recently also taken promising steps to more effec- 
tively protect trade-marks from counterfeiting in that country. 
The Indian government in 1951 suggested to the Bombay Chamber 
of Commerce and certain trade associations that an association of 
those interested in protections of trade-marks from infringement 
could be of considerable aid in securing amendments to the laws of 
that country for better trade-mark protection. This suggestion 
resulted in the formation of an ‘‘ All India Association’’ for the 
protection of trade-marks, in May of this year. This new associa- 
tion will undertake to secure amendments to the trade-mark laws 
to close loopholes and eliminate shortcomings of the law, by making 
trade-mark infringements a cognisable offense, with stiffer penal- 
ties and more effective enforcement of the law. 


That Association will endeavor to secure cooperation among 
trade-mark owners and traders in India and elsewhere to promote 
their common interests in the protection of their trade-mark rights. 
Membership in that association is open to anyone having trade- 
mark, trade name or similar rights to protect in India. The mem- 
bership fee is small. 

RECOMMENDATIONS 


I believe that valuable help could be given by this association 
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in solving this problem, and submit for your consideration, the 
following suggestions as a start: 


(a) A survey to be made, by means of a questionnaire, of all 
members of this association to learn approximately the extent that 
the members are being damaged by counterfeiting in other 
countries. 


(b) Officers of this association should contact our Department 
of Commerce to enlist their aid in an effort to encourage passage 
of laws by other countries that will make detection and punish- 
ment of counterfeiting easier and more certain, and to obtain the 
assistance of local government officials in different countries in 
detecting and punishing the counterfeiting of popular products. 


(c) Representations made through our governmental agencies 
to officials of different countries where manufacture and/or sale of 
counterfeit products is prevalent, to emphasize the fact that pro- 
tection of their own citizens from counterfeiting fraud is their pri- 
mary concern, and that for that reason their active participation 
with us in stamping out such counterfeiting should be undertaken. 


(d) Investigation to be made of the feasibility of the promo- 
tion or encouragement of an international agency for investigating 
counterfeiting of product and trade-marks, with branches in a 
number of different countries, supported by U. S. concerns who 
have trouble with counterfeiting, which agency would employ 
investigation operatives who are specially trained in the detection 
of counterfeiting of products and trade-marks in each country. 


(e) An investigation to be made of the feasibility of customs 
watches in the different countries, such as in India, and if found 
practical, steps should be taken by this association to work through 
the Department of Commerce in Washington, D. C., and try to 
secure enactment of laws in various countries for such customs 
watches. Shutting off of inter-country traffic in counterfeit prod- 
ucts and trade-marked articles would, I believe, largely curb the 
counterfeiting, because the market for counterfeit products would 
be so reduced that it may not then be profitable. 


(f) Encouragement given to the formation in different coun- 
tries of mutual protective associations, along the lines of the ‘‘ All 
India Association.’’ 
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NOTES FROM THE PATENT OFFICE 


A Proper Response in Trade-Mark Applications 


By Katharine |. Hancock* 


These remarks are concerned with situations where abandon- 
ment of trade-mark applications may occur unintentionally due 
to failure to comply with certain required procedures. 


Sec. 12(b) of the Trade-Mark Act of 1946 provides that an 
applicant must respond within six months after an action by the 
Patent Office. Failure to do so results in abandonment of the 
application. The nature of the action necessary to prevent aban- 
donment at the end of the six month period varies, depending 
upon the condition of the application, and may be either a reply, 
an amendment, or an appeal, as may be necessary to meet the 
requirements of the preceding Office action. 


Trade-Mark Rule 12.2 amplifies Sec. 12(b) by saying: ‘‘The 
applicant has six months from the date of mailing of any action by 
the Patent Office to respond thereto. Such response may be made 
with or without amendment and must include such proper action by 
the applicant as the nature of the action and the condition of the 
case may require.’’ Trade-Mark Rule 12.5 restates the conditions 
of abandonment as follows: ‘‘If an applicant fails to respond, or to 
respond completely, within six months after the date an action is 
mailed, the application shall be deemed to have been abandoned.”’ 


In order to prevent abandonment, every action from the Patent 
Office must be responded to, and each response must meet two 
requirements: 


(1) Be received in the Office within six months after the 
mailing date of the Office action, and 


(2) Be a ‘‘proper”’ response. 


Since the first requirement (as to time) is statutory, it cannot 
be waived or extended by the Examiner. The greatest care should 
be used to arrange for responses to be prepared in time and to be 
mailed far enough in advance to be received within the time limit. 


* Trade-Mark Examiner, U. 8. Patent Office; Member of District of Columbia Bar. 
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Relief from abandonment for failure to respond in time may be 
sought under See. 12(b) of the Act and Trade-Mark Rule 12.6 by 
a petition to the Commissioner to revive the application. Granting 
of the petition, however, is limited to situations where the delay 
was unavoidable, and it must be shown that due care designed to 
prevent the delay was exercised. Overlooking the response date, 
not knowing the response date, failing to mail sufficiently early to 
allow for variations in postal service, having the Office communi- 
cation brought to the attorney by applicant after the response date, 
and many similar situations, are hardly unavoidable. 


As to the second requirement (a ‘‘proper’’ response), the stat- 
ute does not specify what the content of a reply shall be, but has 
left to the Patent Office the duty of determining when a response 
is proper. 


The underlying purpose for requiring a reply which is re- 
sponsive is to further the application toward final disposition. A 
proper response therefore must be a complete response, replying 
to every aspect of the Examiner’s refusal. 


What specific action must be taken with regard to each com- 
ment will vary with the nature of each comment, but will usually 
fall in one of the following groups: 


(1) Compliance with a requirement. 


(2) Setting in motion an operation which will result in com- 
plianee, such as requesting the draftsman to correct the 
drawing. 


(3) Traversal of a requirement or of a reference, with sup- 
porting argument and authority. 


(4) Requesting holding a formal requirement in abeyance for 
decision on another issue, such as requesting that sub- 
mission of a new drawing be deferred pending overcoming 
of a reference. 


The decision as to whether the matter contained in a response 
is ‘‘proper’’ is often within the discretion of the Examiner. When 
an honest effort appears to have been made to comply, but it fails 
through misunderstanding; when failure to mention one aspect of 
the Office action is clearly inadvertent; when the compliance, though 
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set in motion, wiil not culminate until after the response date—the 
Examiner may regard the response as proper. A decision by the 
Examiner holding a response insufficient is petitionable under 


Trade-mark Rule 27.1. 


But in other situations the Examiner has no choice except to 
consider a communication not responsive. These are situations 
where applicant makes no attempt at the time of writing to comply 
with requirements, or to traverse requirements or references. 
Applicant merely asks questions or advice, in order to determine 


his future course. It cannot be emphasized too strongly that ques- 
tions or requests are not replies to Office communications, are not 
proper responses, and do not start the running of a new response 
period. 


When information is desired, there are two courses to follow 
which will not jeopardize the life of the application: 


(1) Write early in the response period. This will allow time 
for receiving an answer and filing a response thereafter within 
the six months. 


(2) Make the response, in applicant’s best judgment, and ask 
questions subsequently. For example, don’t just ask whether a 
transfer to the Supplemental Register will be accepted; make the 
transfer. Don’t just ask whether a consent will be accepted to 
overcome a reference; file the consent. Even though a response 
may be incorrect or ineffective, if it makes a bona fide effort to 
comply or argue the merits of the case, it can be regarded as a 
proper response to prevent abandonment. 


The Office makes an effort to answer inquiries promptly and to 
call attention to the fact that the original date for response is 
still applicable, but the burden of preventing abandonment is on 
applicant, and a mere inquiry cannot be called a proper response 
merely because it is filed so late that there is not sufficient time 
for the Office to call it to applicant’s attention and to receive a 
proper response within the statutory time limit. 


The question of what constitutes a proper response after a 
final refusal presents a different situation, and appears to be the 
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source of some confusion. The only proper response to a final re- 
fusal is an appeal to the Commissioner, or compliance with a final 
requirement. See Trade-Mark Rules 12.4 and 26.1. Either of these 
responses must be made within six months after the final refusal. 


Applicant may request reconsideration or entry of amend- 
ments after final refusal, but these do not operate to extend the ap- 
peal date. If they are successful to change the Office holding, well 
and good; if they are not, the appeal must still be taken within the 
original time. Amendments may be entered for consideration as 
a part of the record on appeal, but they do not alter the original 
date for appeal. For example, if a request for reconsideration or 
amendment is made near the end of the six months period after 
final action and it is refused, the six months having elapsed during 
the proceeding, the opportunity to appeal is lost. If a request is 
filed early in the six months period, a decision may be awaited be- 
fore filing appeal; but if the request is filed late in the six months, 
appeal should be filed concurrently, or at least before the end of 
the period without awaiting decision on reconsideration or amend- 
ment. 


The question of securing a suspension under Trade-Mark Rule 
12.7 appears to be another confusing situation. This rule refers 
to suspension of action by the Patent Office, not to suspension of 
applicant’s response. A request for suspension is not of itself 
a proper response any more than is an inquiry, and does not extend 
applicant’s statutory time for filing a response. Before a request 
to suspend an Office action can be entertained, there must be a 
proper response in the file to the preceding Office action, so that 
the file is properly before the Examiner for action. 
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NOTES FROM OTHER NATIONS — 


Canada 
New Statute! 


The new trade-mark legislation (Bill R-3) which was passed 
Parliament on May 5, 1953, has received Royal Assent. It will be 
brought into force by proclamation probably about January 1, 
1954. The exact date of effectiveness has not yet been determined. 


Unfair Competition Suit 


In Lebel v. Ontario Beauty Supply Company, Ltd.” the respond- 
ent, former distributor of the petitioner’s products, was sued for 
unfair competition based on the issuance of a bulletin in which 
announcement of discontinuance of certain of petitioner’s products 
was made. It was possible to interpret the bulletin as indicating 
that manufacture was discontinued by petitioner, whereas the facts 
seemed to support the respondent’s contention that the bulletin 
merely announced its discontinuance of handling the petitioner’s 
products. The proof showed that posteards were mailed to all 
persons to whom the bulletin had been sent explaining what was 
really meant by the bulletin and correcting any misinterpretation 
which might have occurred. On motion for interlocutory injune- 
tion, the Quebec Superior Court held that the needs of justice 
would be met by a judgment sustaining the petitioner for costs 
only, particularly in view of the fact that there was the highest 
degree of improbability that the objectionable phrase or any 
similar statement would in the future be repeated or made by the 
respondent, 

Expungement Proceedings 


In Ames Company Inc. v. Societe Chimi Atomistique® the ap- 
plicant moved to expunge the respondent’s mark “Dycholium” 
from the register on the grounds of similarity with the applicant’s 
mark “Decholin.” Both marks were used on drug products. No evi- 
dence of actual confusion was introduced and no evidence was 


Editor’s note: Information contained in this section has been furnished by mem- 
bers, and special acknowledgment is made to the Trade-Marks, Patents and Designs 
Federation of London. 

1. Information supplied by Gowling, MacTavish, Osborne & Henderson, Ottawa, 
Canada. 

2. 12 Fox Pat. C. 175. 

3. 12 Fox Pat. C. 201. 
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introduced to establish that the two words were so similar in 
appearance that confusion was likely to arise from their contem- 
poraneous use. The Exchequer Court of Canada, after consider- 
able discussion of the possible pronunciations of the two marks, 
decided that there was no likelihood of confusion, taking into con- 
sideration the fact that the two marks had been contemporaneously 
used since 1938 and it is reasonable to assume that if the marks 
were confusingly similar some confusion would have, by the time 
of the suit, become apparent. 


Ceylon 
International Convention 
Effective December 29, 1952, Ceylon has adhered to the London 
texts of the International Convention for the Protection of Indus- 
trial Property and the Madrid Arrangement regarding False Indi- 
cations of Origin. 


Colombia 
Registration Fees* 


The Decree 1148 of 1953, effective May 12, 1953, increases the 


fee for publication in the ‘‘ Diario Oficial’’ of patent letters, certifi- 
cates of registration of trade-marks, as well as for certificates of 
renewal, assignment, change of name (merger) or domicile of 
owner. The increase decreed is Pesos 18.00 for each certificate 
(U.S. $7.20 at the official rate of exchange). The fee for publica- 
tion of applications remains unchanged. 


Denmark 
German Owned Trade-Marks® 

German owned trade-marks which are still held by the Danish 
Custodian under the auspices of the Danish Ministry of Commerce 
may now be returned to their original German proprietors. In 
order to effect the transfer, the German proprietor will have to 
prove that he is in possession of the corresponding German regis- 
tration, 


Only residents of the Western Berlin Sector are entitled to 
re-acquire the registrations. 


4. Information supplied by Cavelier, Venegas & Esguerra, Bogota. 
5. Information supplied by Charles Hude, Copenhagen. 
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The Trade Marks, Patents, and Designs Federation advises 
that there are two exceptions from the general policy of returning 
marks to their original German proprietors, namely: marks con- 
taining the name ‘‘I. G. Farben Industrie’’ or abbreviations there- 
of; and marks which have been assigned by the Minister of 
Commerce to persons or firms in Denmark. In the latter case 
restoration to former owners or their successors in title may be 
made only on application by the assignee of the custodian. 


In cases where a confiscated German owned mark has been cited 
against a pending application for a new registration, the written 
consent of the original German owner, or the legal successor, to 
the proposed registration may now be sought. 


Marks for which no application to restore has been made by 
January 15, 1954, will probably be deleted from the register. 


Formosa 
Re-registration 

In connection with the regulation requiring registration in For- 
mosa of marks previously registered in China [43 T. M. R. 50] 
information has been received which indicates that a conflict may 
exist between the regulation and certain trade treaties between 
Great Britain and China. A local lawyer in Taiwan, acting on 
behalf of a British firm faced with infringement of its trade-mark 
in Taiwan, consulted responsible government officials concerning 
the question of whether a British firm could obtain official recog- 
nition for its trade-mark, which had been registered in China for 
many years, in order to commence an infringement action. The 
reply received was to the effect that Great Britain’s recognition 
of the People’s Government as the government of China had the 
effect of withdrawing recognition of the National Government. In 
consequence, the National Government could not regard any of 
the trade treaties between Great Britain and China as being opera- 
tive in territory under their control; and so long as such trade 
treaties are in abeyance no British subject has the right to hold a 
trade-mark in Taiwan. 


The question arises whether the very presence of a British 
Consul in Tamsui does not indicate that the National Government 
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is inconsistent in its attitude that trade treaties are in abeyance. 


It is possible that a situation exists where applications to reg- 
ister a trade-mark may be filed but they may never mature to a 
grant, 


France 
German Owned Trade-Marks 

A bill has been introduced to provide for disposal of German 
owned trade-marks following negotiations referred to 43 T. M. R. 
260. According to the terms of the Bill the original German owners 
of the marks or their assignees will be given the right to purchase 
the marks from the Administration des Domaines upon complying 
with conditions set out therein. 


Great Britain 
German Owned Trade-Marks 

In connection with the announced policy with regard to pre- 
war German owned trade-marks [43 T. M. R. 174] the Patent 
Office has had under consideration the position of (a) marks which 
were treated as expired and removed from the register for non- 
payment of renewal fees due in the period from September 1939 
to April 1942 (when it became possible to pay such fees) ; and (b) 
applications for registration by German nationals pending on 
September 3, 1939, and since suspended. 


As regards (a) the Patent Office has decided in a number of 
cases that the marks involved should not have been removed and, 
accordingly, they have been reinstated. Under the order of the 
custodian of May 2, 1951, such marks became vested in the cus- 
todian. Any future cases which arise will be considered on their 
merits but, if reinstated, they will not be vested in the custodian. 


As regards (b) the suspension is removed and the applications 
will be allowed to proceed, but in view of Sections 13 and 19 (1) 
of the Trade-Marks Act of 1938, they will be accepted for registra- 
tion only in Part B of the register. 


Infringement and Passing Off 
In R. J. Reuter Company, Lid. v. Mulhens, Mr. Justice 
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Danckwerts of the High Court of Justice—Chancery Division— 
has determined the rights of the litigating parties in connection 
with the well-known trade-mark ‘‘4711’’. Prior to 1939 a number 
of trade-marks for Eau de Cologne were in use in the United 
Kingdom on goods imported from, or compounded with essences 
imported from, a German factory whose owner had registered 
the marks in the importing country. Following outbreak of World 
War II the marks were vested in the Custodian of Enemy Prop- 
erty and thereafter were used by Reuter, a company controlled 
and largely owned by the Custodian, as a registered user. In 
1951, with approval of the Board of Trade, the Custodian sold 
the shares of Reuter and executed to Reuter an assignment of 
the marks and associated good will. 


The German business became vested in Mulhens, and the 
essences used in the German business continued to be compounded 
from the original formulae which were unknown to Reuter. 
Mulhens’ goods were not on sale in the United Kingdom, but in 
writing letters delivered in the United Kingdom, Mulhens used 


paper and envelopes bearing the device ‘‘4711’’ with certain em- 
bellishments which was the subject of many of the aforementioned 
trade-mark registrations. 


Reuter sued Mulhens for infringement and was sued for trade 
libel and slander of title, claiming that a letter had alleged that 
Reuter’s goods were spurious. Mulhens counterclaimed for ree- 
tification of the register by deletion of the assignments under 
which Reuter claimed title and for passing off of Reuter’s goods 
as a result of the use of labels and other features of dress used 
before the war on goods of the German business. 


Infringement was denied by Mulhens who contended that 
his use of the marks was not a use in relation to goods in the 
United Kingdom and was therefore outside the purview of Sec- 
tion 4 of the Trade Marks Act; and his use was. protected by Sec- 
tions 7 and 8 since the marks had been used by his predecessors 
before they were registered, and since the number ‘‘4711’’ was 
the name and address of his factory in Cologne, Germany, and 
was habitually used with the embellishments of the registered 
marks. 
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The Court held that Mulhens’ use of the marks was a use 
within the United Kingdom in relation to goods and was covered 
by Section 4; that for purposes of Section 7, Reuter, and not 
Mulhens, was the successor in title of the pre-war business; that 
the use of the marks complained of was a trade-mark use and 
not merely a use of Mulhens’ name and address, and therefore 
was outside the scope of protection of Section 8; and that there 
had been infringement. 


In the counterclaim for rectification of the register, Mulhens 
contended that the transfer of the marks to Reuter, and the 
authorization by the Board of Trade of such transfer had been 
ultra vires; and that since at the date of transfer Reuter was 
already using the marks in its business the transfer was inef- 
fective under Section 22 (7) of the Trade Marks Act in the absence 
of advertisement. 


The Court held that the Board of Trade had power to au- 
thorize transfer by the Custodian, and the Custodian had power 
to act on the authorization; that since Reuter was the registered 
user at the time of the transfer, under Section 28 (2), the marks 
were deemed to have been in use in the business of the Custodian, 
that they had been transferred with the good will of that business, 
and that Section 22 (7) was inapplicable; and that the marks were 
validly registered in the name of Reuter. 


In the counterclaim for passing off, Mulhens contended that 
Reuter, having derived title through expropriation by the Cus- 
todian, had not succeeded to the reputation of the pre-war busi- 
ness, and that this reputation belonged to Mulhens either as the 
owner of the German business or as the possessor of the formulae 
from which the pre-war goods were compounded. 


The Court held that the transfer of the pre-war good will to 
Reuter was valid and that the assignee company was entitled to 
use the old dress of goods. The counterclaim was dismissed. 


In the claim for trade libel and slander of title, the Court 
held that Mulhens was by the letters complained of endeavoring 


to protect rights he believed himself to possess rather than to 
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injure Reuter and that malice was not established. This claim 
was dismissed. 


Confusingly Similar Marks 


The application of Spillers Ltd. to register the mark ‘‘ Vivos’”’ 
as a trade-mark for flour has been passed upon by the Court of 
Appeal. Reference to the Assistant Comptroller’s decision and 
that of the Chancery Division of the High Court of Justice was 
made in 43 T. M. R. 260. The Court of Appeal has dismissed the 
appeal with costs, and leave to appeal to the House of Lords was 
refused. The holding, in substance, is that ‘‘Vivos’’ for flour is 
not confusingly similar to ‘‘Hovis”’’ for bread. 


In Stames v. La Rosa the applicant sought to register in 
Malta the word ‘‘ Bata”’ as a trade-mark for shoes and like goods. 
There was evidence that the word ‘‘Bata’’ was known in Malta 
as meaning a Czechoslovak company, Bata a. s., whose shoes had 
been sold in Malta before the war. The Court of Appeal in Malta 
held the mark to be registrable and Staines, the opposer, appealed 


to the Privy Council. 


Apart from signatures, the Malta Trade-Mark Ordinance 
allows registration of a word mark if it is ‘‘a name or an individ- 
ual or a firm name of a commercial partnership, printed, impressed 
or woven in some particular and distinctive manner”’ or ‘‘a fancy 
word or words not in common use.”’ 


The Privy Council held that it was doubtful whether ‘‘ Bata’’ 
alone could be ‘‘a name’’ within the meaning of the Ordinance; 
that the use of script lettering such as that employed by the 
applicant, did not render a name registrable; and since ‘‘Bata’’ 
was known in Malta as referring to the Czechoslovak company, it 
was not ‘‘a fancy word.’’ The mark was declared to be unregis- 
trable. 


India 
Association of Trade-Mark Owners® 


A new association known as the Trade-Mark Owners Associa- 
tion of India has been established to provide concerted action 


6. Information supplied by P. 8. Pai and Co., Bombay, India. 
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by trade-mark owners to check the widespread infringement and 
counterfeiting of trade-marks in India. Membership is open to 
any person, firm or corporation who is the owner of any trade- 
mark, trade name or similar right in India or who is carrying 
on or is interested in any business or industry in India in connec- 
tion with which the acquisition of any such right may be desirable, 
or who is concerned otherwise in the protection of interests of such 
individuals, firms or corporations, and is considered eligible by 
the Council of the Association. Full particulars may be obtained 
from the Bengal Chamber of Commerce and Industry, Royal Ex- 
change, P. O. Box 280, Calcutta 1. 


Philippines 
New Legislation 
The Bill reported in 43 T. M. R. 487 to amend the Trade-Mark 
Act of the Philippines has been passed by both Houses of Congress 
and signed by the President. Identified as Public Act No. 865, 
the new legislation became effective on the date of the affixing of 
the President’s signature. 


An amendment was made with respect to the filing fee for 
trade-mark applications. Under the amended statute the filing 
fee is $75 for an application in one class. This includes the fees 
for publication and for the certificate. For each additional class 
included in the application a fee of $25 is prescribed. 


Sweden 
International Convention’ 

Effective July 1, 1953, Sweden will adhere to the London text 
of the International Convention for the Protection of Industrial 
Property. In connection with such adherence, the trade-mark law 
in Sweden will be changed in two respects. 


(1) Assignment of a trade-mark has hitherto been permitted 
only when the business as a whole is assigned, but for the future 
it will be sufficient that such part of the business which is located 
in Sweden be transferred to the assignee. 


7. Information supplied by Claes Uggla, First Secretary of Royal Patent Office, 
Stockholm. 
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(2) No certificate of home registration will be required when 
applying for renewal of foreign owned registrations, except in 
the case of so called telle-quelle marks. The amendment of the 
Trade-Mark Statute, moreover, goes on to say that the require- 
ment of a certificate of home registration may be waived altogether 
in favor of nationals from countries granting the corresponding 
benefit to Swedish applicants. The scope of this latter provision 
has not yet been decided upon, but a decree setting out the states 
in respect of which the provision will be applicable may be ex- 
pected fairly soon. 

Syria 
Compulsory Registration and Use® 

Order No. 73 was issued on January 28, 1953, by the Minister 

of National Economy as follows: 


Article 1. For the medical and pharmaceutical products and 
preparations submitted, in accordance with Decree No. 11 of 
January 7, 1953, concerning affixing of a compulsory trade-mark, 


a time-limit up to May 31, 1953, is granted for registering the 
trade-mark concerned with the Department for the protection of 
commercial and industrial property. 


Article 2. For the products mentioned in Article 1 of this 
Decree, previously registered with the High Commissioner or 
with the Protection Department of the Ministry of National 
Economy and which still enjoy the right of pretection, the same 
time limit is granted for submitting the additional documents 
specified in Article 2 of Enactment No. 495 of September 15, 1952. 


Viet Nam 
New Statute® 
The following letter gives an official interpretation by the 
Ministere des Finances et de L’Economie Nationale du Viet Nam 
(Direction des Mines, de l’Industrie et de l’Artisanat) of the text 
of Article 14 of the Decree dated September 29, 1952, relating to 
existing trade-marks and of procedure for carrying it into effect: 


8. See 43 T. M. R. 54; 43 T. M. R. 262; and 43 T.M.R. 368, 
9. See 43 T. M. BR. 263. 
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by trade-mark owners to check the widespread infringement and 
counterfeiting of trade-marks in India. Membership is open to 
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The Bill reported in 43 T. M. R. 487 to amend the Trade-Mark 
Act of the Philippines has been passed by both Houses of Congress 
and signed by the President. Identified as Public Act No. 865, 
the new legislation became effective on the date of the affixing of 
the President’s signature. 


An amendment was made with respect to the filing fee for 
trade-mark applications. Under the amended statute the filing 
fee is $75 for an application in one class. This includes the fees 
for publication and for the certificate. For each additional class 
included in the application a fee of $25 is prescribed. 


Sweden 
International Convention’ 

Effective July 1, 1953, Sweden will adhere to the London text 
of the International Convention for the Protection of Industrial 
Property. In connection with such adherence, the trade-mark law 
in Sweden will be changed in two respects. 


(1) Assignment of a trade-mark has hitherto been permitted 
only when the business as a whole is assigned, but for the future 
it will be sufficient that such part of the business which is located 
in Sweden be transferred to the assignee. 


7. Information supplied by Claes Uggla, First Secretary of Royal Patent Office, 
Stockholm. 
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(2) No certificate of home registration will be required when 
applying for renewal of foreign owned registrations, except in 
the case of so called telle-quelle marks. The amendment of the 
Trade-Mark Statute, moreover, goes on to say that the require- 
ment of a certificate of home registration may be waived altogether 
in favor of nationals from countries granting the corresponding 
benefit to Swedish applicants. The scope of this latter provision 
has not yet been decided upon, but a decree setting out the states 
in respect of which the provision will be applicable may be ex- 
pected fairly soon. 

Syria 
Compulsory Registration and Use® 

Order No. 73 was issued on January 28, 1953, by the Minister 

of National Economy as follows: 


Article 1. For the medical and pharmaceutical products and 
preparations submitted, in accordance with Decree No. 11 of 
J anuary 7, 1953, concerning affixing of a compulsory trade-mark, 
a time-limit up to May 31, 1953, is granted for registering the 
trade-mark concerned with the Department for the protection of 
commercial and industrial property. 


Article 2. For the products mentioned in Article 1 of this 
Decree, previously registered with the High Commissioner or 
with the Protection Department of the Ministry of National 
Economy and which still enjoy the right of pretection, the same 
time limit is granted for submitting the additional documents 
specified in Article 2 of Enactment No. 495 of September 15, 1952. 


Viet Nam 
New Statute® 
The following letter gives an official interpretation by the 
Mwnistere des Finances et de L’Economie Nationale du Viet Nam 
(Direction des Mines, de l’Industrie et de l’Artisanat) of the text 
of Article 14 of the Decree dated September 29, 1952, relating to 
existing trade-marks and of procedure for carrying it into effect: 


8. See 43 T. M. R. 54; 43 T. M. R. 262; and 43 T.M.R. 368, 
9. See 43 T. M. R. 263. 
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1. The marks registered and where necessary renewed in 
France, by French nationals, before September 1, 1953, will re- 
main effective in Viet Nam, without formal renewal, for the re- 
maining period of their 15 years registration. 


2. The Marks registered and where necessary renewed in 
France or at the Berne International Bureau, by foreigners, before 
July 26, 1952, will remain protected in Viet Nam for the remainder 
of their normal period of registration. 


Consequently every foreign mark not registered or renewed 
before July 26, 1952, either in France or at the Berne Bureau 
should be registered in Viet Nam as soon as possible. 


3. Exceptionally, French undertakings having establishments 
in Viet Nam and having registered or renewed their marks in 
France before January 1, 1953, will continue to benefit equally for 
the remainder of the 15 years for their marks before having to 
register them in Viet Nam. 


Jn Memoriam 


It is with deep and sincere regret that we announce the death 
of Isaac W. Digges on July 8, 1953, a USTMA member of long 
standing and one who contributed a great deal to the purposes 
of this Association. Most recently he served as a member of the 
Editorial Board and in the past has served on Association Com- 
mittees and in 1947-48 was Chairman of the Lawyers Advisory 
Committee. The voluntary service he offered and the gracious 
advice he was always quick to give cannot be evaluated with 
words. 


Board and Committee members, members and friends of the 
Association who had the privilege of knowing Isaac W. Digges 
will sorely miss him. 
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Part Il 


WOLFE, et al., doing business as DUTCH PAINT CO., 
et al., v. NATIONAL LEAD COMPANY 


No. 29177—N. D. Calif., $. Div.—January 2, 1953 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
‘*Dutch Paint’’ for paint does not infringe ‘‘Dutch Boy’’ for paint; nor 
does use of such term constitute unfair competition. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 


‘*Dutch’’ is descriptive of paint brushes; and per se is generically descriptive 
of paint and paint products, and was so descriptive at time of adoption of ‘‘ Dutch 
Boy’’ by defendant. 


REMEDIES—INFRINGEMENT—EVIDENCE 


Such confusion as was shown was not actionable, since none of the testimony 
showed that persons claimed to have been ‘‘confused’’ were ordinary purchasers 
exhibiting the standard of care expected of them viewed in the light of the buying 
habits of purchasers of such merchandise. 


Suit for declaratory judgment for finding non-infringement and no 
unfair competition by Bernard M. Wolfe and Frederick J. Dannenfelser, 
doing business as Dutch Paint Co., and Manning-Mitchell Paint Co. v. 
National Lead Company. Defendant counterclaimed for trade-mark in- 
fringement and unfair competition. Judgment for plaintiffs. 


Naylor & Lassagne, James A. Naylor and Frank A. Neal, of San Francisco, 
for plaintiffs. 


Robert E. Burns and Crimmins, Kent, Draper & Bradtey, of San Francisco, 
California, and Oscar W. Jeffrey, Milton Handler and John B. Hend- 
rich, of New York City, for defendant. 


Murpay, D. J.: 
Finpinos or Fact 


1. This is a suit brought by Bernard M. Wolfe and Frederick J. 
Dannenfelser, individuals and copartners doing business under the names 
and styles ‘‘Dutch Paint Co.’’ and ‘‘Manning-Mitchell Paint Co.,’’ 
plaintiffs, against National Lead Company, a corporation, defendant, 
for declaratory judgment concerning the use of plaintiffs’ trade-mark 
and trade name. 


2. Plaintiffs are citizens of the State of California and copartners 
doing business under the names and styles ‘‘Dutch Paint Co.’’ and 
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‘‘Manning-Mitchell Paint Co.,’’ with their principal place of business 
in the City and County of San Francisco, State of California. 


3. Defendant, National Lead Company, is a corporation organized 
and existing under the laws of the State of New Jersey, which has 
qualified and is now qualified to do business in the State of California, 
and has a designated agent for the service of summons in the State of 
California, registered with the Secretary of the State of California, and 
is now and has been actually doing business at a regular and éstablished 
place of business in said City and County of San Francisco, California. 


4. The amount in controversy exceeds, exclusive of interests and 
costs, the sum of $3,000.00. 


5. Plaintiffs, Bernard M. Wolfe and Frederick J. Dannenfelser, 
are the remaining members of a group of five which started the business 
now operated by plaintiffs. This group consisted of four Naval officers 
and one civilian who had had considerable experience in the paint 
program at the Mare Island Navy Yard during World War II, and it 
ineluded plaintiffs, Harold Brez and Robert Manning Mueller, each of 
whom was a Naval officer, and Arthur E. Burns, Jr., who had been a 
civilian chemist assigned to the Mare Island paint program. 


6. This group of five men decided to enter the paint business in 
civilian life following the cessation of hostilities in World War II, and 


they were the incorporators of Manning-Mitchell, Inc., which was or- 
ganized in December, 1945. 


7. Primarily this enterprise was formed to specialize in marine 
finishes, and shortly after organization a contract was entered into with 
Pacific Paint & Varnish Co., of Berkeley, California, for the latter’s 
manufacture of the paint to be sold according to formulations supplied 
by the new enterprise, and some paint was produced according to this 
arrangement as early as December, 1945. In this initial operation plain- 
tiffs’ predecessor procured marine paints, anti-fouling paints, anti-cor- 
rosive paints, hull paints, general Naval specification paints, some types 
of tank coatings and a few specialties. 


8. Time and effort was expended by this new enterprise in getting 
the marine finishes off to a start, including trips to contact the trade 
and establish outlets, as well as the preparation of labels and advertise- 
ments. 


9. The relationship with Pacific Paint & Varnish Co. continued for 
just a few months or until approximately April 30th, 1946, at which 
time the officials of Pacific Paint & Varnish Co. cut plaintiffs’ prede- 
cessors off from a supply and suggested that they go out and try to 
find a paint manufacturing facility of their own. During this period 
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plaintiffs’ predecessors were seeking ‘‘veterans’ quotas’’ of titanium 
pigment, and while they asked for quotas for four veterans, it was 
not until later that they were awarded quotas for only two veterans. 


10. When the relations with Pacific Paint & Varnish Co. came to an 
end, plaintiffs’ predecessors set about locating a paint manufacturing 
facility of their own and for that purpose acquired a concern known as 
“‘Dutech Paint Co.’’ located at 325 Sacramento Street, San Francisco, 
California. This was a small paint factory owned by a firm at that time 
known as United Industries. The factory had paint producing physical 
equipment and raw materials and was a going business. Among the physi- 
cal assets acquired in the purchase of the Dutch Paint Co. was a supply of 
‘‘Dutch Paint’’ labels. 


11. At the time of its acquisition by plaintiffs ‘‘Dutch Paint Co.”’’ 
had been in business under that name and producing ‘‘Dutch Paint’’ 
since approximately August, 1941. 


12. Upon acquisition of Dutch Paint Co. plaintiffs’ predecessors 
produced two lines of marine paints, ‘‘racing’’ finishes for the yacht 
trade, and ‘‘shipping’’ finishes for the heavier steamship trade, as well 
as industrial finishes and a top-grade line of house paints under the 
‘‘Manning-Mitchell, Ine.’’ label. Additionally, plaintiffs’ predecessors 
continued to supply those customers that were on the books with 
‘‘Dutch Paint’’, working off inventory, that is to say, the inventory 
they acquired upon the purchase of ‘‘Dutch Paint Co.’’ 


13. At the time acquisition of the Dutch Paint Co. by plaintiffs’ 
predecessors, the premises at 325 Sacramento Street bore the window 
sign ‘‘Dutech Paint, Manufacturers of Paints and Varnishes’’; there were 
display shelves with a complete line of ‘‘Dutch Paint’’ displayed and it 
had a display window into which the new enterprise immediately put a 
display of ‘‘Dutch Paint’’ cans, which display they maintained for the 
entire period of time they occupied the premises at 325 Sacramento 
Street. 


14. Arthur E. Burns, Jr. remained with the new concern until 
May, 1946; Robert Manning Mueller remained until about April 30th, 
1948, and Harold Brez remained until April 30th, 1949. 


15. As of May, 1946 plaintiffs’ predecessors had their quota of 
titanium pigment fixed by the principal suppliers at two veterans’ 
quotas, with half of that in pure titanium dioxide and the other half of 
that in extended titanium dioxide. 


16. Plaintiffs soon found that this short supply of titanium pig- 
ment would not enable them to carry out their initial plan to specialize 
on marine paints and make a living, but were informed by their sup- 
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pliers that the shortage was temporary, and they therefore elected to 
concentrate on their marine finishes and industrial finishes and their 
‘‘Manning-Mitchell’’ line of paints, while continuing to supply the Dutch 
Paint Co. customers on the books at the time they acquired the facility 
with ‘‘Dutch Paint’’ paints and painters’ materials. 


17. The aforesaid shortage of supply of titanium pigment still 
prevailed during the summer of 1947, and at that time the new enter- 
prise decided it should increase the manufacture of its ‘‘Dutch Paint’’ 
which would enable them to manufacture more gallonage of paint with 
greater sales and greater profits. 


18. In the marking of ‘‘Dutch Paint”’’ plaintiffs continued to em- 
ploy the ‘‘Dutch Paint’’ labels that were on hand at the time of purchase 
of Dutch Paint Co. until the supply was exhausted, and in the spring 
of 1948 plaintiffs adopted a new label for their ‘‘Dutch Paint.’’ 


19. By the fall of 1947 plaintiffs had commenced their advertising 
of ‘‘Dutch Paint,’’ supplying newspaper mats to their dealers for that 
purpose, and the tempo of advertising has increased since that time, 
with extension to other media. 


20. There has been no cessation of the use of the trade style 
‘‘Dutch Paint Co.’’ since May, 1946, even though, on the recommenda- 
tion of the United States Maritime Commission, the name of the cor- 
poration ‘‘Dutch Paint Co.’’ was changed to ‘‘Manning-Mitchell Paint 
Co.’’ as a condition precedent to official approval of plaintiffs’ paint 
making facility. 


21. Plaintiffs’ ‘‘Dutch Paint’’ labels are in a tasty get-up of red 
letters upon a grey background, footed with white and red bands, and 
no pictorial matter of any kind appears upon the label. 


22. The defendant, National Lead Company, has had direct knowl- 
edge of plaintiffs’ use of the trade name ‘‘Dutch Paint Co.’’ and the 
trade-mark ‘‘Dutch Paint’’ since May of 1946, having acquired that 
knowledge by dealing with plaintiffs on a supplier-customer basis, bill- 
ing for raw materials under the name ‘‘Dutch Paint Co.’’ Additionally, 
defendant’s employees and representatives called on plaintiffs at their 
original place of business at 325 Sacramento Street, San Francisco, at 
which premises ‘‘Dutch Paint Co.’’ was plainly designated and where 
displays of goods bearing the trade-mark ‘‘Dutch Paint’’ were main- 
tained, and the defendant’s employees aided and assisted plaintiffs in 
the matter of paint formulations, and to that end were given plaintiffs’ 
‘‘Dutch Paint’’ formulas. Defendant’s employees fraternized with plain- 
tiffs in the Golden Gate Paint & Varnish Club at which the plaintiff, 
Bernard M. Wolfe, was introduced as a representative of the ‘‘Dutch 
Paint Co.’’ Also one of defendant’s employees introduced one of the 
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earlier members of plaintiffs’ organization, namely, Harold Brez, to a 
member of the industry as being ‘‘of the Dutch Paint Co.’’. 


23. In the month of March, 1948, defendant, National Lead Com- 
pany, protested a radio spot announcement advertisement sponsored by 
plaintiffs over a Sacramento radio station; evidenced its contentment 
with plaintiffs’ undertaking to discontinue radio as a medium of adver- 
tising, and its satisfaction with plaintiffs’ newspaper advertisements and 
plaintiffs’ label, and appeared content until it elected to give the notice 
of infringement which was a condition precedent to the commencement 
of this action. 


24. This controversy was precipitated by a letter of protest sent 
by the defendant, National Lead Company, to the plaintiffs under date 
of June 30th, 1949, complaining solely of advertising methods, and a 
second communication under date of August 19th, 1949 charging plain- 
tiffs with infringement of defendant’s ‘‘Dutch Boy’’ trade-mark by 
plaintiffs’ use of the ‘‘Dutch Paint’’ mark. 


25. Defendant, National Lead Company, is now one of the largest 
and best known manufacturers of paints and raw materials used in the 
manufacture of paints and paint products. In its earliest days defendant 
was concerned largely with the production of white lead according to 
the ‘‘Dutch Process,’’ which has since been supplanted by more modern 
methods. 


26. Some time prior to 1914 the defendant adopted as its trade- 
mark for white lead of its manufacture the fanciful portrait of a little 
Dutch boy in a sitting posture holding aloft a paint brush. This Dutch 
boy mark was referred to by name in defendant’s advertising from 
the year 1907 to 1914 and was then supplemented by the adoption by 
defendant of the words ‘‘Dutch Boy’’ to form its composite mark. 


27. In 1914 the composite mark consisting of the words ‘‘Dutch 
Boy’’ and the picture of the Dutch boy was applied to defendant’s white 
lead and linseed oil; with subsequent extension to white lead paint in 
1918; to flatting oil in 1918; to lead mixing oil at about the same time; 
to liquid dryer in the early 1930’s; to wall primer in 1922; to colors in 
oil in the 1930’s; to liquid red lead paint in 1913; to dry white pigments 
in 1938, and to ready mixed paint (excluding Pacific Coast sales) in 
1918. 


28. Defendant, National Lead Company, took over Bass-Heuter Paint 
Company, of San Francisco, in about the year 1930; continued to use the 
‘*Bass-Heuter’’ label for a few years; then put the Dutch boy figure on 
that label and later changed to a complete ‘‘Dutch Boy’”’ label. 


29. Defendant’s ‘‘Dutech Boy’’ labels are in two different color pat- 
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terns, namely, the blue and white and the orange and black. In the blue and 
white series there is a wide white band at the top, upon which the figure 
of the Dutch boy appears directly above the words ‘‘Dutch Boy’’ in black, 
semi-seript letters. Below this there is a narrower band of blue upon which 
color and product description appears. In the orange and black series 
defendant displays a predominantly black label upon which the Dutch boy 
picture is shown in orange directly above the words ‘‘Dutch Boy”’ in 
orange, semi-script letters, there being a narrow orange band at the top of 
the label and a wider orange band at the bottom thereof, with the product 
description printed thereon. 


30. Defendant’s orange and black label products are intended for the 
painters and painters’ trade, whereas the blue and white label products are 
intended for consumer’s business. 


31. The earliest national advertisement of the ‘‘Dutch Boy’’ blue and 
white label products was in 1947, and the earliest reference to ‘‘Dutch Boy 
Paints’’, as distinguished from white lead, in defendant’s national adver- 
tising occurred in 1950. 


32. The historical pattern of the adoption and use of defendant’s 
‘Dutch Boy’’ trade-mark was established in the face of antecedent de- 
scriptive use in the trade of the word ‘‘Dutch’’ in reference to white lead ; 


‘Old Dutch’’ for base white (a paint product) by F. O. Pierce & Co., of 
Long Island, New York; ‘‘Dutch Kalsomine’’ for calecimine by The Muralo 
Company, of New York, New York, and a 1912 listing of a host of ‘‘Dutch”’ 
users in the Trade-Mark Directory of the National Paint, Oil & Varnish 
Association by which name it was then known. 


33. Mr. C. F. Kaegebehn, Manager of defendant’s Patent Depart- 
ment, admitted that National Lead Company did not have ‘‘ proprietary 
legal exclusive right to the word ‘Dutch’ in connection with paint and 
paint products’’, the while suggesting that a ‘‘show of force’’ by defendant 
be used in lieu of such right. 


34. W.P. Fuller Co., of San Francisco, is shown to have been making 
white lead according to the ‘‘Old Dutch”’ process and marking its con- 
tainers accordingly in the descriptive context portions thereof at least as 
early as October, 1905, and possibly even earlier, and to have continued 
that practice to the year 1949. 


35. Defendant, National Lead Company, admitted that the word 
‘‘Dutch’’ in the term ‘‘Dutch White’’ designates descriptively a pig- 
mentary composition in which the pigment portion thereof was a mixture 
of zine oxide and basic lead carbonate. 


36. Defendant admitted that F. O. Pierce & Co., of Long Island, New 
York, employed the notation ‘‘Old Dutch’’ as a descriptive designation 
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for a product known as ‘‘Base White’’; that the use thereof commenced in 
or about 1898 and continued until about 1941 or 1942. 


37. Defendant admitted that the word ‘‘Dutch’’ in the term ‘‘Dutch 
Enamel’’ designates descriptively a paint composition in which the pigment 
portion consisted essentially of zine oxide and the vehicle portion consisted 
essentially of linseed oil, and improvements and developments of such 
composition. Defendant acknowledged the fact that there was a ‘‘classic 
Dutch Enamel formula’’ and that many manufacturers had continued to 
designate that kind of enamel or an improvement thereof as ‘‘Dutch 
Enamel’’, 


38. Mr. C. F. Kaegebehn pointed out on the record a number of users 
of the ‘‘classie Dutch Enamel formula’’ or improvements thereof, and 
among them ‘‘ Amsterdam Everlasting White Enamel’’, upon the label of 
which appears the notation ‘‘Dutch Style’’, which was said to be a de- 
scriptive use; Federal Paint Co., Inc., of New York, New York, producers 
of ‘‘Dutch Enamel’’; Sherwin-Williams ‘‘Old Dutch Enamel’’; ‘‘Neu- 
Dutch’’ by the Superior Paint & Varnish Corporation, of Chicago, Illinois; 
‘‘Amsterdam Old Dutch White Enamel’’ by Great Lakes Varnish Works, 
Ine., of Chicago, Illinois, and ‘‘Old Dutch White Enamel’’ by Uhl Bros., 
Ine., of Los Angeles and San Francisco, California. 


39. Mr. C. F. Kaegebehn testified that to him the use of the expression 
‘‘Dutchland Enamel’’ upon the label of Packard Paint & Varnish Co., of 
Cambridge, Massachusetts, belonged in this category since it connected the 
word ‘‘Dutch’’ with enamel and suggested that the product is either a 
classic composition or a modification of it. 


40. Defendant admitted that the word ‘‘Dutch’’ in the term ‘‘Dutch 
Stand Oil’’ descriptively designates a linseed oil product produced by 
exposure of raw linseed o1l to the actinic rays of the sun or from an accel- 
erated process simulating the effects of such expasure. 


41. Defendant placed ‘‘Dutch Kalsomine’’, as used by The Muralo 
Company, Inc., of New York, New York, in the class of descriptive uses of 
the word ‘‘Dutch’’. 


42. Mr. C. F. Kaegebehn testified that the use of the notation ‘‘ Hol- 
land-Dutch’’ by the Pervo Company on its waterproof paint had been 
represented to him as a product made according to a formula developed 
by a family in Holland and ‘‘in that sense it was descriptive of a Dutch 
thing.’’ 


43. The evidence showed that a number of concerns had employed the 
notation ‘‘Dutch White’’ as a descriptive color designation: by Tibbetts 
Corp., of Los Angeles, California, and by The Reardon Company, producers 
of ‘‘Bondek Waterproof Cement Paint’’, the latter product having been 
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distributed by National Lead Company and included in defendant’s price 
list for sundries. 


44. The evidence showed that the word ‘‘Dutch’’ has been employed 
by the trade in the phrase ‘‘Dutch Blue’’ as a descriptive color designation, 
and Pacifie Paint & Varnish Co., of San Francisco and Berkeley, California, 
the Pervo Company, of Los Angeles, California, Gillespie Varnish Co., of 
Jersey City, New Jersey, and Edward Smith & Co., Ine., of New York, 
New York, were identified as such users. 


45. Webster’s New International Dictionary of the English Language, 
Second Edition, 1941, was shown to contain definitions for ‘‘Dutch Blue,’’ 
‘‘Dutch Orange’’, ‘‘Dutch Pink’’, ‘‘Dutch Searlet’’ and ‘‘Dutch Ver- 
million’’, as well as ‘‘Dutch White’’. 


46. The evidence additionally showed that the word ‘‘Dutch’’ is 
descriptive of paint brushes and a plurality of brush catalogs demonstrated 
this, including the sundry price list of the defendant, National Lead Com- 
pany, offering ‘‘Dutch Kalsomine’”’ brushes. 


47. The evidence adduced by plaintiffs established a substantial 
number of third party uses of the word ‘‘Dutch’’ in the designation of 
paints and paint products, including: ‘‘Old Dutch’’ for base white (a 
paint product) by F. O. Pierce & Co. for 43 years; ‘‘Dutch Kalsomine’’ for 


calcimine by The Muralo Company for 40 years; ‘‘Old Dutch Enamel”’ for 
enamel by The Sherwin-Williams Co. for 24 years; ‘‘Dutch Standard”’ for 
paints and paint products by The Harrison Paint & Varnish Co. for 17 
years; ‘‘Dutch Masters’’ for paints and paint products by Dutch Masters 
Paint & Varnish Co. for 24 years; ‘‘Dutch Enamel’’ for enamel by Federal 
Paint Co., Ine. for 25 years; ‘‘Holland-Dutch’’ for waterproof paint by 
Pervo Paint Company for 23 years; ‘‘Dutch Brand’’ for paints and paint 
products by The Perry & Derrick Co. for 22 years; ‘‘Amsterdam Old 
Dutch’’ for enamel by Great Lakes Paint & Varnish Works for 10 years; 
‘‘Neu-Dutch’’ for enamel by Superior Paint & Varnish Corp. for 13 years; 
‘Dutch Kraft’’ for paints by Grand Rapids Paint & Enamel Co. for 22 
years; ‘‘Dutch Mill’’ for paint by M. G. Stoneman & Son, of Albany, New 
York, for 16 years; ‘‘Dutchland’’ for paints by Packard Paint & Varnish 
Co. for a period of use that was unknown; ‘‘Dutch”’’ trade-mark and ‘‘ Dutch 
Paint Co.’’ trade name for paints by North Jersey Paint Co. for 2 years; 
‘Old Dutch’’ for paints and paint products by Uhl Bros., Inc. for 25 years; 
‘*Old Dutch’’ for white enamel by Seidlitz Paint & Varnish Co. for a period 
of use that was unknown; ‘‘Dutch Country’’ for paint by Benjamin Foster 
Co. for a period of use that was unknown; ‘‘Dutch Style’’ for white enamel 
by the Chicago White Lead & Oil Co. (Hooker Glass & Paint Mfg. Co., 
successors) for 10 years; ‘‘Royal Dutch’’ as a trade-mark and ‘‘Royal 
Dutch Paint Co.’’ as a trade name for paint by Tibbetts Corp. for 14 years; 
‘‘Dutch White’’ as a color designation by Tibbetts Corp. for 10 years, and 





Vol.43 T. M. R. WOLFE, ET AL. v. NATIONAL LEAD CO. 601 


‘‘Royal Dutch”’ for paints and paint products by Security Paint Mfg. Co. 
for 5 years. 


48. Of the aforementioned third party users of the word ‘‘Dutch’’ 
the evidence definitely established that Federal Paint Company, Dutch 
Masters Paint & Varnish Co., The Perry & Derrick Co., Great Lakes Varnish 
Works, M. G. Stoneman & Son, North Jersey Paint Co., and Security Paint 
Mfg. Co. were customers of National Lead Company. 


49. Defendant, National Lead Company, was spurred into activity 
after the commencement of this action to protest the use by North Jersey 
Paint Company of the words ‘‘Dutch’’ and ‘‘Dutch Paint Company’’ and 
the use of ‘‘Royal Dutch’’ by Security Paint Mfg. Co., but when asked to 
point to a single instance in which it had protested the use of the word 
‘‘Dutch’’ that was not accompanied by a device or picture of some kind, 
defendant was able to identify only Twentieth Century Paint Co., of New 
York, a producer of ‘‘Dutch Blend’’, as to which protest was begun in the 
summer of 1949. 


50. For the most part and until the commencement of this action, 
National Lead Company has been content to limit its protests against the 
use of the word ‘‘Dutch’’ to those situations in which the word was ac- 
companied by a device or picture of some kind. 


51. In a number of instances where defendant, National Lead Com- 
pany, saw fit to protest third party uses of pictorial illustrations of Dutch 
characters in connection with paints and paint products, it was content to 
conclude the matters with express or implied recognition that the uses 
of the word ‘‘Dutch”’ could continue, where the same was not accompanied 
by pictures or devices, and examples of this course of conduct were The 
Harrison Paint & Varnish Co. in its use of ‘‘Dutch Standard’’; Pervo 
Paint Co. in its use of ‘‘Holland-Dutch,’’ and The Muralo Co. in its use 
of ‘‘Dutch Kalsomine.’’ 


52. For many years past, defendant, National Lead Company, has 
maintained a Class A membership in the National Paint, Varnish & Lacquer 
Association; has been a subscriber to the various publications issued by 
that Association and its predecessor, and has caused its trade-marks to be 
registered therein, and at times has purchased the Trade-Mark Directory 
published by the Association, wherein there have been listed many third 
party uses of the word ‘‘Dutch’’ in connection with paints and paint 
products. 


53. The evidence adduced on the trial revealed that the average or 
ordinary purchaser of paint is neither careless nor indifferent, but rather 
is inquisitive, seeking of the seller advice concerning the steps to be taken 
preparatory to the use of paint and paint products, as well as the 
properties and characteristics of such goods, before getting down to the 
actual purchase of an item. 
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54. In many instances the ordinary purchaser of paint engages in an 
extended conversation with the store clerk, stating the nature of the job 
to be done, asking a recommendation, seeking advice concerning color 
and making an inquiry as to price. Frequently the customer’s attention 
would be directed by the clerk to the particular portion of the label on 
which the directions are printed. 


55. It is seldom that a customer enters a paint store, lays down the 
purchase price and picks up a can of paint and walks out without con- 
versation. 


56. There are many instances in which people have conversations 
with paint store clerks and do not purchase anything. 


57. The defendant, National Lead Company, in its attempt to show 
confusion in trade, drew on five main sources for its proof, namely, (a) its 
dealers; (b) its employees; (c) a handful of retail customers; (d) errant 
copywriters, and (e) an ‘‘odds and ends’’ collection of data. 


58. In the dealer category, defendant, National Lead Company, 
called a group of persons who gave hearsay testimony, by deposition and 
in open court, concerning so-called ‘‘confusion’’ between the products of 
plaintiffs and defendant by customers, but none of the customers was 
shown to have been an ordinary purchaser of paint exhibiting the buying 
habits normally expected of him. 


59. In the employee category, defendant called a number of its 
employees, not concerned with direct contact with the purchasing public, 
to give evidence of so-called ‘‘confusion’’ as between plaintiffs’ and de- 
fendant’s products, but none of the persons identified was shown to have 
been the ordinary purchaser of paint exhibiting the buying habits normally 
expected of him. 


60. In the retail customer category, defendant, National Lead Com- 
pany, called but one witness for testimony in open court, and he was not 
an ordinary purchaser of paint exhibiting the buying habits normally 
expected of such a person. 


61. Of the several deposition witnesses called by defendant, National 
Lead Company, to testify as customers concerning alleged confusion be- 
tween the products of plaintiffs and defendant, none was shown to have 
been the ordinary purchaser of paint exhibiting the buying habits normally 
expected of him. 


62. In the errant copywriter category, defendant produced a proof- 
reader, two advertising salesmen and a former newspaper publisher to 
testify concerning the insertion of the word ‘‘Boy’’ after the word 
‘‘Dutch’’ in ads that had been purchased by plaintiffs’ dealers, and the 
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members of this group were shown to be careless and indifferent concern- 
ing the proper identification of plaintiffs’ products. 


63. Defendant’s ‘‘odds and ends’’ collection of evidence of so-called 
‘‘eonfusion’’ included such items as misdirected or misdelivered mail, 
telephone calls and miscellaneous matters of that kind in a negligible 
amount. 


64. Defendant, National Lead Company, did not produce in open 
eourt or by deposition a single ordinary purchaser of paint or paint 
products, shown to have exhibited the buying habits normally attributable 
to such purchaser, who had been confused as between plaintiffs’ and 
defendant’s products. 


CONCLUSIONS oF LAW 


1. The Court has jurisdiction of the subject matter and the parties. 


2. Plaintiffs, and their predecessors, in employing the name and style 
‘‘Dutch Paint Co.’’ have not violated any rights of the defendant in its 
‘‘Dutch Boy’’ trade-mark. 


3. Plaintiffs, and their predecessors, in employing the trade-mark 
‘‘Dutch Paint’’ have not infringed any rights of the defendant in its 
‘‘Dutch Boy’’ trade-mark, because these marks differ in sound, significance 


and appearance. 


4. Plaintiffs, and their predecessors, in employing the trade-mark 
‘‘Duteh Paint’’ and the name and style ‘‘Dutch Paint Co.’’ have not 
competed unfairly with the defendant. 


5. Plaintiffs, and their predecessors, in the advertisergent and sale 
of ‘‘Dutch Paint’’ have not infringed any trade-mark rights of the defend- 
ant, nor have they competed unfairly with the defendant. 


6. Plaintiffs’ ‘‘Dutch Paint’’ labels are distinguishably different from 
defendant’s ‘‘Dutch Boy’’ labels and the use of them does not constitute 
infringement of defendant’s rights or unfair competition with defendant’s 
business. 


7. Defendant’s rights in its ‘‘Dutch Boy’’ trade-mark are of limited 
scope and do not preclude plaintiffs’ use of the mark ‘‘Dutch Paint,’’ 
for the reasons that: 


(a) The word ‘‘Dutch,’’ per se, is generically descriptive of 
paints and paint products and was generically descriptive at the time 
of defendant’s adoption of its ‘‘Dutch Boy’’ trade-mark. 


(b) The word ‘‘Dutch’’ is incapable of exclusive appropriation 
as a trade-mark for paints and paint products, as admitted by 
defendant. 


(ce) Since prior to defendant’s adoption and first use of the mark 
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‘‘Duteh Boy’’ and continuing to date, third party paint manufac- 
turers have used the word ‘‘Dutch’’ as a component part of trade- 
marks for paints and paint products, of which ‘‘Dutch Kalsomine,’’ 
Old Dutch Enamel,’’ ‘‘Dutch Standard,’’ ‘‘Dutch Masters,’’ ‘‘ Dutch 
Brand,’’ ‘‘Old Dutch’’ and ‘‘Royal Dutch,’’ to cite a few, are 
examples. 


(d) Defendant does not have a preferred right to the word 
‘‘Dutch,’’ per se, arising out of the application of the principles of 
secondary meaning or otherwise. 

8. Defendant has for years acquiesced in many third party uses of 
the word ‘‘Dutch’’ as a component part of trade-marks for paints and paint 
products, having direct knowledge or chargeability with knowledge thereof, 
and assuming it ever had the right to exclude others from a use of the word 
‘“Dutch,’’ per se, defendant has abandoned the same. 


9. Defendant acquiesced in the use by plaintiffs and their predeces- 
sors of the trade-mark ‘‘Dutch Paint’’ and the name and style ‘‘Dutch 
Paint Co.’’ and is now estopped from asserting a right in its ‘‘Dutch 
Boy”’ trade-mark sufficiently broad to exclude plaintiffs from the con- 
tinued use of said trade-mark and name and style and from asserting 
that plaintiffs’ use of said trade-mark and name and style constitutes 
unfair competition. 


10. Such confusion as was shown on the trial of the cause resulted 
from the common use by the parties of the descriptive word ‘‘Dutch’’ and 
not from the use by plaintiffs of any word or feature peculiar to the 
defendant or from the manner of use of plaintiffs’ mark ‘‘Dutch Paint”’ 
or its trade-name and style ‘‘Dutch Paint Co.’’ 


11. Under the facts of this case, and taking into consideration de- 
fendant’s long familiarity with plaintiffs, the trade-mark and trade name 
they were using, as well as the mode and manner of such uses, the paint 
formulation aid offered and given plaintiffs by defendant, the sales of raw 
materials by defendant to plaintiffs, and the bolstering, by these facts, of 
plaintiffs’ initial and reasonable assumption that they had an unrestricted 
right to use the trade-mark ‘‘Dutch Paint’’ and the trade name ‘‘ Dutch 
Paint Co.’’, it would be unjust for this Court to give defendant judgment 
on its counterclaim. 


12. Such confusion as was shown on the trial of the cause was not 
actionable confusion, since none of the testimony adduced by defendant 
showed that the persons claimed to have been ‘‘confused’’ were ordinary 
purchasers of paint exhibiting the standard of care expected of them 
viewed in the light of the buying habits of purchasers of such merchandise. 


13. Plaintiffs are entitled to have judgment on their Complaint and 
defendant’s Counterclaim is dismissed. 


14. Plaintiffs are entitled to their costs incurred in this action. 


Le 
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MASTERCRAFTERS CLOCK & RADIO CO. v. VACHERON & 
CONSTANTIN-LE COULTRE WATCHES, INC. 


No. 79-383—D. C. S. D. N. Y.—February 18, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IMITATION OF PRODUCT 


Absent a finding of secondary meaning, it is not unfair competition to imitate 
non-functional features of a product. 


CoURTS—PRELIMINARY INJUNCTION 

Preliminary injunction denied in action for unfair competition in imitating 
non-functional features of a product where moving papers, depositions and affi- 
davits fail to establish ‘‘secondary meaning’’ and likelihood of confusion. 

Preliminary injunction denied in action for unfair competition in absence 
of clear and convincing proof by plaintiff that defendant has no rights where de- 
fendant took reasonable measures to protect what it believes in good faith to be 
its rights, and plaintiff deliberately copied non-functional features which defendant 
alleges had acquired secondary meaning. 


Action and counterclaim for unfair competition by Mastercrafters 
Clock & Radio Co. v. Vacheron & Constantin-Le Coultre Watches, Inc. 
Motions fer preliminary injunctions by both parties. Denied. 


Clarence E. Threedy, of Chicago, Illinois, Carb, Reichman & Luria, Sidney 
A. Luria, of New York, N. Y., for plaintiff. 


Goodwin, Danforth, Savage & Whitehead, W. F. Clare, Jr., W. B. Morton, 
Jr., Stanton T. Lawrence, Jr., and Pennie, Edmonds, Morton, Bar- 
rows & Taylor, of New York, N. Y., for defendant. 


SUGARMAN, District Judge. 


Mastercrafters Clock & Radio Co. (hereinafter called plaintiff), filed 
its complaint against Vacheron & Constantin-Le Coultre Watches, Inc. 
(hereinafter called defendant), wherein it was alleged the facts on which 
the jurisdiction of the court is found and the following :—Prior to July, 
1952, plaintiff designed an electric clock which, since that date, it has 
sold throughout the United States under the trade-mark ‘‘ Mastercrafters’’ 
‘*Mastertime’’ clock, Model No. 308. This clock is enclosed in a crystal 
case and embodies a dial, hands and pendulum, each of a design and con- 
figuration which is and has been in common use in the industry for over 
fifty years. Each of these clocks, hereinafter referred to as the ‘‘ No. 308,’’ 
is shipped to the purchaser in a distinctive carton bearing plaintiff’s 
trade-marks and each bears labels having printed thereon plaintiff’s name 
and trade-mark. The defendant is one of the distributors of a clock 
operated by changes in atmospheric temperature, hereinafter called the 
‘*Atmos.’’ The ‘‘Atmos’’ clock is not protected by any patent or copy- 
right registration of the United States. Its entire design, style and con- 
figuration are common in the clock manufacturing industry and have 
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been used for more than fifty years, by reason of which, neither defendant, 
nor Wittnauer et Cie, S.A., the manufacturer of the ‘‘Atmos’’ clock, nor 
Longines-Wittnauer Watch Co., Inc., another distributor of the ‘‘ Atmos,’’ 
has any property right in such design, style and configuration such as 
would support a claim of unfair competition in law or equity. Defendant, 
in its advertising, distinguishes the ‘‘Atmos’’ from other clocks on the 
market by emphasizing, among other features, its unique source of power. 
Plaintiff’s ‘‘No. 308’’ cannot be confused in the mind of a potential cus- 
tomer with the ‘‘ Atmos’’ because the ‘‘ No. 308”’ is powered by electricity 
and both clocks embody a design and configuration in common use in the 
clock manufacturing industry. Defendant, knowing that it has no prop- 
erty right in nor the exclusive right to the design and configuration of the 
‘* Atmos’’ clock and that it is not the sole distributor of, nor the manufac- 
turer of the ‘‘Atmos’’ has wilfully charged and now charges purchasers 
of plaintiff’s ‘‘ No. 308’’ with unfair trade competition in the sale by such 
purchasers of the ‘‘No. 308’’ on the misleading and false claim that the 
‘‘ Atmos’’ clock is manufactured by the defendant, that defendant has the 
exclusive right to the design and configuration thereof, and that defend- 
ant is the sole distributor of the ‘‘Atmos,’’ to the irreparable damage of 
the plaintiff. Defendant has wilfully threatened and now threatens the 
trade dealing with plaintiff in connection with its ‘‘ No. 308’’ with suit for 
unfair competition and by telegrams to a number of plantiff’s purchasers 
has made the same threats directly to such purchasers, to discourage their 
purchase of the ‘‘No. 308,’’ and by such threats has caused the cancella- 
tion of orders placed with plaintiff for its ‘‘No. 308,’’ damaging plaintiff 
in an amount in excess of $1,000,000. 


By reason of the foregoing, which, the complaint continues to allege, 
constitutes unfair trade competition, plaintiff seeks money damages and 
a judgment declaring that it, by manufacturing, advertising and selling 
its ‘‘ No. 308”’ 


‘‘does not compete unfairly in trade with the defendant and that 
the defendant does not have a property right in nor the exclusive 
right to the design and configuration of the ‘Atmos’ clock such as 


would support a charge of unfair trade competition against plaintiff 
* * ">? 


Plaintiff also prays for an injunction restraining the defendant and 
all persons acting in aid of or in concert with it, from 


‘‘intimidating and harassing the purchasers of plaintiff’s Master- 
crafters clock, Model No. 308, and from claiming and/or asserting 
in any manner whatsoever that plaintiff’s Mastercrafters clock, Model 
No. 308, is a counterfeit of the said ‘Atmos’ clock, and from unlaw- 
fully interfering in any manner with the business of the plaintiff in 
the sale of plaintiff’s Mastercrafters clock, Model No. 308 * * *,’’ 
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and for a temporary injunction restraining these acts and further re- 
straining defendant 


‘‘from instituting or threatening to institute suit against plaintiff’s 
purchasers of said Mastercrafters clock, Model No. 308, charging 
such purchasers with unfair trade competition in the sale by said 
purchasers of said Mastercrafters clock, Model No. 308 * * *.” 


The answer, as amended, asserts four ‘‘defenses’’ and a counter- 
claim. The ‘‘defenses’’ are that (1) the complaint fails to state a claim 
against defendant upon which relief can be granted; (2) the defendant 
has acquired an exclusive property right in the distinctive design, con- 
figuration and appearance of its ‘‘ Atmos’’ clock by the exclusive use of 
the same since 1939 by defendant, its predecessors and associates, whereby 
said distinctive design, configuration and appearance has come to identify 
to the jewelry trade and the public in the United States the ‘‘ Atmos’’ 
clock the product of defendant, its predecessors and associates; (3) the 
plaintiff is unfairly competing with defendant in that plaintiff’s ‘‘No. 
308’’ is a flagrant ‘‘counterfeit’’ and imitation of the ‘‘Atmos’’ and was 
copied therefrom; and (4) defendant admits some of the allegations of 
the complaint, denies others, avers that the Longines-Wittnauer Watch 
Co., Ine., is a distributor of the ‘‘Atmos’’ only in its position as parent 
corporation of defendant, and further asserts that the manufacturer 
of the ‘‘ Atmos’’ clock is ‘‘Jaeger-Le Coultre, S.A.,’’ not ‘‘Wittnauer et 
Cie, S.A.,’’ as is alleged in the complaint. The fourth defense continues 
by asserting that the sale in the United States of plaintiff’s ‘‘No. 308”’ 
is an act of unfair competition with the defendant and that defendant 
has so advised plaintiff, the trade and distributors, and has commenced 
actions for unfair competition against four distributors. 


For its counterclaim, defendant alleges that it is, and has been since 
1939, the sole distributor of the ‘‘ Atmos’’ clock, which during that time 
to the present, was and is sold in a form and configuration of distinctive 
and distinetly recognizable appearance, said appearance being the result 
of the pleasing cooperation of a large number of non-functional design 
features. That since 1939, the ‘‘ Atmos’’ clock has been extensively adver- 
tised in the United States at great cost and the watch and clock trade 
of the United States and the public have come to recognize the appear- 
ance of defendant’s ‘‘Atmos’’ clock as distinctive and identifying the 
‘‘Atmos,’’ and the appearance of this clock has come to be associated with 
defendant and defendant’s trade name ‘‘Le Coultre’’ as a symbol of its 
precision manufacture and watch making prestige. That, prior to July 30, 
1952, plaintiff had undertaken to manufacture, distribute and sell to the 
retail trade throughout the United States a counterfeit of defendant’s 
‘‘Atmos’’ clock, that is, plaintiff’s ‘‘No. 308,’’ which counterfeits were 
offered for sale by plaintiff to distributors expressly as a counterfeit of 
the ‘‘ Atmos’’ and the distributors accepted the ‘‘ No. 308’’ as a counterfeit 
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with the hope and expectation of profiting from defendant’s established 
good name and reputation and the established prestige and distinctive 
appearance of the ‘‘ Atmos’’ clock in wanton disregard of the great dam- 
age that would inevitably thereby be caused the defendant. 


By reason of the allegations contained in its counterclaim, defendant 
demands (1) dismissal of the complaint; (2) a permanent injunction 
restraining plaintiff and all persons acting in aid of or in conjunction 
with it from selling or offering for sale or advertising or distributing the 
‘*No. 308’’ or any other colorable imitation of the ‘‘Atmos’’ clock; (3) a 
preliminary injunction restraining the same acts; (4) an accounting, and 
(5) costs. 


Plaintiff now moves (Motion No. 14) for an injunction pendente lite 
restraining and enjoining defendant and all others acting in concert with 
defendant 


‘‘from suing or threatening to sue and from prosecuting any now 
pending suits for alleged unfair competition against the purchasers 
of and dealers in plaintiff’s Mastercrafters Mastertime clock, Model 
No. 308, and from in any manner harassing or intimidating the cus- 
tomers and dealers of plaintiff in the sale—offering for sale by such 
customers and dealers of plaintiff’s said clock, Model No. 308.”’ 


? 


Defendant moves (Motion No. 13) for ‘‘an order’’ restraining and 
enjoining plaintiff, and all persons acting in aid of or in conjunction 
with it 

‘‘from manufacturing, distributing, advertising or offering for sale 

in any manner whatsoever the Mastercrafters No. 308 clock or any 


other colorable imitation of the ‘Atmos’ clock distributed by the 
defendant * * *.,’’ 


For purposes of plaintiff’s motion, the cardinal allegations of 
the complaint are those concerning defendant’s malicious interference 
with plaintiff’s contractual relations with plaintiff’s customers, destroy- 
ing plaintiff’s business insofar as the ‘‘ No. 308’’ is concerned. Defendant 
concedes that it has taken measures to impede plaintiff’s distribution of 
the ‘‘No. 308’’ by warnings to the trade, by threatening telegrams sent 
to plaintiff’s distributors and by the institution of lawsuits against four 
distributors of the ‘‘ No. 308”’ in the State courts of New York and Penn- 
sylvania. Absent a justification for this interference, defendant is liable 
to be enjoined from continuing such activities.! 


The essence of defendant’s counterclaim is so much thereof as alleges 
plaintiff’s misappropriation of defendant’s alleged ‘‘Property rights”’ 
in the design and configuration of the ‘‘Atmos’’ clock, which, defendant 


1. Advance Music Corp. vy. American Tobacco Co., 296 N. Y. 79 [71 U. 8. P. Q. 
279]. 
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claims, amounts to unfair competition by reason of the secondary meaning 
which has been generally given to the appearance of the ‘‘Atmos’’ by 
the trade and the buying public. 


The crucial issue in this case arises from the clash between defend- 
ant’s claim to the exclusive right to distribute a clock of the design and 
configuration of the ‘‘Atmos’’ and plaintiff’s denial of the existence of 
this claimed right. 


Preseinding for the present from preliminary questions whether 
‘‘Federal’’ or ‘‘loeal’’ law governs this case and whether defendant has 
a status to challenge plaintiff’s conduct because it has not shown itself 
to be the sole distributor of the ‘‘Atmos’’ clock, a more fundamental 
question must first be considered and that is, what does the appearance, 

e., the design and configuration of the ‘‘Atmos’’ clock mean to the 
public? 


Absent a finding of ‘‘secondary meaning’’ to the buying public, 
the defendant has no rights in its unpatented design which would author- 
ize the restraint of imitation thereof.” 


There can be no doubt that plaintiff has copied the ‘‘Atmos’’ with 
the purpose of exploiting the commercial value of that clock’s design. 
Plaintiff’s claim that its designer Hancock created the ‘‘No. 308”’’ from 


the prior art without specific reference to the ‘‘Atmos’’ is incredible 
and a comparison of the two conclusively establishes the fact of imitation, 
having in mind Hancock’s admission that he owned an ‘‘Atmos’’ for 
some time prior to ‘‘creating’’ the design of the ‘‘No. 308.”’ 


However, plaintiff’s ‘‘free ride’’ is not unfair competition unless it 
is exploiting not merely the appearance of the ‘‘Atmos,’’ but also the 
alleged ‘‘secondary meaning’’ of the ‘‘Atmos,’’ if such exists, in the 
mind of the buying public.* Stated otherwise, only if the design of the 
‘‘Atmos’’ has been so fixed in the buyer’s mind as to create a ‘‘second- 
ary meaning’’ so that the buyer, when viewing the slavish imitation of 
the ‘‘Atmos’’ by the ‘‘No. 308’ concludes therefrom that they emanate 
from the same source, may the defendant prevail. 


There is not sufficient evidence in the moving papers, depositions 
and exhibits to support a finding that there is any likelihood of ‘‘con 
sumer-confusion as to source,’’ resulting from the appearance of the 
‘No. 308’’ on the market. The court, on the present record, cannot 


2. “ D. Briddell, Inc. vy. Alglobe Trading Corp., 2 Cir., 194 F. 2d 416 [42 
T. M. R. 207 

3. Chas. ‘D. Briddell, Inc. v. Alglobe Trading Corp., Note 2 supra; Luxor Cab 
Mfg., Corporation vy. Leading Cab Co. (Sup. N. oe 125 Mise. 764, 211 N. Y. 8. 886, 
Aff’d 213 N. Y. 8. 847; Haveo, Inc. v. Hampden Sales, ding (App. Div. 1st Dept.) 
273 App. Div. 297, 77 N. Y. 8. 2d 510 [77 U. 8. P. Q. 6 
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decide what the appearance of the design and configuration of the 
‘“ Atmos’’ clock means to the buying public and, a fortiori, cannot decide 
whether the appearance of the ‘‘No. 308’ has resulted or will result in 
confusion of the plaintiff-manufacturer of ‘‘No. 308’’ with the manufac- 
turer of the ‘‘Atmos’’ in the public mind. 


Accordingly, defendant’s motion for a preliminary injunction is 
denied. 


The plaintiff’s motion for a preliminary injunction is also denied. 
In view of the finding that plaintiff has deliberately copied defendant’s 
‘*‘Atmos’’ clock, the court does not feel that it would be equitable to 
restrain the defendant in the absence of a clear and convincing demon- 
stration by plaintiff that defendant does not have exclusive rights in the 
appearance of the ‘‘ Atmos’”’ clock, from taking such reasonable measures 
as defendant has in attempting to protect what it in good faith believes to 
be its ‘‘property’’ rights in the design of its clock. 


The decision of whether defendant’s complained of conduct is un- 
justified must await such time as the court passes on the question of what 
are defendant’s rights in the appearance of the ‘‘Atmos’’ clock. 


In view of the foregoing, it is unnecessary to discuss at this time the 
other questions of law and fact raised on these motions. 


This court is indisposed, by the device of a hearing on these cross 
applications for preliminary injunctions, to prefer this cause above many 
others previously filed. The parties, however, may avail themselves of the 
right to apply for a preference in the trial of this suit before the Calendar 
Judge of this district* who is best enabled to weigh a plea of immediacy 
as against other pending cases. 


Settle findings of fact, conclusions of law® and an order in conformity 
with the foregoing upon each motion. 


FLEX-LET CORPORATION v. CURRAN ET AL., 
doing business as RAY CURRAN & CO. 


No. 1526—D.C.R.1.—March 26, 1953 


CoURTS—PRELIMINARY INJUNCTION 
Allegation of facts showing probable future irreparable injury is an essential 
part of a demand for preliminary injunction. Where defendants do not have in 
their possession merchandise bearing plaintiff’s trade-marks and it is not shown 
that manufacture or sale of such merchandise is contemplated in the future; and 


4. Southern District Calendar Rules 11(e) and 2. 
5. F. BR. Civ. P. 52(a). 
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where it does not appear that there is a substantial controversy as to future activi- 
ties or that the defendants are presently committing an act or threatening the 
immediate commission of an act likely to cause irreparable injury or to destroy 
the status quo of the controversy before full hearing a preliminary injunction 
will not issue. 


Suit for trade-mark infringement, unfair competition of contract by 
Flex-Let Corporation v. Raymond F. Curran and Dorothy P. Curran, 
doing business as Ray Curran & Co. Motion for preliminary injunction 
denied. 


Alfred E. Motta and Santi J. Paul, of Providence, Rhode Island, for 
plaintiff. 


Herman J. Aisenberg, of Providence, Rhode Island, for defendants. 


Leany, D. J.: 


This matter was heard on plaintiff’s motion under Rule 65 of the 
Federal Rules of Civil Procedure for a preliminary injunction against 
the defendants. 


This is a civil action for alleged infringement of a trade-mark, unfair 
competition, and breach of contract, and is brought by Flex-Let Corpora- 
tion, a corporation duly organized and existing under the laws of the 
State of Rhode Island, and having its principal office in East Providence, 
Rhode Island, against Raymond F. Curran and Dorothy P. Curran, doing 
business in Providence, Rhode Island under the partnership name of 
Ray Curran & Co. 


The jurisdiction of the Court is based upon the Trade-Mark Act of 
1946, 15 U. S. C. A. §§1051 et seq. 


The plaintiff’s complaint alleges in substance that the plaintiff is the 
owner of the trade-mark Flex-Let; that the defendants knew at all times 
relevant to this action of the prior use by the plaintiff of said trade-mark ; 
and that the defendants knew that said trade-mark was registered by the 
plaintiff in the United States Patent Office. The complaint alleges further 
that in the Spring of 1952 the defendants agreed to manufacture ex- 
clusively for the plaintiff a line of men’s jewelry, using the plaintiff’s 
trade-mark thereon; that commencing in or about the Fall of 1952, the 
defendants infringed said trade-mark and violated their ‘agreement with 
the plaintiff by manufacturing and distributing for sale, to persons other 
than the plaintiff, products which the defendants were required to manu- 
facture exclusively for the plaintiff and which were impressed with 
the plaintiff’s said trade-mark; and that the defendants’ said use of the 
plaintiff’s trade-mark was without the license or consent of the plaintiff. 
The complaint further alleges that as a result of the alleged infringement 
of the plaintiff’s trade-mark and the alleged unfair acts of competition 
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of defendants, the value of the plaintiff’s trade-mark has been seriously 
damaged and the plaintiff has lost business and profits. The complaint 
concludes with a prayer for injunctive relief, for the destruction of de- 
fendants’ inventory of unsold products which infringe the plaintiff’s 
trade-mark, for damages, and for other relief. 


No oral testimony was introduced by either of the parties, but in 
support of the allegations in its complaint the plaintiff has filed affidavits 
by an officer of the plaintiff. 


The defendants have not yet filed an answer to the complaint, but 
they, too, have filed affidavits, in which they deny that they sold, without 
plaintiff’s license and consent, goods bearing the plaintiff’s trade-mark. 
They further deny that they violated any agreement between the plaintiff 
and the defendants. The defendants affirmatively assert that all the goods 
manufactured by them and which bore the Flex-Let trade-mark were 
sold and delivered exclusively to the plaintiff, with the exception of certain 
goods, not exceeding the value of $300.00, which plaintiff had rejected and 
which defendants had accumulated over a period of time. The defendants’ 
affidavits further state that these goods were sold by the defendants to 
others with the prior express approval of a named officer of the plaintiff, 
and that they were sold to those types of businesses which were approved 
of as purchasers by the plaintiff. The defendants’ affidavits further state 
that at the time of the issuance of the complaint in this action, and since 
that time, the defendants have not had in their possession any merchandise 
manufactured by the defendants for the plaintiff and bearing the plaintiff’s 
trade-mark. 


An application for a preliminary injunction is addressesd to the sound 
discretion of the court. Hannan v. City of Haverhill, 120 F. 2d 87 (1 Cir. 
1941), cert. denied, 314 U. S. 641. The granting of a preliminary in- 
junction is an exercise of a very far reaching power, never to be indulged 
in except in a case clearly demanding it. Hannan v. City of Haverhill, 
supra. The burden is on the plaintiff to establish a clear right to temporary 
injunctive relief. Chase v. Rieve, 90 F. Supp. 184 (S. D. N. Y. 1950). 
In order to meet this burden, the plaintiff is required to show a probable 
future irreparable injury. Worthington Pump and Machinery Corp. v. 
Douds, 97 F. Supp. 656 (S. D. N. Y. 1951). The remedy of an injunction 
is thus preventative and looks only to the future. It cannot be invoked 
for the purpose of punishment for wrongful acts already committed. 
Minneapolis & St. L. Ry. Co. v. Pacific Gamble Robinson Co., 191 F. 2d 
812 (8 Cir. 1950). 


In the instant case the complaint of the plaintiff fails to allege facts 
showing probable future irreparable injury. Such an allegation is an 
essential part of a demand for a preliminary injunction. Jn re South State 
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Street Bldg. Corporation, 140 F. 2d 363 (7 Cir. 1943), cert. denied, 322 
U. S. 761. Nor does there appear to be proof of such facts in this case. 
It has not been shown that the defendants now have in their possession 
merchandise bearing the plaintiff’s trade-mark, or that the defendants 
contemplate manufacturing or selling such merchandise in the future. It 
does not appear that there is a substantial controversy between the 
parties as to future activities, or that the defendants are presently com- 
mitting an act or threatening the immediate commission of an act that 
is likely to cause irreparable injury to the plaintiff or is likely to destroy 
the status quo of the controversy before full hearing can be had on the 
merits. Missouri-Kansas-Texas R. Co. v. Randolph, 182 F. 2d 996 (8 Cir. 
1950); Meiselman v. Paramount Film Distributing Corp., 180 F. 2d 94 
(4 Cir. 1950). Irrespective of what the conduct between these parties 
may have been in the past, the Court is not satisfied that there is any 
present or threatened future activity of the defendants which should be 
enjoined at this time. 


The plaintiff’s motion for a preliminary injunction is therefore denied. 


THE FRITO COMPANY v. GENERAL MILLS, INC. 


No. 14120—C. A. 5—March 30, 1953 


TRADE-MaArRK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
‘*Chee.Tos’’ for cheese-coated puffed corn product is confusingly similar to 
‘*Cheerios’’ for puffed oat product sold as a breakfast cereal. 
REGISTRATION PROCEDURE—APPEALS—R. 8. 4915 


Since district court was unable to say that use of the mark ‘‘Chee:Tos’’ was 
not likely to cause confusion; and since Court of Appeals is likewise unable to 
say that it is not likely to cause confusion; and since Commissioner of Patents 
found likelihood of confusion; Court of Appeals concludes that action of Com- 
missioner was not unsupported by substantial evidence, and not clearly erroneous. 


Appeal from District Court for Northern District of Texas. 


Suit under R. 8S. 4915 by the Frito Company v. General Mills, Inc., 
Application Serial No. 573,939, filed February 16, 1949. Plaintiff-applicant 
appealed from judgment dismissing complaint and refusing’ to order regis- 
tration. Affirmed. 


RussE..L, Circuit Judge, dissenting with opinion. 
J. L. Johannes and G. H. Kelsoe, Jr., of Dallas, Texas for plaintiff-appellant. 


Gerrit P. Groen of Chicago, Illinois, Webster Atwell, of Dallas, Texas, and 
Anthony A. Juettner, of Minneapolis, Minnesota for defendant-ap- 
pellee. 
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Before Homes, Borau and Russe, Cireuit Judges. 
Ho.tmgs, Circuit Judge. 


The appellant instituted this action to secure an order directing the 
Commissioner of Patents to issue a trade-mark registration. 15 U. S. C. 
1071, 15 U.S. C. 1119, and 35 U. S. C. 63. In an application to the United 
States Patent Office, it sought to register the trade-mark ‘‘Chee.Tos,’’ which 
is the name of its cheese-coated puffed-corn product. 15 U. S. C. 1051. 
Appellee filed its opposition to the registration in accordance with the pro- 
visions of Section 1063, Title 15, U. S. C., contending that ‘‘Chee.Tos’’ was 
similar to and liable to cause confusion with its own trade-mark ‘‘Cheerios,”’ 
the latter being the name of a puffed-oat product generally sold as a 
breakfast cereal, and also the name of a less known cracker product. The 
Examiner of Trade-Mark Interference sustained the opposition to the regis- 
tration; and on appeal, the Commissioner of Patents [41 T. M. R. 1019] 
denied the registration on the ground that there was a similarity between 
the two that was likely to cause confusion. The district court affirmed 
[42 T. M. R. 642] the decision of the Commissioner, and the applicant 
appealed under Section 1121, Title 15, U. S. Code. 


The word ‘‘Chee.tos’’ was adopted by the Frito Company in 1948, and 
since that date thirty-six million packages of its product bearing that 


name have been sold in thirty-eight states, said sales amounting to over 
eight million dollars. The name ‘‘Cheerios’’ was registered as a trade- 
mark by the appellee in 1945, this product being sold in forty-eight states, 
its sales amounting to more than sixteen million dollars. The appellant’s 
product ‘‘Chee.tos’’ was sold exclusively as a snack item; and there is 
evidence that appellee’s product at times was also eaten as a snack. 


Section 1052, Title 15, of the U. S. Code, provides that no trade-mark 
by which the goods of the applicant may be distinguished from the goods 
of others shall be refused registration on the principal register, on account 
of its nature, unless it consists of or comprises a mark which so resembles 
a mark registered in the Patent Office, or a mark or trade name previously 
used in the United States by another and not abandoned, as to be likely, 
when applied to the goods of the applicant, to cause confusion or mistake 
or to deceive purchasers. This, in substance, is the applicable part of the 
statute by which the Commissioner was bounden, and it is the same statute 
that controlled the district court. No testimony was offered by either side 
that any purchaser had complained that the goods gotten by him were 
not the goods that he thought he was getting. The trial court thought 
that each of these products was good, and satisfying to the customer. It 
also found that the name ‘‘Chee.tos,’’ chosen by the applicant, had been 
used by it for many years, but the court was unable to say and did not find 
that such use by the plaintiff was not likely to cause confusion as to both 





Vol.43 T.M.R. THE FRITO COMPANY v. GENERAL MILLS 615 


origin and use. Therefore, it thought that the decree should go for the 
defendant. 


This leaves us without any finding on the part of the district court 
that the challenged trade-mark resembled the trade-mark ‘‘Cheerios,’’ or 
was likely to cause confusion or mistake or to deceive customers; but the 
Commissioner of Patents found that the products of the respective parties 
were so closely related, and the marks so similar in sound and appearance, 
that there was likelihood of confusion or mistake in the minds of the pur- 
chasers. Since the district court was unable to say that the use of the 
trade name ‘‘Chee.tos’’ was not likely to cause confusion; and since we are 
likewise unable to say that it is not likely to cause confusion; and since 
the Commissioner of Patents found that the granting of the applicant’s 
trade-mark was likely to cause confusion or mistake; we conclude that the 
action of the Commissioner was not unsupported by substantial evidence, 
and not clearly erroneous. McKinnon & Co. v. HyVis Oils, Inc., 88 F.2d 
699 [27 T. M. R. 254]; Sears, Roebuck & Co. v. Talge, 140 F.2d 395; 
Dwinell-Wright Co. v. National Fruit Product Co., 140 F.2d 618, 623 
(34 T. M. R. 128] ; Celanese Corp. v. E. I. du Pont de Nemours & Co., 154 
F.2d 146, 148 [36 T. M. R. 133] ; W. B. Roddenbery Co. v. Kalich, 158 F.2d 
289 [37 T. M. R. 73] ; McKesson & Robbins v. First Texas Chemical Mfg. 
Co., 159 F.2d 770 [37 T. M. R. 160] ; Safeway Stores v. Dunnell, 172 F.2d 
649 [39 T. M. R. 116] ; Standard Oil Development Corporation v. Marzall, 
195 F.2d 44 [42 T. M. R. 340]. 


Affirmed. 
Russe, Circuit Judge, dissenting. 


In what are usually denominated Section 4915 proceedings (15 
U.S. C. A. 1071; 35 U. S. C. A. 63), such as the present; while the determi- 
nation of the Commissioner of Patents should be accorded weight by the 
Courts, still the judicial power must be exercised upon the consideration 
of the case presented in its entirety. The statute provides the aggrieved 
party the remedy of a judicial proceeding in which the question involved 
is to be considered de novo. 


The applicant for registration of mark, complainant below and appel- 
lant here, is entitled to registration, unless its proposed trade-mark is likely, 
when applied to its goods, to cause confusion, and mistakes, or to deceive 
purchasers. The statute aims to deny registration if there is a reasonable 
likelihood of confusion. The statement of the trial Court herein that [42 
T. M. R. 642] ‘‘I’m unable to say that such use by the plaintiff [of its 
proposed mark Chee.tos] is not likely to cause confusion’’ does not clearly 
find, affirmatively, a reasonable likelihood of confusion. It, therefore, may 
be said that we are without benefit of a precise finding by the trial Court 
of this essential fact. But if the two negatives can be said to constitute 
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an affirmative, I think it clearly erroneous. It seems clear to me that when 
the marks ‘‘Cheerios’’ and ‘‘Chee.tos’’ are compared and tested for simi- 
larity and likelihood of confusion the difference in nature of product, sound, 
spelling, character of the mark, and especially and controllingly, their 
different and contrasting connotations is such as to render unsupportable 
a finding that the use of ‘‘Chee.tos’’ would likely cause confusion with 
‘**Cheerios’’. Manifestly, both are intended to convey to prospective pur- 
chasers definite and entirely different suggestions. The one, a suggestion 
of cheese, even if not cheese and toast. The other, a suggestion of cheer with 
the added thought of a cheery greeting,—what the dictionary! terms 
‘*cheerio’’ as ‘‘used chiefly as a friendly greeting or leave-taking.’’ The 
idea of brightness or enlivenment and greeting is so implicit in 
‘‘Cheerios’’ that even mispronunciation could not dissipate it. If Chee.tos 
should be considered not suggestive, it is at least a coined word. In 
neither view does it impinge upon ‘‘Cheerios.”’ 


I respectfully dissent. 


ADMIRAL CORPORATION v. PENCO, INC. 
No. 173—C. A. 2—April 1, 1953 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATION 


‘¢Admiral’’ for vacuum cleaners and electric sewing machines infringes 
‘¢ Admiral’’ for radios and television sets, electric ranges and refrigerators. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DISSIMILARITY OF GOODS 
It cannot be said that electric ranges and refrigerators are so compartment- 
alized from electric sewing machines and vacuum cleaners that housewives would 
not (as they did) think that the name ‘‘Admiral’’ applied to all signified a single 
source of origin. 


REMEDIES—INFRINGEMENT—EVIDENCE 
It is not necessary to show actual cases of deception or confusion, since the 
test is likelihood of confusion, but in instant case there was evidence of actual con- 
fusion and the case was thoroughly proven. 


REMEDIES—INFRINGEMENT— DEFENSES 
Showing of mere third-party uses not of force since they may be substantially 
or wholly wrongful and inadequate to justify defendant’s wrongful use. 


REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—ACCOUNTING 
Accounting is denied where plaintiff fails to show material damage. 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—COSTS 
Costs are awarded to successful plaintiff, together with $2,000 attorney’s fees 
below plus $500 additional appellate fees. 


1. Webster’s New International Dictionary, Second Edition (Unabridged). 
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CouRTS—J URISDICTION 
Requirement of use in commerce subject to congressional control is manifestly 
satisfied when defendant transports its marked goods in interstate commerce from 
manufactory to sales outlet. 


CourTs—MOTIONS 
Motion to withhold judgment pending decision by Commissioner of Patents in 
cancellation proceedings filed by defendant after completion of trial. 


Appeal from District Court for Western District of New York. 


Suit for trade-mark infringement and unfair competition by Admiral 
Corporation v. Penco, Inc. Both parties appealed from judgment for 
plaintiff. Affirmed. 


Gerrit P. Groen and James R. Oberly, of Chicago, Illinois, and Charles 
Shepard, of Rochester, New York, for plaintiff. 


A. D. Caesar and Max R. Millman, of Philadelphia, Pennsylvania, and 
Marvin L. Falk, of Rochester, New York, for defendant. 


Before Auaustus N. Hanp, CHASE and Cuiark, Circuit Judges. 
CuarK, Circuit Judge: 


In this action defendant accused the defendant of trade-mark infringe- 
ment and unfair competition in the defendant’s use of the word ‘‘ Admiral’’ 
on its products. Plaintiff, upon institution of suit, sought a preliminary 
injunction, which Judge Burke granted to the extent of requiring defend- 
ant to disclaim any connection between its goods and plaintiff and to take 
other steps to guard against deception of customers. Admiral Corp. v. 
Penco, Inc., D. C. W. D. N. Y., 101 F. Supp. 677 [42 T. M. R. 50]. Then 
after a full trial he eventually found for the plaintiff, D. C. W. D. N. Y., 
106 F. Supp. 1015 [42 T. M. R. 853], granting it a permanent injunction 
of yet more complete character, based upon findings of trade-mark in- 
fringement, unfair competition, and deliberate palming off by defendant 
of its products under the trade-mark ‘‘Admiral.’’ Deeming defendant’s 
action flagrant, he also awarded, in addition to ordinary costs, an extra 
sum of $2,000 for attorney’s fees. But since the products of the two 
companies were not the same and no material damage had as yet been 
sustained by the plaintiff to its reputation or good will or through loss 
of sales, the court denied plaintiff an accounting for profits. Both parties 
have appealed. 


Judge Burke’s opinion cited above sets forth the facts clearly and 
succinctly, and we shall assume familiarity with it. Plaintiff owns and 
operates numerous manufacturing plants throughout the United States 
and maintains distributors in this country and throughout the world. It 
now manufactures or distributes television sets, radios, radio-phonograph 
combinations, refrigerators, electric ranges, and some miscellaneous appli- 
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ances and parts. Defendant has an office and store in Rochester, and 
operates stores in Elmira, Binghamton, Syracuse, and Buffalo—all in 
New York state. It does not manufacture the products it sells, which are 
electric vacuum cleaners, electric sewing machines, electric floor polishers, 
and parts for these appliances. It sells only at retail, principally to house- 
wives and in homes. Defendant buys its vacuum cleaners in Chicago and 
they are shipped either to its affiliate, Price Vacuum Stores, Inc.,! in 
Philadelphia, or direct to defendant’s stores in New York state. Defend- 
ant’s sewing machines are imported from Japan, where the trade-mark 
‘‘ Admiral’’ is affixed. They, too, are delivered to Price Vacuum in Phila- 
delphia and shipped from there to defendant’s stores in New York state. 


‘‘ Admiral’’ was first adopted by Columbia Radio Corporation as its 
mark for radios in October, 1929. In 1936, Columbia assigned the trade- 
mark, with its good will, to Continental Radio and Television Corporation, 
which had been incorporated in 1934 and which in 1943 changed its name 
to Admiral Corporation. ‘‘Admiral’’ has been used as its house mark 
since 1939 and has since been in continuous use as the dominant trade- 
mark for all its products. Current annual sales exceed $200,000,000. Since 
the adoption and use of the trade-mark ‘‘Admiral,’’ plaintiff has sold in 
excess of $1,000,000,000 worth of its products valued at retail under the 
trade-mark ‘‘Admiral’’ and has spent approximately $47,000,000 in thus 
advertising its goods. Its products are sold throughout the world. Its 
trade-mark ‘‘ Admiral’’ has been registered in the United States and thirty 
foreign countries. It is the world’s largest manufacturer of television sets. 
It has a large research staff and a sales organization of 81 distributors and 
over 31,000 dealers. Its products have attained omen and wide acceptance 
and a reputation for quality. 


Defendant did not use the trade-mark ‘‘ Admiral’’ for its electric sew- 
ing machines and vacuum cleaners until early 1950 or long after the 
plaintiff began its world-wide use. Before that, defendant had used the 
trade-mark ‘‘Avalon’’ to identify its vacuum cleaners. It then adopted 
the mark ‘‘ Admiral’’ because, as Price, its president, testified : ‘‘We thought 
‘Admiral’ was a much nicer name as far as we were concerned. It meant 
tops in something. It meant the best of things, the tops of something. We 
thought it would be more receptive.’’ Defendant did not advertise these 
products, but consistently advertised rebuilt Singer sewing machines and 
Electrolux vacuum cleaners at a very low price for the purpose, as the 
court found, ‘‘of securing leads to sell its Admiral machines.’’ 106 F. Supp. 
at page 1018. The court also goes into the testimony from purchasers of 
defendant’s products as to failure to distinguish its products from plain- 


1. Jack Price, defendant’s president and sole stockholder, is president and major- 
ity stockholder of Price Vacuum. Defendant’s activities are controlled from these 
Philadelphia offices where its records are kept. Most of defendant’s product is shipped 
to it from Philadelphia. 
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tiff’s, concealment of the stamp ‘‘Made in Japan’’ on the sewing machine, 
and other practices of this sort which, it found, induced actual confusion.? 


In addition to contesting the jurisdiction of the court, defendant relies 
upon its right to share in the use of plaintiff’s symbol, asserting (1) that the 
parties were not in competition, since the goods were not the same, but 
were ‘‘radically different’’; (2) that the defendant adopted the mark only 
after a careful search disclosed that it was available, since it was being used 
generally for various products; and (3) that the mark ‘‘Admiral’’ is a 
technically weak, ‘‘self-praise mark,’’ which was registered some 35 times 
in the United States Patent Office to persons other than the plaintiff for a 
wide variety of goods, and hence not considered exclusive by the Patent 
Office, which had accepted and published the applications of defendant’s 
parent company for the registration of the mark ‘‘Admiral’’ on sewing 
machines and vacuum cleaners. It also asserted that the evidence did not 
establish any deliberate misrepresentation by it of the origin of its sewing 
machines and vacuum cleaners. 


We must first consider defendant’s objection to the court’s jurisdiction, 
although this contention is utterly lacking in merit. There was in any 
event diversity of citizenship of the parties; and the court found the 
amount involved to exceed $3,000—a finding which is clearly supported by 
the evidence as to the plaintiff’s business investment safeguarded in this 
action. The ground actually taken by the court was that of trade-mark 
infringement under 28 U. S. C. §1338, where no jurisdictional amount is 
required. Applicable also is the express grant of the Lanham Trade-Mark 
Act, 15 U. S. C. §1121. The requirement, 15 U. S. C. §§1114, 1127, that 
the infringing use shall be in commerce which is subject to congressional 
regulation is manifestly satisfied, since defendant transported its marked 
goods in interstate commerce from manufactory to sales-~outlet. Jronite Co. 
v. Guarantee Waterproofing Co., 8 Cir., 64 F.2d 608 [23 T. M. R. 155]. 
Hence it is not necessary to consider the interesting question discussed in 
Dad’s Root Beer Co. v. Doc’s Beverages, 2 Cir., 193 F.2d 77, 79-82 [42 
T. M. R. 37], whether interferences with plaintiff’s use in interstate com- 
merce is sufficient. Since defendant makes some gestures, noted below, 
toward attempted nullification of plaintiff’s trade-mark, we should point 
out that there is clearly pendent jurisdiction for the claim of unfair com- 
petition under 28 U. S. C. §1338(b). Telechron, Inc. v. Parissi, 2 Cir., 197 


— 


2. This appears most pointedly in Finding of Fact 24: ‘‘Several of defendant’s 
customers, in and about Rochester, New York, have purchased either electric vacuum 
cleaners or electric sewing machines bearing the trade-mark Admiral from defendant, 
believing that such appliances were manufactured by or originated with plaintiff. The 
belief of such customers that defendant’s products were manufactured by or originated 
with plaintiff was based either on the affirmative acts of defendant’s salesman who 
either stated or clearly implied that defendant’s products originated with the plaintiff, 
Admiral Corporation, or it was based on the consumer’s conclusion that an electrical 
appliance such as a vacuum cleaner or sewing machine bearing the trade-mark Admiral 
would naturally originate with the Admiral Corporation. 
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F.2d 757. In view of all this, we need not discuss the question—also ad- 
verted to in Dad’s Root Beer Co. v. Doc’s Beverages, supra—whether the 
Lanham Act grants new and more extensive jurisdiction over unfair com- 
petition, as held in Stauffer v. Exley, 9 Cir., 184 F.2d 962 [40 T. M. R. 960]. 


On the merits the decision below seems clearly correct. The con- 
trolling principle is now succinctly stated in statutory form as imitating 
use ‘‘likely to cause confusion or mistake or to deceive purchasers as to the 
source of origin of such goods or services.’’ 15 U. S. C. §1114(1).2 While 
this statute of course now governs, S. C. Johnson & Son v. Johnson, 2 Cir., 
175 F.2d 176, 178 [39 T. M. R. 557], certiorari denied 338 U. S. 860, the 
same rule was applied earlier. See, e.g., Landers, Frary & Clark v. Uni- 
versal Cooler Corp., 2 Cir., 85 F.2d 46; Aunt Jemima Mills Co. v. Rigney 
& Co., 2 Cir., 247 F. 407, certiorari denied 245 U. S. 672; Standard Brands 
v. Smidler, 2 Cir., 151 F.2d 34, 37 [385 T. M. R. 277] ; Triangle Publications 
v. Rohrlich, 2 Cir., 167 F.2d 969 [88 T. M. R. 516]; Stork Restaurant v. 
Sahati, 9 Cir., 166 F.2d 348, 354, 355 [38 T. M. R. 431]; 3 Restatement, 
Torts §§730, 731 (1938). It is not necessary to show actual cases of decep- 
tion or confusion, since the test is the likelihood of such confusion. Pasti- 
ficio Spiga Societa per Azioni v. De Martini Macaroni Co., 2 Cir., 200 F.2d 
325 [42 T. M. R. 149] ; Miles Shoes, Inc. v. R. H. Macy & Co., 2 Cir., 199 
F.2d 602 [42 T. M. R. 911] certiorari denied 345 U. S. ——, 73 S.Ct. ——; 
La Touraine Coffee Co. v. Lorraine Coffee Co., 2 Cir., 157 F.2d 115, 117 
[36 T. M. R.] 271, certiorari denied 329 U. S. 771; George W. Luft Co. v. 
Zande Cosmetic Co., 2 Cir., 142 F.2d 536 [34 T. M. R. 190], certiorari de- 
nied 323 U. S. 756. Here, however, there was evidence of actual confusion 
and the case was thoroughly proven. 


Nor are defendant’s answers persuasive. As clearly appears from the 
cases cited above, the fact that the products are not identical does not 
excuse if they are sufficiently similar to make confusion likely. Both 
plaintiff and defendant were marketing usual electrical household products; 
it cannot be said that electric ranges and refrigerators are so compart- 
mentalized from electric sewing machines and vacuum cleaners that house- 
wives would not (as they did) think that the name ‘‘ Admiral’’ applied to 
all signified a single source of origin. See also LZ. E. Waterman Co. v. 
Gordon, 2 Cir., 72 F.2d 272, 273 [24 T. M. R. 343] ; Yale Electric Corp. v. 
Robertson, 2 Cir., 26 F.2d 972, 974; Hanson v. Triangle Publications, 8 Cir., 
163 F.2d 74, 78 [37 T. M. R. 645], certiorari denied 332 U. S. 855; Sunbeam 
Corp. v. Sunbeam Lighting Co., D. C. S. D. Cal., 83 F. Supp. 429; Lady 
Esther v. Lady Esther Corset Shoppe, 317 Ill. App. 451, 46 N. E. 2d 165, 


3. The relevant portion of that section provides: ‘‘ Any person who shall, in com- 
merce, (a) use, without the consent of the registrant, any reproduction, counterfeit, 
copy, or colorable imitation of any registered mark in connection with the sale, offering 
for sale, or advertising of any goods or services on or in connection with which such 
use is likely to cause confusion or mistake or to deceive purchasers as to the source of 
origin of such goods or services.’’ 
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148 A. L. R. 6, with annotation 12-125. On the other hand, the various 
Admiral trade-marks issued to others, upon which defendant relies to 
show a nonexclusive right in plaintiff, applied to entirely different types 
of commodities: automotive products and motor fuels; alcoholic beverages; 
food, clothing, and fabrics; and various miscellaneous products ranging 
from anchors to smoking tobacco and bicycles. Moreover, as the plaintiff 
says, these are mere third-party uses, perhaps substantially or wholly 
wrongful and inadequate to justify defendant’s wrongful use. Ward 
Baking Co. v. Potter-Wrightington, 1 Cir., 298 F. 398, 402; Bond Stores, 
Incorporated v. Bond Stores, Inc., 3 Cir., 104 F.2d 124, 125 [29 T. M. R. 
520]. And finally we have here the findings of actual and intended decep- 
tion which we find supported by the evidence. 


After the trial the defendant filed a motion below asking for the with- 
holding of judgment pending decision by the Commissioner of Patents on 
certain petitions recently filed by the defendant for cancelling most of the 
certificates of registration relied on by the plaintiff or in the alternative for 
delay to take testimony respecting the invalidity of these certificates. The 
court denied this motion and defendant claims error. But there was no 
reason for the requested delay after completion of the full trial. Defend- 
ant’s challenge to the validity of plaintiff’s trade-mark registration could, 
and certainly should, have been prepared before trial. Further, there is 
no reason to expect success from this belated move; and if by chance it 


were successful, the relief granted below is justified by the findings of 
unfair competition, which were fully supported by the evidence as we have 
seen. We find no merit in defendant’s further contention that the court 
was required to withhold its equitable relief on the purely conjectural pos- 
sibility that defendant might so tardily show plaintiff to be tainted by 
unclean hands. The permanent injunction and the counsel fees awarded 
plaintiff were fully justified. . 


Turning to plaintiff’s cross-appeal, plaintiff urges that a right to an 
accounting has become mandatory under the Lanham Act, 15. U. S. C. 
§1117, thus superseding the earlier view, 3 Restatement, Torts §747, that 
where the respective products were not directly competing, the plaintiff 
may not recover profits. We have held otherwise, however, and that now 
seems the settled construction of the statute. Triangle Publications v. 
Rohrlich, supra, 2 Cir., 167 F.2d at pages 973, 974 [38 T. M. R. 516]; 
Chester H. Roth Co. v. Esquire, Inc., 2 Cir., 186 F.2d 11, 16 [41 T. M. R. 
221], certiorari denied 341 U. S. 921; Stardust, Inc. v. Weiss, D. C. S. D. N. 
Y., 79 F. Supp. 274, 281 [38 T. M. R. 1114] ; Lorraine Mfg. Co. v. Lorraine 
Mfg. Co., D. C. N. J., 101 F. Supp. 967 [42 T. M. R. 234] ; see also Cham- 
pion Spark Plug Co. v. Sanders, 331 U. S. 125 [37 T. M. R. 323]. The court 
below found that plaintiff could not as yet show material damage. Plain- 
tiff now says that the trial should have been in two stages, referring to 
certain patent cases. Cf. also 28 U. S. C. §1292(4). The trial judge un- 





622 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


doubtedly might in his discretion separate the issues and try them as con- 
venient ; but we know of no rule which would compel him to do so, particu- 
larly without warning or request therefor from a party. Denial of an 
accounting must therefore stand. Since, however, the plaintiff had to 
defend in this court to preserve its patently just judgment, it will be 
awarded appellate costs, together with additional attorney’s fees of $500. 
R. F. C. v. J. G. Menihan Corp., 312 U. S. 81, 85 [32 T. M. R. 19] ; Century 
Distilling Co. v. Continental Distilling Corp., D. C. E. D. Pa., 102 F. Supp. 
39 [42 T. M. R. 54]. 


Affirmed. 


EUREKA WILLIAMS CORPORATION v. KRES-KNO OIL 
BURNER MANUFACTURING COMPANY, INC. 


Appeal No. 5916—C. C. P. A.—February 6, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Use of ‘‘Pow-R-Matic’’ for oil burners is not likely to cause confusion or 
deception with ‘‘Oil-O-Matic’’ for oil burners, heating systems and parts thereof, 
or with ‘‘ Air-O-Matic’’ for air conditioning systems. 


Appeal from Commissioner of Patents. 


Opposition proceeding filed by Eureka Williams Corporation against 
Kres-Kno Oil Burner Manufacturing Company, Inc., Serial No. 520,633 
filed April 14, 1947. Opposer appealed from decision dismissing opposi- 
tion. Affirmed. O’Connell, J., dissents in separate opinion. 


E. J. Balluff, of Detroit, Michigan and Francis D. Thomas and William 
Wallace Cochran, of Washington, D. C. for opposer-appellant. 


Herbert J. Jacobi, of Washington, D. C., for applicant-appellee. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WoRLEY and 
Coie, Associate Judges. 


Wor.ey, Judge. 


This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Examiner-in-Chief [41 T. M. R. 633], in an opposi- 
tion proceeding brought under the Trade-Mark Act of 1905. 


Appellee, Kres-Kno Oil Burner Manufacturing Company, Inc., here- 
inafter referred to as applicant, filed its application in the United States 
Patent Office for registration of the mark ‘‘Pow-R-Matic’’ for use on oil 
burners for domestic and industrial use, on April 14, 1947, claiming use 
of that mark since April 12, 1939. Appellant, Eureka Williams Corpora- 
tion, hereinafter referred to as opposer, based its opposition to said appli- 
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cation on prior use of the trade-mark ‘‘Oil-O-Matic’’ for use on liquid fuel 
burning devices, automatic electrically controlled and operated fuel heating 
systems, including the electrically operated controls therefor, and domestic 
water heaters; and also on the registered mark ‘‘ Air-O-Matic’’ for use on 
air conditioning systems, and heating, cooling, and dehumidifying units 
for air conditioning systems and parts thereof. 


It is conceded that opposer is prior in use of its mark. The only 
testimony taken was on its behalf. 


It appears that the sales of Oil-O-Matic oil burners are of an extensive 
nature in this country as well as in numerous foreign countries; that sub- 
stantial sums of money have been and are being expended in advertising 
that product; and that the sales of opposer’s Air-O-Matic products, at the 
time testimony was taken, have been made only in four states and the 
District of Columbia. 


The Examiner of Interferences, in sustaining the opposition, stated 
‘‘since the goods here involved manifestly are closely related, if not in 
part competitive, goods of the same descriptive properties, the only remain- 
ing statutory issue to be determined herein is whether or not the marks 
of the parties bear such near resemblance as to be likely, when applied to 
such goods, to cause confusion in trade,’’ and held that the concurrent 
use of the marks would be reasonably likely to create confusion in trade. 


In reaching that conclusion, the examiner relied on the case of Roy 
Cross v. Williams Oi-O-Matic Heating Corporation, 18 C. C. P. A. (Pat- 
ents) 1192, 48 F. 2d 659, 9 U. S. P. Q. 146, where the marks ‘‘Coal-O- 
Matie’’ and ‘‘Oil-O-Matic’’ used on fuel burning devices, were held to be 
confusingly similar. He also took a similar view of two decisions of the 
Commissioner of Patents! in which the marks ‘‘Insta-Matic’’ and ‘‘Oil-O- 
Matic”’ and ‘‘Seald-O-Matie’’ and ‘‘Oil-O-Matie,”’ used on goods of the 
same class, were held, respectively, to be confusingly similar. It was his 
belief that the facts in those cases were sufficiently similar to the instant 
case as to be controlling. 


Upon appeal, the Examiner-in-Chief reversed the decision of the 
Examiner of Interferences, basing such action on the authority of the 
decision of the commissioner in the case of Eureka Williams Corporation 
v. Willoughby Machine and Tool Co., 636 O. G. 1092, 86 U. S. P. Q. 170, 
[40 T. M. R. 718] where it was held that the marks ‘‘Thermomatic’’ and 
‘*Oil-O-Matie’’ were not confusingly similar. He also relied on the author- 
ity of this court’s decisions in the cases of Williams Oil-O-Matic Heating 
Corp. v. Edward P. Bliss, Jr., 19 C. C. P. A. (Patents) 821, 54 F. 2d 430, 
12 U. S. P. Q. 43[22 T. M. R. 22], and Syncromatic Air Conditioning 


1. Williams Oil-O-Matic Heating Corporation v. Geo. D. Roper Corporation, 17 
é. 2. > 177, and Eureka Williams Corporation v. Coan, 79 U. 8. P. Q. 354, [39 
M. R. 63]. 


U. 
r 
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Corp. v. Williams Oil-O-Matic Heating Corp., 27 C. C. P. A. (Patents) 
1010, 109 F. 2d 784, 44 U.S. P. Q. 598 [30 T. M. R. 205]. In those cases the 
marks ‘‘Thermatic’’ and ‘‘Oil-O-Matiec’’ and ‘‘Syncromatic’’ and ‘‘ Air-O- 
Matie,’’ respectively, were held not to be confusingly similar. 


It is to be noted, however, that the decision of the commissioner in 
the Willoughby case, supra, was in turn reversed by a divided opinion 
of this court. Eureka Williams Corporation v. Willoughby Machine and 
Tool Company, 39 C. C. P. A. (Patents) 832, 194 F. 2d 543, 93 U.S. P. Q. 
12 [42 T. M. R. 423]. 


While in that case two members of this court disagreed with the con- 
clusion of the majority that the mark ‘‘Thermomatic’’ was confusingly 
similar to the mark. ‘‘Oil-O-Matic,’’ there was no disagreement over the 
following language found in that opinion: 


This court has repeatedly held that because of the difference of 
facts in various cited cases, such cases are without controlling value 
here, except as to the principles of trade-mark law enunciated or 
exemplified therein. On the latter basis, however, this and other 
federal courts have always had, and will continue to have, recourse to 
such citations. 


It is our belief that the facts in the several cases cited are not appli- 
cable to those found herein and, consequently, are not controlling. 


The only issue involved is whether the concurrent use of appellee’s 
mark ‘‘Pow-R-Matic’’ and appellant’s marks ‘‘Oil-O-Matic’’ and ‘‘ Air-O- 
Matic’’ on the respective goods of the parties are likely to cause confusion 
within the purview of section 5 of the Trade-Mark Act of 1905, the per- 
tinent portion of which reads: 


* * * Provided, That trade-marks which are identical with a 
registered or known trade-mark owned and in use by another and 
appropriated to merchandise of the same descriptive properties, or 
which so nearly resemble a registered or known trade-mark owned 
and in use by another and appropriated to merchandise of the same 
descriptive properties as to be likely to cause confusion or mistake 
in the mind of the public or to deceive purchasers shall not be 
registered: * * * 


While it is true that the marks ‘‘Pow-R-Matic’’ and ‘‘Oil-O-Matie’’ 
are hyphenated, possess the same suffixes, contain the same number of 
syllables and, indeed, the same number of letters, it is our opinion that 
the prefixes are so different in spelling, in sound, in appearance, and in 
meaning that, when viewed in their entireties, as they must be viewed, 
the concurrent use of such marks would not be likely to cause confusion 
in trade or deception in the mind of the public as to the origin of the 
involved products. 
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We are also of the opinion the same conclusion should be reached 
relative to the marks ‘‘Pow-R-Matic’’ and ‘‘ Air-O-Matic,’’ especially in 
view of the fact that those marks are applied to goods which are not as 
closely related as are the goods to which the marks ‘‘Pow-R-Matic’’ and 
‘*Oil-O-Matie’’ are applied. 


For the foregoing reasons the decision of the commissioner is hereby 
affirmed. 


O’CoNNELL, Judge, dissenting. 


The application to register ‘‘Pow-R-Matic’’ for appellee’s use in the 
sale of automatically operated oil burners was filed and pending in the 
Patent Office prior to July 5, 1947. The opposition proceedings were 
contested there subsequent to that date and determined May 8, 1951, 89 
U. S. P. Q. 334 [41 T. M. R. 633]. The appeal taken here was from that 
decision and the conclusion of the majority is clearly erroneous either 
under the standards of conduct preseribed by the Act of 1905 or the 
Lanham Act of 1946. Steele v. Bulova Watch Co., 344 U. S. 280, 287, 
95 U. S. P. Q. 391 [43 T. M. R. 57]; Eureka Williams Corp. v. Willoughby 
Machine Tool Co., 39 C. C. P. A. (Patents). 832, 194 F. 2d 543, 93 
U.S. P. Q. 12 [42 T. M. R. 423]; Safeway Stores v. Dunnell, 172 F. 2d 
649, 80 U. S. P. Q. 115 [39 T. M. R. 116] ; Miles Shoes, Inc. v. R. H. Macy 


& Co., Inc., 199 F. 2d 602; Junior Guild Frocks, Inc. v. Page & Dixon 
Drug Co. Inc., 79 U. S. P. Q. 41 [88 T. M. R. 1020]. 


Judge Hatfield in delivering the opinion here for a unanimous court 
in the recent ‘‘Kwixtart’’ trade-mark case for electric storage batteries 
observed that the test for descriptiveness under the Act of 1905 is the 
same prohibitory test provided for by the Act of 1946. Andrew J. Mc- 
Fartland, Inc. v. Montgomery Ward & Co., Inc., 35 CC. P. A. (Patents) 
802, 164 F. 2d 603, 76 U. S. P. Q. 97 [38 T. M. R. 60], certiorari denied, 
333 U. S. 875. See also the progress report by Derenberg entitled ‘‘The 
Third Year of Administration of the Lanham Trade-Mark Act of 1946.’’ 
86 U. S. P. Q., No. 10, Part II, 1-24, at page 3 [40 T. M. R. 914]. 


Judge Hatfield in the concurring opinion of this court in the case 
of The Bon Ami Co. v. McKesson & Robbins, Inc., 25 C. C. P. A. (Patents) 
826, 93 F. 2d 915, 36 U. S. P. Q. 260, 261 [28 T. M. R. 87], previously 
and sharply had admonished against the piracy of registered trade-marks 
made valuable and outstanding by extensive advertising and long con- 
tinuous use: 


If all that a newcomer in the field need do in order to avoid 
the charge of confusing similarity is to select a word descriptive of 
his goods and combine it with a word which is the dominant feature 
of a registered trade-mark so that the borrowed word becomes the 
dominant feature of his mark, the registered trade-mark, made valu- 
able and outstanding by extensive advertising and use, soon becomes 
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of little value, and, of course, each of the subsequent imitating trade- 
marks (and there would be many) is of value only to the extent that 
its users are trading on the good will of the owner of the original 
registered trade-mark. 


Substantial proof of the judicial wisdom of Judge Hatfield’s ob- 
servation and his prophetie vision in denying the applicant’s registration 
in the cited case is found in these proceedings on appeal where it appears 
as a matter of record that within a period of less than one year, appellant 
has thrice sought to curb a band of newcomers from using an imitating 
trade-mark for the obvious purpose of trading on its good will and repu- 
tation. Eureka Williams Corp. v. Willoughby Machine Tool Co., involving 
‘‘Thermomatic”’ and ‘‘Oil-O-Matic,’’ 39 C. C. P. A. (Patents) 832, 194 
F, 2d 543, 93 U. S. P. Q. 12 [42 T. M. R. 423]; Eureka Williams Corp. v. 
McCorquodale,* involving ‘‘Hotomatiec’’ and ‘‘Oil-O-Matic,’’ Appeal No. 
5917, decided January 14, 1953, 40 C. C. P. A. (Patents __, — F. 2d 
—__., U.S. P. Q. —_; and the case at bar. 


Why the newcomers in those three cases, with the literature and the 
fanciful coinage of words of the whole world at their disposal, should 
have chosen a mark blatantly imitative of the mark long employed on a 
worldwide basis by appellant, instead of adopting some other distinctive 
means of its own to identify their goods, is hard to understand. The 
only basis for such action of course was the deliberate purpose to obtain 
a definite advantage from the high standing in the trade which appellant’s 
products have developed and enjoyed for generations. 


This is particularly true in the case at bar where appellee has ap- 
propriated the dominant features of appellant’s marks, their hyphenated 
style, their form of capitalization, and their syllabication, thereby pro- 
ducing a device designed to trap the unwary and uninformed through the 
false suggestion of a connection with appellant’s renowned enterprises and 
products. 


Chief Judge Garrett, delivering the opinion for a unanimous court 
in Roy Cross v. Williams Oil-O-Matic Heating Corp., 18 C. C. P. A. 
(Patents) 1192, 48 F. 2d 659, 9 U. S. P. Q. 146, which sustained appel- 
lant’s opposition on the ground that the newecomer’s mark ‘‘Coal-O-Matic”’ 
was confusingly similar to the previously registered ‘‘Oil-O-Matic’’ held 
that in such a case ‘‘the issue is not whether oil and coal are of the same 
descriptive properties, but whether the devices that feed them into the 
furnace are.’’ 


The case at bar discloses that the word ‘‘Power’’ is descriptive not 
only of the dominant characteristic of appellant’s device but also of all 
such devices owned by appellee and others which feed oil into a furnace. 


* Editor’s Note: Petition for rehearing granted; case set for reargument in May. 
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The term falls squarely within the prohibitory provisions of the statute 
as hereinbefore described in the excerpt from the opinion of Judge Hatfield. 
See also Standard Paint Co. v. Trinidad Asph. Co., 220 U. S. 446, 453. 


The instant case is likewise on all fours with the principles laid down 
by the majority in Willoughby, supra, wherein Judges Johnson and Wor- 
ley dissented without opinion. The decision in that case contains nothing 
not completely orthodox in accordance with established principles of trade- 
mark law, all of which were clearly and effectively presented by eminent 
counsel. The court there defined the rule quoted and now approved by 
the majority here to the effect: 


This court has repeatedly held that because of the difference of 
facts in various cited cases, such cases are without controlling value 
here, except as to the principles of trade-mark law enunicated or 
exemplified therein. On the latter basis, however, this and other 
federal courts have always had, and will continue to have, recourse 
to such citations. [Italics supplied. ] 


The validity of the great mass of accepted trade-mark law as dis- 
closed in decisional authority is a priceless heritage. In that respect and 
in the absence of intervening precedent or enactment, the past is prologue. 
The rule hereinbefore quoted and italicized has been relied upon for gen- 
erations by the bench and bar. For the former, the rule has served as a 


guiding light for the members of the judiciary in their deliberations; and 
for the members of the bar, the rule has served as a blue print upon which 
to rely in the advisory guidance of clients and as the basis of their position 
before the court in the presentation of argument. 


We have on occasions not infrequently held, however, that prior de- 
cisions of this and other courts in trade-mark litigation are of little value; 
and that decisions with respect to the question of the’confusing similarity 
of trade-marks is largely a matter to be resolved on the personal opinion 
residing in and exercised by the judge or judges before whom the matter 
is submitted for decision. E.g. Kanmak Textiles, Inc. v. Carnac, Inc., 
38 C. C. P. A. (Patents) 1148, 189 F. 2d 1006, 90 U. S. P. Q. 105 [41 
T. M. R. 822]; United-Carr Fastener Corp. v. Capewell Mfg. Co., 38 
C. C. P. A. (Patents) 1153, 189 F. 2d 1000, 90 U. S. P. Q. 98 [41 T. M. R. 
824]. 


In other words, we have apparently shifted our position in trade-mark 
litigation from time to time from a logical to a psychological basis, with 
the result that in one instance we have overruled the previous judgment 
of our court where the marks and goods in a subsequent suit were identical 
with those of a previous case; and in a series of other cases we have author- 
ized the registration of identical marks because, as noted, the goods of the 
newcomer were not precisely the same as those upon which widely- 
advertised and long established marks had been previously used. See cases 
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cited in my dissenting opinion in Eureka Williams Corp. v. McCorquodale, 
supra. 


The Supreme Court ‘‘for want of jurisdiction’’ denies petitions for 
the writ of certiorari to review judgments of this court in matters relating 
to patents and trade-marks. McBride v. Teeple, 311 U. S. 649. Compare, 
Beckwith v. Comr. of Patents, 252 U. S. 5388 and Baldwin Co. v. Howard 
Co., 256 U. S. 35. Accordingly, there is no higher court to determine 
whether our procedure in these matters is right or wrong. 


It is my opinion, however, that there is no justification whatever for 
authorizing the registration of the applicant’s mark here in issue and 
thereby adding to the confusion already existing for the purchasing public 
with respect to the involved merchandise. 


CONTINENTAL COFFEE COMPANY, INC. v. CONTINENTAL 
FOODS, INC. 


Appeal No. 5941—C. C. P. A.—March 11, 1953 


REGISTRATION PROCEDURE—OPPOSITION—-IN GENERAL 


‘*Favora’’ is not confusingly similar with ‘‘Flavorite’’ or ‘‘Flav-O-Rite’’ 
for identical goods in sound appearance or meaning. One may not treat as elided 
a letter which makes a word distinctive. 


Opposition No. 28504 by Continental Coffee Company v. Continental 
Foods, Inc., application Serial No. 561,362, filed July 27, 1948. From the 
Commissioner’s decision affirming dismissal of the opposition, opposer 
appeals. 


Affirmed. 
Judge O’Connell dissents with opinion. 


James R. McKnight and Robert C. Comstock, of Chicago, Illinois, for 
opposer-appellant. 


Hugh R. H. Smith, of Washington, D. C., for applicant-appellee. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WorLEY and 
Coix, Associate Judges. 


Garrett, Chief Judge. 


This is an appeal from the decision of the Commissioner of Patents, 
speaking through the Assistant Commissioner, affirming the decision of 
the Examiner of Interferences dismissing the notice of opposition filed by 
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appellant to appellee’s application for the registration of the word 
‘‘Favora’”’ as a trade-mark for ‘‘Dehydrated Chicken Noodle Soup Mixes”’ 
(See Continental Coffee Co., Inc v. Continental Foods, Inc., 91 U.S. P. Q. 
271 [42 T. M. R. 68]). 


The following stipulation was embraced in the record certified to us 
by the Commissioner of Patents: 


It is hereby stipulated and agreed by and between the parties 
hereto through their respective counsel, the Hon. Commissioner of 
Patents consenting, pursuant to Rule XXV 3.(e) of the Rules of the 
United States Court of Customs and Patent Appeals that the following 
constitute the facts of the above entitled case, the questions raised on 
appeal and the evidence necessary to a decision of such questions. 


1. Opposer is the owner of trade-mark registration Nos. 433,706 
of October 8, 1947, for the trade-mark ‘‘Flavorite’’ for noodle soup 
mix and No. 439,673 of July 13, 1948, for the trade-mark ‘‘F lav- 
O-Rite’’ for soup mix. 

2. Applicant on July 27, 1948, filed application Serial No. 
561,362 for registration of the trade-mark ‘‘Favora’’ for dehydrated 
chicken noodle soup mixes. 


3. Opposer is the prior user and registrant as between the parties 
to this proceeding. 

4. The questions raised on appeal are whether applicant’s trade- 
mark ‘‘Favora’’ is confusingly similar to opposer’s prior registered 
marks ‘‘Flavorite’’ and ‘‘Flav-O-Rite’’ when used on identical goods 
and whether the Commissioner of Patents erred in holding that they 
are not. 

5. The only evidence necessary to a decision of such questions 
is the foregoing statement of facts and copies of the above named 
registrations. 9 

6. The record herein need include only this statement, peti- 
tioners notice of appeal to this Court, copies of the above registrations 
and the decisions of the Examiner of Interferences and the Com- 
missioner of Patents. 


Neither the text of the notice of opposition nor the text of the answer 
thereto was included verbatim in the record certified to us, but the decisions 
of the respective tribunals of the Patent Office are included in full and the 
contentions pro and con made before those tribunals respecting the notice 
are clearly set forth in their decisions. 


Those decisions and the stipulations, supra, agreed to on behalf of 
the parties, as interpreted by their respective counsel in presenting the 
case before us, render extensive discussion by us unnecessary. Certain 
of the issues and arguments which necessitated attention and answer below 
are not before us for consideration. 
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In the brief for appellant, interpreting the stipulation, it is said: 


* * * the parties have stipulated that the only questions raised on 
appeal are whether appellee’s trade-mark ‘‘Favora’’ is confusingly 
similar to appellant’s prior registered trade-mark ‘‘Flavorite’’ for 
identical goods, namely soup mix, and whether the Commissioner of 
Patents erred in holding that the marks were not confusingly similar. 
In the brief for appellee it is stated: 


* * * By stipulation, the only question raised is whether appellee’s 
trade-mark ‘‘Favora’’ is confusingly similar to appellant-opposer’s 
prior registered marks ‘‘F lavorite’’ and ‘‘Flav-O-Rite’’ when used on 
identical goods. 


The arguments on behalf of appellant as to confusing similarity are 
given under two headings: 


(a) Favora and Flavorite Are Confusingly Similar in Sound; 


(b) The Marks are Confusingly Similar in Appearance and 
Meaning. 


Under the first of the above headings it is said, inter alia: 


The trade-marks ‘‘Favora’’ and ‘‘Flavorite’’ are both derived 
from the words ‘‘favor’’ and ‘‘flavor.’’ They would be pronounced 
by the average customer of soup mixes in the same way that the 
well known English words ‘‘favor’’ and ‘‘flavor’’ are pronounced, 
with the accent on the long A sound in the first syllable. Thus, ap- 
pellee’s mark would be pronounced FAY-vora and appellant’s mark 
would be pronounced FLAY-vorite. 


Under the second heading the assertion is made that: 


In addition to the similarity between the marks in sound, appel- 
lant submits that they are also confusingly similar in appearance and 
meaning. In appearance, the marks have five letters in common, all 
of which occur in exactly the same order in both marks. A glance 
at a package bearing ‘‘Favora’’ or ‘‘Flavorite’’ leaves a confusingly 
similar impression of the appearance of the marks. In meaning, both 
marks are derived from the word favor and are variations thereof. 


In sound, ‘‘Favora’’ and ‘‘Flavorite’’ sound alike. In appear- 
ance, ‘‘Favora’’ and ‘‘F lavorite’’ look alike. In meaning, ‘‘Favora’’ 
and ‘‘Flavorite’’ have a similar significance. In view of their similari- 
ties in all three particulars of sound, appearance and meaning, opposer 
submits that there is clearly a reasonable likelihood of confusion in 
trade between the marks ‘‘Favora’’ and ‘‘F lavorite.’’ 


It is not clear to us just what is meant by the statement under the first 
heading, reading: ‘‘The trade-marks ‘‘Favora’’ and ‘‘Flavorite’’ are both 
derived from the words ‘‘favor’’ and ‘‘flavor,’’ and we are unable to agree 
with the last sentence of the first paragraph under the second heading, 





Vol. 43 T. M. R. CONTINENTAL COFFEE v. CONTINENTAL FOODS 631 


reading: ‘‘In meaning, both marks are derived from the word favor and 
are variations thereof. 


«é¢ 9? 


Obviously ‘‘favora’’ is ‘‘favor’’ plus the letter ‘‘a’’ and, equally 
obviously, the addition of ‘‘a’’ results in a coined word not found in.any 
dictionary. So far as we have been able to determine, the coined word 
has no meaning whatever when disassociated from appellee’s ‘‘dehydrated 
chicken noodle soup mixes.’’ This is not true of ‘‘Flavorite’’ which has 
at least a per se suggestiveness. 


b 


We question whether it is correct to say that ‘‘Favora’’ is derived 
from ‘‘favor.’’ It results from adding the letter ‘‘a’’ to ‘‘favor,’’ but 
whatever may be said of ‘‘Favora,’’ it may not properly be said that 
‘‘Flavorite’’ was derived from or built up from ‘‘favor.’’ Assuming that 
‘‘derived’’ properly may be used as appellant uses it, ‘‘Flavorite’’ is 
derived from ‘‘flavor’’—not from ‘‘favor’’—and ‘‘favor’’ has no definition 
in common with ‘‘flavor.’’ They are distinctive words having entirely 
different meanings. 


Editions of Webster’s New International Dictionary issued from time 
to time over a long period of years are authority for the statement that 
‘‘favor’’ is the anglicized form of an old French or Latin term ‘‘faveur’’ 
or ‘‘favere’’ having the meaning of favorable, while ‘‘flavor’’ is the 


anglicized form of an old French term ‘‘fleur’’ or ‘‘flaur’’ having a mean- 
ing such as odor. 


Appellant’s contention as to confusing similarity of the respective 
marks in sound, appearance and meaning disregards entirely both the 
sound and the significance of the letter ‘‘l’’ in ‘‘Flavorite’’ and ‘‘ Flav- 
O-Rite.’’ Certainly, in considering confusion, one is not at liberty to treat 
as elided a letter which gives distinctiveness to a word. There may be 
different inflections in pronouncing the marks at issue, but, certainly, 
whatever sound may be given to the vowels in the respective marks, there 
can be no proper pronounciation of either of appellant’s marks which dis- 
regards the ‘‘ell’’ sound. As used in either ‘‘Flavorite’’ or ‘‘ Flav-O-Rite’’ 
“*l’? is neither a silent nor a surplus letter. 


We have noted and given due consideration to the comparisons made 
in the brief for appellant of its marks with other marks held by this 
court to be confusingly similar. We do not regard any of the cases used 
in the comparison as being on all fours with or controlling in the instant 
ease and it is not thought that any public interest could be served by 
reviewing them. As was said by us in the case of Holland-Rantos Co., Inc. 
v. Henry Laboratories, Inc., 39 C. C. P. A. (Patents) 877, 195 F. 2d 325, 
93 U. S. P. Q. 168, 169 [42 T. M. R. 577]: 


We do not think it necessary to re-examine our often pronounced 
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holding that precedents in trade-mark cases are of very little, if any, 
importance in litigation such as this. 


The decision of the Commissioner of Patents is affirmed. 
O’CoNNELL, Judge, dissenting. 


A side-by-side comparison of the contested marks here in issue will of 
course yield the arguable distinctions which control the decision of major- 
ity. Such a ritual, almost invariably, exploits the trivial, ignores the 
important, and winds up with a finding of fact that is far from realistic. 
For that reason the method has been universally condemned because it is 
not the proper criterion by which the likelihood of confusion is to be 
determined. E.g., Vital Foods Corporation v. Miles Laboratories, Inc., 
33 C. C. P. A. (Patents) 1136, 156 F. 2d 77, 70 U. S. P. Q. 191; United 
Drug Co. v. Mercirex Co., 37 (Patents) 1063, 182 F. 2d 222, 86 U.S. P. Q. 
112 [40 T. M. R. 534]. See also my opinion in Jrma Hosiery Co. v. Ernest 
Schulman, 40 C. C. P. A. (Patents) , 201 F. 2d 891, 96 U. S. P. Q. 
368 [43 T. M. R. 510]. 


It is a matter of common knowledge that the ordinary person in 
making a purchase of inexpensive household or personal articles is not 
likely to remember, nor is he bound to look for and analyze, the details 
of the contested marks and labels of competing vendors, even if he should 
happen to know as a matter of fact that there are competing vendors. 
Magitex Co., Inc. v. John Hudson Moore, Inc., 33 C. C. P. A. (Patents) 
956, 154 F. 2d 177, 69 U. S. P. Q. 183 [36 T. M. R. 153]. It may be noted 
also that under modern methods of merchandising a purchaser of the goods 
may frequently have no opportunity to make such an examination and 
comparison. In any event, there is no law by which a shopper is required 
to earry a dictionary in one hand and a microscope in the other in order 
to detect the minute distinction between an established brand and a phony 
trade-mark. Celanese Corp. of America v. Vanity Fair Silk ‘Mills, 18 
C. C. P. A. (Patents) 958, 47 F. 2d 373, 8 U. S. P. Q. 232; Guggenheim 
v. Cantrell & Cochrane, 56 App. D. C. 100. 


The dictionaries contain the word ‘‘favorite’’ but not word ‘‘favora,”’ 
and here the newcomer has apparently appropriated a device to trap the 
unwary purchaser. See Celanese Corp. of America v. E. I. Du Pont de 
Nemours & Co., 33 C. C. P. A. (Patents) 857, 154 F. 2d 148, 69 U. S. P. Q. 
69 [36 T. M. R. 130]. The latter term is essentially nothing more than 
the primary name for one of the characteristics of appellee’s goods, and 
as such is ineapable of trade-mark usage and of denoting the source or 
personal origin of appellee’s goods. Snap-On Tools Corp. v. The Black 
& Decker Mfg. Co., 32 C. C. P. A. (Patents) 1223, 150 F. 2d 432, 66 
U. S. P. Q. 237 [35 T. M. R. 273]. 
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Moreover, compound marks having one or more syllables in common 
may be confusingly similar, although there is a wide difference in the re- 
maining portions of the mark. See, e.g., Jn re Brockway Glass Company, 33 
C.C. P. A. (Patents) 969, 154 F. 2d 673, 69 U. S. P. Q. 324 [36 T. M. R. 
167] Coty, Inc. v. Perfumes Habana, S. A., 38 C. C. P. A. (Patents) 1180, 
190 F. 2d 91, 90 U. S. P. Q. 224 [41 T. M. R. 944]. The same rule has been 
applied for years in other federal courts of competent jurisdiction, as noted 
by Judge Page in Northam-Warren Corporation v. Universal Cosmetics 
Co., 18 F. 2d 774: 


Whether there is an infringement of a trade-mark does not 
depend upon the use of identical words, nor, on the question as to 
whether they are so similar that a person looking at one would be 
deceived into the belief that it was the other; but it is sufficient if 
one adopts a trade name or a trade-mark so like another in form, 
spelling, or sound that one, with a not very definite or clear recollec- 
tion as to the real trade-mark, is likely to become confused or misled. 


In view of the fact that the corporate names of both of these com- 
peting vendors consist primarily of the word ‘‘Continental,’’ confusion in 
tradg seems all the more likely. Therefore in the public interest, as well 
as that of appellant, the law of unfair competition should be applied against 
appellee. Champion Plug Co. v. Sanders, 331 U. S. 125, 130 [37 T. M. R. 


323]; Coty, Inc. v. Perfumes Habana, 38 C. C. P. A. (Patents) 1180, 
1185, 190 F. 2d 91, 90 U. S. P. Q. 224, 227 [41 T. M. R. 944]; Jewel Tea 
Co., Inc. v. Kraus, 187 F. 2d 278, 282 [41 T. M. R. 134]. 


It is true as quoted by the majority that the rule under our procedural 
practice in recent trade-mark litigation, we are holding that precedents 
in such eases are of very little, if any importance. In fact, we are 
pronouncing the heresy so often that it has become xoutine in this court. 
No other courts have been cited which have adopted the same or a similar 
philosophy. Appellant in its brief here cited and relied upon the procedure 
followed and the holding made for a unanimous court by Presiding Judge 
Graham in American Products Co. v. Leonaird, 19 C. C. P. A. (Patents) 
742, 53 F. 2d 894, 11 U. S. P. Q. 184. 


There the mark ‘‘Zanol’’ was held confusingly similar to the regis- 
trant’s mark ‘‘Zeno’’ for chemical supplies and in fortifying his position 
Judge Graham cited five similar cases of this court fo the same legal 
effect. In other words, we have apparently shifted our position in trade- 
mark litigation from time to time from a logical to psychological basis, 
with the result that in one instance we have overruled the previous judg- 
ment of our court where the marks and goods in a subsequent suit were 
identical with those of a previous case. Merritt-Taylor, Inc. v. C. B. Shane 
Corp., 39 C. C. P. A. (Patents) 916, 919, 195 F. 2d 535, 93 U. S. P. Q. 221, 
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223. In a series of other cases we have authorized the registration of identi- 
cal marks because, as noted, the goods of the newcomer were not precisely 
the same as those upon which widely-advertised and long established marks 
had been previously used. E.g., The Alligator Co. v. Larus & Bro. Co., Inc., 
39 C. C. P. A. (Patents) 939, 196 F. 2d 532, 93 U. S. P. Q. 436 [42 T. M. R. 
562]. 


It is my opinion that there is no justification whatever for authorizing 
the registration of the applicant’s mark here in issue and thereby adding 
to the wide confusion already existing in the markets for the purchasing 
publie with respect to the sale of merchandise. See John Morrell & Co. v. 
Doyle, 97 F. 2d 232 [28 T. M. R. 286]. 


THE MASTER, WARDENS, SEARCHERS, ASSISTANTS AND COM.- 
MONALTY OF THE COMPANY OF CUTLERS IN HALLAMSHIRE 
IN THE COUNTY OF YORK v. CRIBBEN AND 
SEXTON COMPANY 


Appeal No. 5931—C. C. P. A.—March 11, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Where opposer, agent of British Government, manufactured and sold 
‘‘Sheffield’’ metal goods, including table and kitchen knives, forks and choppers, 
for over 300 years, and ‘‘Sheffield’’ was registered for said goods and others 
in Great Britain and the United States and was used in foreign commerce, appli- 
cant is not entitled to registration of ‘‘Sheffield’’ for stoves and ranges because 
there is a likelihood of confusion and a false suggestion of connection with the 
renounced manufacturing industry located at Sheffield, England. 


Under the Act of 1946 refusal of registration may be required where there 
is likelihood of confusion although the goods are not of the same descriptive 
properties. 

The International Convention (London 1934) is a self-executing treaty and 
is part of United States law and should be construed liberally to give effect to its 
purposes. Terms of that treaty applicable to the protection of trade-marks and 
trade names and the suppression of unfair competition were embodied in Section 
44 of the Lanham Act. 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Certificate of registration in a foreign country is presumptive evidence that 
the mark is still in force and effect for the goods specified, and should be so con- 
sidered by the Patent Office. 


TRADE-MarK AcT OF 1946—CONSTRUCTION—SECTION 44 


That part of the International Convention for the Protection of Industrial 
Property (London 1934) which pertains to the protection of trade-marks and 
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trade names and suppression of unfair competition were embodied in Section 44 
of the Lanham Act. 


TRADE-MARK Act OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 


Where opposer used identical mark for over 300 years in foreign commerce, 
mere affidavit of applicant’s secretary and testimony of several witnesses is in- 
sufficient to support finding of secondary meaning of a merely geographical mark. 


Opposition No. 28870 by the Company of Cutlers against Cribben and 
Sexton Company, application Serial No. 546,666 filed January 10, 1948. 


From a decision of the Commissioner of Patents affirming dismissal 
of opposition, opposer appeals. Reversed. 


Chauncey P. Carter, of Washington, D. C., for opposer-appellant. 

Horace Dawson, of Chicago, Illinois, for applicant-appellee. 

Before Garrett, Chief Judge, and O’CONNELL, JOHNSON, WorRLEY and 
CoLE, Associate Judges. 

O’CoNNELL, Judge. 


This is an appeal from the decision of the Commissioner of Patents 
affirming that of the Examiner of Trade-Mark Interferences dismissing the 
opposition filed by appellant against the registration on the principal regis- 


ter by appellee of the name ‘‘Sheffield’’ as a trade-mark for stoves and 
ranges, 90 U. S. P. Q. 380 [41 T. M. R. 1033]; on reconsideration, 91 
U. S. P. Q. 247. 


Appellant is the authorized agent of the British Government and 
lawful guardian of the right to the exclusive use of the name ‘‘Sheffield’’ by 
the manufacturers of metal goods located in Sheffield, England. Appellee 
is an Illinois corporation located in the city of Chicago, and its right to 
register the mark was sustained by the Patent Office for the stated reason 
that the name ‘‘Sheffield’’ had become distinctive in commerce of appellee’s 
stoves and ranges under Section 2(f) of the Lanham Trade-Mark Act of 
1946, 15 U. S. C. §1052. 


The Act has been described by the Supreme Court as a complex and 
controversial act which confers broad jurisdictional powers upon the 
courts, which powers extend beyond the boundaries of the United States 
and govern the conduct of its citizens and residents not only at home but 
also upon the high seas or even in foreign countries when the rights of 
other nations or their nationals are not involved. Steele v. Bulova Watch 
Co., 344 U. S. 280, 283-284 [43 T. M. R. 57]. There Justice Clark in 
delivering the opinion of the Court observed : 


* * * The statute’s expressed intent is ‘‘to regulate commerce 
within the control of Congress by making actionable the deceptive and 
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misleading use of marks in such commerce; to protect registered marks 
used in such commerce from interference by State, or territorial legis- 
lation; to protect persons engaged in such commerce against unfair 
competition ; to prevent fraud and deception in such commerce by the 
use of reproductions, copies, counterfeits, or colorable imitations of 
registered marks; and to provide rights and remedies stipulated by 
treaties and conventions respecting trade-marks, trade names, and 
unfair competition entered into between the United States and foreign 
nations.’’ §45, 15 U. S. C. §1127. [Italics supplied. ] 


The provisions of Section 2 of the Act, so far as pertinent, read as 
follows: 


Sec. 2. No trade-mark by which the goods of the applicant may 
be distinguished from the goods of others shall be refused registration 
on the principal register on account of its nature unless it— 


(a) Consists of or comprises * * * deceptive * * * matter; or 
matter which may * * * falsely suggest a connection with persons, 
living or dead, * * *. 

8 * & w + 


(d) Consists of or comprises a mark which so resembles a mark 
registered in the Patent Office or a mark or trade name previously used 
in the United States by another and not abandoned, as to be likely, 
when applied to the goods of the applicant, to cause confusion or 
mistake or to deceive purchasers: * * *. 

(e) Consists of a mark which, * * * when applied to the goods of 
the applicant is primarily geographically descriptive or deceptively 
misdescriptive of them * * *. 

(f) Except as expressly excluded in paragraphs (a) * * * and (d) 
of this section, nothing herein shall prevent the registration of a 
mark used by the applicant which has become distinctive of the 
applicant’s goods in commerce. The Commissioner may accent as 
prima facie evidence that the mark has become distinctive, as applied 
to the applicant’s goods in commerce, proof of substantially exclusive 
and continuous use thereof as a mark by the applicant in commerce 
for the five years next preceding the date of the filing of the applica- 
tion for its registration. [Italics supplied. ] 


Appellant’s verified Notice of Opposition declares, among other things, 
that appellant was incorporated by an Act of the English Parliament 
passed in 1624; that it is the proprietor of the unabandoned mark 
‘‘Sheffield’’ registered on August 8, 1939 in the United States Patent 
Office for use on certain goods manufactured in Sheffield, England, com- 
posed wholly or in part of metal, and including such items as table and 
kitchen knives, table forks, and choppers, all of which are used in every 
kitchen with stoves and ranges; that opposer is likewise the proprietor 
of the registered mark ‘‘Sheffield’’ dated July 20, 1920, and still in force 
and effect in the United Kingdom of Great Britian and North Ireland 
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for stoves and ranges manufactured in Sheffield, England, and sold 
throughout the world; and that the products of appellant hereinbefore 
described have been famous for more than 100 years throughout the 
civilized world, including the United States, as indicative of metal wares 
of the highest quality. 


Rand MeNally World Atlas, Readers Edition, 1943, discloses that 
Sheffield is located at the center of the metal-working and cutlery industry 
of Great Britain in and near the iron ore and coal districts of England. 


The Columbia Encyclopedia, Columbia University Press, Second Edi- 
tion 1950, page 1807, contains the following pertinent reference: 


Sheffield, county borough (1931 pop. 511,757; 1947 estimated 
pop. 514,290) and city, West Riding of Yorkshire, England, on the 
Don and E of Manchester. It is one of the leading industrial centers of 
England, having been the chief seat of cutlery manufacture since the 
14th century. The Cutlers’ Company, the governing body of cutlery 
manufacturers, was founded here in 1624. 


The Encyclopedia Britannica, Volume 20. 1942 Edition, page 479, 
offers the following pertinent comments: 


Manufactures. Sheffield owes its prosperity to the manufacture of 
steel. In the valleys of the Don and its tributaries iron smelting from 
local ore by means of wood was carried on, probably by the Romans at 
Templeborough, and certainly at the time of the Norman Conquest. 
*** The town had become famed for its cutlery by the 14th century 
and was a strong rival of London; * * *. The Cutlers Company was 
formed in 1625. * * * In early times, cutlery was made of blister or 
bar steel, later shear steel was used, but in 1740, Benjamin Huntsman 
introduced the manufacture of cast steel and upon this achievement 
many subsequent steel making discoveries have been based. It was 
with the aid of Sheffield capital that Henry Bessemer founded his 
pioneer works to develop the manufacture of his invention, and so 
revolutionized the industry by cheapening its production. Large 
quantities of Bessemer steel are still made in Sheffield. * * * 


The trade in heavy steel has kept place with that in other branches 
and armour plates, large castings for engines and ocean liners, hy- 
draulic presses, rails, tyres, axles, stoves and grates, steel shot and 
steel for rifles are produced. * * * The cutlery trade embraces almost 
every variety of instrument and tool—spring and table knives, razors, 
scissors, surgical and mathematical instruments, ‘edge tools, saws, 
engineering and agricultural tools, ete. * * * [Italics supplied. ] 


Appellant also asserted reliance upon the provision for the repression 
of unfair competition on the part of appellee under Section 44 (h) of the 
Act, as well as the protective benefits provided for by the treaty with the 
United Kingdom of Great Britain based upon the Convention for the 
Protection of Industrial Property of the Union of Paris of March 20, 1883, 
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revised at Brussels, Washington, The Hague, and finally enacted in perma- 
nent form at London June 2, 1934. The pertinent paragraphs of Section 
44, Title IX, ‘‘International Conventions,’’ are itemized in Robert’s The 
New Trade-Mark Manual, pages 259-260, as follows: 


(b) Persons who are nationals of, domiciled in, or have a bona fide 
and effective business or commercial establishment in any foreign 
country, which is a party to (1) the International Convention for the 
Protection of Industrial Property, signed at Paris on March 20, 1883; 
or (2) the General Inter-American Convention for Trade-Mark and 
Commercial Protection signed at Washington on February 20, 1929; 
or (3) any other convention cr treaty relating to trade-marks, trade 
or commercial names, or the repression of unfair competition to which 
the United States is a party, shall be entitled to the benefits and sub- 
ject to the provisions of this Act to the extent and under the conditions 
essential to give effect to any such conventions and treaties so long as 
the United States shall continue to be a party thereto, except as pro- 
vided in the following paragraphs of this section. 


(g) Trade names or commercial names of persons described in 
paragraph (b) of this section shall be protected without the obligation 
of filing or registration whether or not they form parts of marks. 


(h) Any person designated in paragraph (b) of this section as 
entitled to the benefits and subject to the provisions of this Act shall 
be entitled to effective protection against unfair competition, and the 
remedies provided herein for infringement of marks shall be available 
so far as they may be appropriate in repressing acts of unfair compe- 
tition. 


(i) Citizens or residents of the United States shall have the same 
benefits as are granted by this section to persons described in para- 
graph (b) hereof. 


It may be noted also that at common law the rights of owners of trade- 
marks have been repeatedly recognized regardless of registration. Sher- 
wood Company, Inc. v. Sherwood Distilling Company, 44 U. S. P. Q. 177, 
179 [30 T. M. R. 264]. 


The tribunals of the Patent Office apparently overlooked the Ratifica- 
tion of 1934 of the International Convention and the commissioner’s notice 
to the effect that prior to July 1, 1938 the governments of the United 
Kingdom, Great Britain and North Ireland, in addition to that of the 
United States, had deposited their ratifications of the International Con- 
vention for the Protection of Industrial Property signed at London June 
2, 1934, and that the Convention would come into force on August 1, 1938, 
with respect to these countries. 494 O. G. 1. 


The tribunals of the Patent Office in rendering their decisions likewise 
made no reference to the commercial protection to which appellant was 
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entitled under our binding treaty with Great Britain and the fact that the 
treaty should be construed liberally to give effect to its purpose. That 
treaty is part of our law and no special legislation in the United States 
was necessary to make it effective here. Bacardi Corp. v. Domenech, 311 
U. S. 150. However, terms of the treaty applicable to the situation in the 
ease at bar were embodied in the provisions and subdivisions of Section 
44 of the Act of 1946. In re Lyndale Farm, 38 C. C. P. A. (Patents) 825, 
829, 186 F. 2d 723, 88 U. S. P. Q. 377, 380 [41 T. M. R. 245]. 


A geographical name which for a long period, say for several hundred 
years, has referred exclusively to a product made at the place, and not to 
the place itself, may properly be registered as a trade-mark. Baglin v. 
Cusenier Co., 221 U. S. 580, 591. There Chief Justice Hughes stated the 
rule applicable to the geographic name ‘‘Chartreuse’’ as a trade-mark 
for wines and cordials: 


* * * Tt is undoubtedly true that names which are merely geo- 
graphical cannot be the subject of exclusive appropriation as trade- 
marks. ‘‘Their nature is such that they cannot point to the origin 
(personal origin) or ownership of the articles of trade to which they 
may be applied. They point only at the place of production, not to 
the producer, and could they be appropriated exclusively, the appro- 
priation would result in mischievous monopolies.’’ Canal Company v. 
Clark, 13 Wall. p. 324. See also Columbia Mill Company v. Alcorn, 
150 U. S. 460; Elgin National Watch Company v. Illinois Watch 
Company, 179 U. S. 665. 


This familiar principle, however, is not applicable here. * * * If it 
be assumed that the Monks took their name from the region in France 
in which they settled in the Eleventh Century, it still remains true 
that it became peculiarly their designation. And the word ‘‘Char- 
treuse’’ as applied to the liqueur which for generations they made and 
sold cannot be regarded in a proper sense as a geographical name. * * * 


The Chartreuse ease was decided under the Act of 1905 and before 
the advent of the broadened protective provisions of the Lanham Act. 
That Act, however, and its ‘‘sweeping reach into ‘all commerce which may 
be regulated by Congress’ does not constrict prior law or deprive courts of 
jurisdiction previously exercised.’’ Steele v. Bulova Watch Co., 344 U. S. 
280, 287 [43 T. M. R. 57]. 


The proper construction of Section 2 (f) of the Act .of 1946 was ex- 
emplified by Federico, Examiner-in-Chief of Trade-Marks, acting for the 
Commissioner of Patents, in Ex parte Pocket Books, Inc., 91 U. S. P. Q. 182, 
184-185 [41 T. M. R. 1122]. There the Acting Commissioner held the 
burden of proof rests upon the applicant to establish that the mark of the 
applicant has become distinctive in commerce, and distinctiveness as a 
trade-mark should not be recognized without completely overwhelming 
proof with respect to all aspects of the matter: 
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It seems to me that before it can be stated that a word which is a 
generic designation of an article can be considered as having acquired 
the status of a trade-mark of a single company for that same article, 
more should be shown than use by the applicant and the harmonious 
attitude of the trade. Jt would appear that before the word could be 
considered a trade-mark, it must have become practically obsolete as a 
generic name for the article and must be recognized by the public as a 
trade-mark rather than as a generic term of the English language 
[Italics supplied. } 


The factual situation upon which the applicant relies in the case at 
bar is strikingly similar to the situation in Ex parte Pocket Books, Inc. 
The mere affidavit of appellee’s secretary together with the testimony of 
several witnesses clearly does not constitute a sufficient basis for appellee’s 
registration of the mark ‘‘Sheffield’’ for use on stoves and ranges in this 
and foreign countries. 


The certificate of the British Patent Office that the trade-mark 
‘‘Sheffield’’ was registered in Great Britain for stoves and ranges was an 
official doeument which should have been considered by the administrative 
officials of the Patent Office as presumptive evidence that the mark was 
still in force and effect there for stoves and ranges. Rosengart, etc. v. 
Ostrex Co., Inc., 30 C. C. P. A. (Patents) 1046, 136 F. 2d 249, 57 U.S. P. Q. 


543 [33 T. M. R. 284]; Ely & Walker Dry Goods Co. v. Sears, Roebuck & 
Co., 24 C. C. P. A. (Patents) 1244, 90 F. 2d 257, 33 U. S. P. Q. 549; Hess 
v. Helene Curtis Industries, Inc., 94 U.S. P. Q. 11 [42 T. M. R. 780]. 


If we assume, merely for the purpose of argument, that tableware and 
kitchen cutlery do not constitute goods of the same descriptive properties 
with stoves and ranges, it must be remarked that refusal of registration 
may be required under the Act of 1946 where there is likelihood of con- 
fusion, even though technically the goods may fall into different categories. 
The Pep Boys v. The Edwin F. Guth Co., 39 C. C. P. A. (Patents) 1015, 
1017, 197 F. 2d 527, 94 U. S. P. Q. 158, 159 [42 T. M. R. 758]; The Alli- 
gator Co. v. Larus & Bro. Co., Inc., 39 C. C. P. A. (Patents) 939, 196 F. 2d 
532, 93 U. S. P. Q. 436 [42 T. M. R. 562]. 


It is impossible to escape the conclusion that appellee should be refused 
registration of its mark ‘‘Sheffield’’ on the ground, among other things, 
that basically it consists of matter which falsely suggests a connection with 
the renowned manufacturing industry of steel located at Sheffield, England. 


For the reasons hereinbefore stated, the decision of the Commissioner 
of Patents is reversed. 


JOHNSON, Judge, concurs in conclusion. 
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AVEDIS ZILDJIAN COMPANY v. THE FRED. GRETSCH MFG. CO. 
No. 5486—Commissioner of Patents—April 2, 1953 


CANCELLATION—CONFUSING SIMILARITY 
**K. Zildjian Co.’’ and ‘‘Zildjian’’ for cymbals confusingly similar to 
‘“Avedis Zildjian Co.’’ for cymbals. 


CANCELLATION—PLEADING AND PRACTICE 


When confusion arises from fact that both parties have the right to use the 
same surname, and such confusion cannot be eliminated, Patent Office does not 
have power to minimize confusion by suitable requirements and prohibitions on 
the parties (though a Court would have such power); and since cancellation could 
not affect the registrant’s right to use the marks and names it has been using, 
cancellation would serve no purpose. 


TRADE-MarK Act oF 1946—TITLE—ABANDONMENT 
Evidence that name ‘‘Zildjian’’ is used only in conjunction with ‘‘K. Zildjian 
Co.’’ is not sufficient to show abandonment of ‘‘Zildjian’’ alone. 
CANCELLATION—EVIDENCE 


Paragraph of prior Court decree between the parties be interpreted as author- 
izing petitioner to raise question which could have been raised at time of suit. 


CANCELLATION—IN GENERAL 
Even though Court was inconsistent in holding a surname registration valid, 
petitioner is bound by the decree so far as Patent Office proceedings are concerned. 


Appeal from Examiner of Interferences. 


Cancellation proceedings filed by Avedis Zildjian Company v. The 
Fred. Gretsch Mfg. Co., registrations no. 245,846, issued August 21, 1928 
(renewed) and 247,623, issued October 2, 1928 (renewed). Petitioner 
appealed from decision dismissing petition. Affirmed. 


Harold E. Cole, of Boston, Massachusetts, for Petitioner-appellant. 


Leo C. Krazinski, of New York City, for registrant-appellee. 
Freperico, Examiner in Chief. 


About three hundred and fifty years ago an Armenian alchemist began 
the making of cymbals in Constantinople according to an alleged secret 
formula he had discovered. The business, and the secret which apparently 
related to the treatment of alloys, was handed down to the senior male 
member of the family, which adopted the surname ‘‘Zildjian,’’ said to 
mean cymbal maker. Cymbals were not used much outside of the Near 
East until the time that cymbal parts were written into scores by noted 
composers and the instruments became popular in bands. The fame of 
the Zildjian cymbals increased particularly about the middle of the nine- 
teenth century when the business in Constantinople was conducted by 
two brothers, Avedis and Keroupe Zildjian, and was known as A. Zildjian 
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& Cie. Avedis died about 1865 and the business was continued by Keroupe 
who changed the name to K. Zildjian & Cie. Cymbals under this name 
appear to have been exhibited and sold in the United States. Keroupe 
carried on the business until his death around 1910. Exactly what hap- 
pened after this date is in dispute, but it must be taken that a business 
of making cymbals under the name K. Zildjian & Co. continued in Con- 
stantinople (the old name of the city is used since most of the allusions 
in the record use the old name instead of the modern name Istanbul) by 
descendants of Keroupe. Avedis, the brother and partner of Keroupe who 
died in 1865 (or 1866) had two sons, Haroutian and Aram. Haroutian 
became a lawyer and presumably was not interested in making cymbals. 
Aram had left Turkey before Keroupe died, being a political refugee, 
and does not appear to have been engaged in making cymbals until 1926 
when he started a cymbal business in Bucharest, Roumania, under the name 
A. Zildjian & Cie, a partnership, maintaining that he had learned the 
secret formula from his grandfather while working in the factory. 


Respondent, The Fred. Gretsch Mfg. Co., now appears on the scene. 
In 1926 it became the general agent of A. Zildjian & Cie. for the United 
States and Canada. The agreement provided that Gretsch had the ex- 
elusive right to the mark ‘‘A. Zildian & Cie de Constantinople’’ in the 
United States and Canada, and the right to register the same. Gretsch 
obtained trade-mark registration No. 228,592, registered June 7, 1927 
(application filed September 28, 1926), of an ornate label containing 
Turkish characters and a variety of pictorial and other matter, including 
the name ‘‘A. Zildjian & Cie.’’ 


The Roumanian business didn’t last long, however, being dissolved 
late in 1926. 


Early in 1928 Gretsch entered into an agreement with representatives 
of K. Zildjian Co. of Constantinople, whereby it obtained the exclusive 
agency for the United States and Canada and the rights to a specified 
trade-mark. This agreement refers to the cymbals sold ‘‘under the trade- 
mark ‘‘K. Zildjian Co.’.’’, ete., and the trade-mark acquired by Gretsch in 
connection with its agency is consistently referred to as ‘‘K. Zildjian Co.’’ 
Registration of the trade-mark by Gretsch is also provided for by the 
agreement. Several paragraphs of this agreement read as follows: 


2. The party of the second part hereby agrees to use its best 
efforts to promote the sale of the ‘‘K. Zildjian Co.’’ eymbals bearing 
the trade-mark ‘‘K. Zildjian Co.’’ and to sell to the full capacity of 
the demands for the same in the United States and the Dominion 
of Canada to markets in the United States and Canada, and the said 
party of the second part further agrees to advertise ‘‘K. Zildjian Co.’’ 
cymbals bearing the trade-mark ‘‘K. Zildjian Co.’’ regularly in the 
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leading and professional musical papers and to the trade; and the 
said party of the second part further agrees to use its best efforts 
properly to compete with the sale of other brands of cymbals and to 
establish to the best of its ability the ‘‘K. Zildjian Co.’’ cymbals 
in the United States and Canadian markets as the only original and 
genuine Constantinople cymbals and to vigorously prosecute all in- 
fringements of the trade-mark ‘‘K. Zildjian Co.’’ that it may dis- 
cover or that may be called to its attention; and the same party of 
the second part further agrees to maintain an ample stock of ‘‘K. 
Zildjian Co.’’ cymbals in the United States to satisfy all demands 
in that market and in Canada; and furthermore to place orders 
from time to time for new stock as may be required and forward 
a letter of credit to cover each order in full, in accordance with the 
usual trade practice. 


3. The said parties of the first part hereby grant unto the party 
of the second part the right to use, distribute and sell ‘‘K. Zildjian 
Co.’’ cymbals bearing the trade-mark ‘‘K. Zildjian Co.’’ in the 
United States of America and Dominion of Canada, and to register 
the said trade-mark in said countries, and also hereby grant unto 
the said party of the second part all the right, title and interest to 
the said trade-mark and all rights to sell and distribute ‘‘K. Zildjian 
Co.’’ cymbals in the United States and the Dominion of Canada, and 

. in and to the goodwill of the same in the countries specified; and 
the said goodwill of the said trade-mark shall remain in the party 
of the second part until the expiration of the said registrations of 
said trade-mark rights in the above specified countries. 


Gretsch obtained two registrations in 1928 (both applied for on 
March 12, 1928), one, No. 247,623, showing a label with ‘‘K. Zildjian Co.’’ 
and other material, and the other, No. 245,846 for the surname ‘‘Zildjian’”’ 
by itself. Both were obtained under the 10-year proviso of the Act of 1905. 


After the Roumanian business failed, Aram, who had no children, 
came to the United States in 1929 (he must have been of patriarchal age) 
where a nephew Avedis, son of his brother Haroutian, was established as 
a confectionery maufacturer. These two, and another relative, began 
a cymbal making business in North Quincy, Massachusetts, as a partner- 
ship under the name A. Zildjian & Co. 


The Fred. Gretsch Mfg. Co., with its three trade-mark registrations, 
sued the partners (Avedis is called Armand in the suit) for trade-mark 
infringement and unfair competition, in the U. 8. District Court for the 
District of Massachusetts. This suit resulted in a consent decree. 


The consent decree, which is dated September 19, 1929, decreed that 
Gretsch, the plaintiff, was the owner of the three registrations which have 
been referred to, and the trade-marks registered by each, and enjoined the 
defendants from infringement of the marks. The defendants were author- 
ized to use as part of their business name the name ‘‘ Avedis Zildjian,’’ 
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or the full name of any other Zildjian associated with the defendants. If 
the full name of any such Zildjian were placed on cymbals, defendants 
were required to stamp thereon in prominent letters the words ‘‘Made in 
U. S. A.’’ Defendants were forbidden to use either of the names ‘‘A. 
Zildjian & Co.”’ or ‘‘K. Zildjian & Co.’’ in their business, and to refer to 
K. Zildjian & Co., of Constantinople in advertisements, but they could 
refer to the name ‘‘Zildjian’’ in connection with the history of their family. 
Finally, the decree provided that in the event any of the registrations were 
cancelled, then the defendants could use any of the names or designs so 
registered. 


The business of the defendants in the suit became a corporation with 
the name Avedis Zildjian Co. In 1932 a trade-mark registration was 
obtained under the Act of 1920. This registration shows a composite mark 
consisting of the name Avedis Zildjian Co., in two lines of equal sized 
letters, the phrases ‘‘Genuine Turkish Cymbals’’ and ‘‘Made in U. S. A.’’ 
and some words in Turkish characters, and alleges use of the mark on 
the goods since September 1929. This is the mark now used except that 
the relative size of the ‘‘ Avedis’’ has been diminished. 


The business started by Aram and his nephew Avedis in 1929 has 
continued to this day under the name Avedis Zildjian Co. with Avedis as 
president. Gretsch’s business of importing from the makers in Turkey, 
K. Zildjian Co., also has continued to this day with interruptions during 
the war. The relations between the two do not appear to have been 
friendly ; there have been complaints by each to the Federal Trade Com- 
mission of unfair competition, and actions by each against the other in 
the Patent Office. Each party of course maintains that its cymbals are 
made according to the genuine secret process of making cymbals while 
those of the other are not and are inferior products. The business of 
Avedis Zildjian Co. is the larger of the two. 


Much of what has been said is irrelevant to the actual issues in this 
case, and some of it may be inaccurate since there are many conflicting 
statements in the record concerning the relationships of the parties and the 
details of the history of the businesses. 


The instant case involves a petition brought by Avedis Zildjian Co. 
to cancel the three trade-mark registrations owned by Gretsch which have 
been mentioned. 


The petition for cancellation as originally filed raised a number of 
issues which were dismissed by the examiner on a motion for summary 
judgment. The examiner held that these questions were resolved by the 
decree of September 19, 1929, that the decree is conclusive upon all 
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matters which were or might properly have been therein determined, and 
that the petitioner hence is estopped from making any claim that it is 
injured by the respondent’s registrations, except upon the basis of a ma- 
terial change in the situation as it existed at the time the decree was 
entered. The only grounds for cancellation permitted by the examiner 
to be raised as relating to any such subsequent events were those contained 
in an amendment to the petition which the examiner allowed, in which it 
is alleged (a) that the marks of respondent’s registrations Nos. 228,592 
and 245,846, have been abandoned in their entireties, (b) that a sub- 
stantial portion of the composite mark of registration No. 247,623 has 
been abandoned, and (ce) that each of the registrations is invalid because 
of fraudulent statements contained in applications for renewal thereof 
and in the registrant’s affidavits under Section 12(¢c) of the Act of 1946, 
respecting the continued use or nonabandonment of the marks. 


With respect to the first registration, No. 228,592, which includes the 
name ‘‘A, Zildjian & Cie’’, the examiner found that its use had been dis- 
continued by the respondent as least as early as 1931, when the supply of 
eymbals it had obtained from the Roumanian partnership was exhausted, 
and that no subsequent use of the registered mark had been made up to 
the commencement of the present proceeding. The examiner also found 
that the statement in the affidavit executed September 19, 1947, by an 
officer of the respondent company, and filed in the Patent Office under 
the provisions of Section 12(c) of the Trade-Mark Act of 1946, that the 
registered mark ‘‘is in use in national commerce’’ was false. The examiner 
sustained the petition for cancellation as to this registration on the 
grounds of abandonment and fraud. No appeal was taken from this part 
of the decision and this registration has been cancelled. 


The examiner dismissed the petition as to the other two registrations 
and the petitioner has appealed. 


The appeal raises the question of the effect given by the examiner to the 
court decree of September 19, 1929, in limiting the issues which could be 
raised by the petitioner. Petitioner contends that the paragraph of the 
decree reading 

‘‘It is further ordered, adjudged and decreed that, in the event 
that any of the certificates of registration referred to in this decree, 


are at any time cancelled, then the deefndants may use any of the 
names or designs so registered’’ 


authorizes it to petition for cancellation of the registrations at any time 
and on any ground and that this paragraph was inserted to reserve to 
petitioner the right to institute cancellation proceedings at some time to 
eancel the registrations. I do not believe that the paragraph of the decree 
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can be interpreted as authorizing the petitioner to raise here any question 
that could have been raised at the time of the suit, or to question the 
provisions of the decree. The examiner’s limitation of the issues is con- 
sidered proper. 


The main questions in the appeal are whether the two registrations 
245,846 and 247,623 should be cancelled as having been abandoned in 
whole or in part after 1929. Charges of fraud raised by the petitioner 
in connection with these two registrations which are at all worth mention- 
ing relate to the same questions of abandonment. 


Registration 247,623 shows a composite label containing the name 
“‘K. Zildjian Co.’’ and other matter, and the record shows that use of 
part of this other matter has been discontinued for some time. Without 
regard to whether this omitted matter is minor or substantial, and 
sufficient to hold that the registered trade-mark is no longer used, it is not 
seen how petitioner can have any proper interest in cancelling this regis- 
tration, as held by the examiner. Certainly petitioner can have no right 
in the use of ‘‘K. Zildjian Co.’’ at this time, and, in view of the decree of 
1929, the registration could have no effect on petitioner’s right to use 
anything which it is entitled to use by virtue of the decree, or which it 
is otherwise legitimately entitled to use. 


With respect to registration 245,846 for the surname ‘‘Zildjian’’ 
alone, petitioner alleged that this mark has been abandoned in that it 
has not been used by itself. In every instance in which the name ‘‘Zildjian’’ 
is used on a cymbal by respondent the mark with ‘‘K. Zildjian Co.’’ is 
also used on the cymbal. This fact alone is not considered sufficient to 
show abandonment, and the evidence does not show that the use of 
‘*Zildjian’’ in addition to the other mark had ever been discontinued for 
such length of time that it could be considered abandoned. 


Petitioner also maintains, in effect, that the name ‘‘Zildjian’’ by itself 
has lost any significance as a trade-mark. Since two independent firms 
both use, and are entitled to use, marks which contain ‘‘Zildjian,’’ the 
surname by itself cannot and does not serve to distinguish the goods of 
one manufacturer or merchant from those manufactured or sold by others. 
I am inclined to agree with this contention but believe that the situation 
is due primarily to the decree of 1929 and to factors antedating the decree. 
At the time of the suit there were two firms using marks or names con- 
taining the same surname and the decree countenanced and authorized 
the continuation of this situation. At the same time the decree declared 
the registration of the surname alone valid. While this is apparently an 
inconsistency in the decree, the petitioner is bound by the decree, at 
least as far as any proceedings in the Patent Office are concerned. Further- 





Vol. 43 T. M. R. ZILDJIAN CO. v. FRED. GRETSCH CO. 647 


more, as stated in connection with the other registration in issue, this 
registration cannot affect petitioner’s legitimate rights. 


The remarks of the Assistant Commissioner of Patents in Dwinell- 
Wright Company v. National Fruit Product Company, Inc., 67 U. S. P. Q. 
120, 121, are to some extent apropos here. In this case there had been 
an antecedent infringement suit between the parties and the Assistant 
Commissioner said: 


‘‘It is fundamental that one who applies for the cancelation of 
a trade-mark registration has the burden of proving himself injured 
by the registration he seeks to cancel. Petitioner has offered no 
evidence of injury ; and while in some cases damage may be presumed, 
I do not think that this is such a case. 


‘*Whatever else may be said of the infringement suit, it has 
settled beyond argument the rights of the parties in their use of the 
trade-mark in issue. Neither can ever again question the right of 
the other to use the mark on the goods respectively described in the 
registrations involved in this proceeding, for those rights have been 
finally adjudicated by a court of competent jurisdiction. To cancel 
respondent’s registrations would not alter that situation. Nor would 
it afford petitioner any added protection; because such damage as 

‘petitioner may suffer will stem from the final decree, and not from 
the registrations. In the hands of respondent these registrations have 
been rendered completely impotent as weapons of aggression against 
petitioner’s existing rights; so that in a legal sense, obviously they 
are no longer injurious to petitioner. It is thus my opinion that the 
petition to cancel should have been dismissed on the ground that 
petitioner is not injured by any of the registrations sought to be 
canceled.’’ 


Fundamentally the controversy between the parties is not an ordinary 
one of trade-mark registrations. From the standpoint of the usual precepts 
applying in cases of registrations of trade-marks all the marks and names 
involved would undoubtedly be considered confusingly similar and any one 
refused registration over the others. Confusion and likelihood of con- 
fusion are obvious. 


But the confusion arises from the fact that both parties have the 
right to use the same surname, and such confusion probably cannot be 
eliminated. The appropriate court could no doubt minimize the confusion 
by suitable requirements and prohibitions on the partjes but the Patent 
Office does not have such power. From the standpoint of the public, the 
eymbal buying public which has been suffering confusion for over twenty 
years and perhaps has learned to live with it, action by the Patent Office 
in cancelling either or both of the two registrations would serve no 
purpose. Such action could not affect any right of the registrant to use 
the marks and names it has been using, an attempted exercise of the 
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apparent right given to the petitioner in the quoted paragraph of the 
decree, in the event of cancellation of the registration, could only result 
in greater confusion. 


The decision of the Examiner of Interferences dismissing the petition 
for cancellation as to registrations 245,846 and 247,623 is affirmed. 


BULOVA WATCH COMPANY, INC. v. FORSTNER CHAIN 
CORPORATION 


No. 30024—Commissioner of Patents—April 3, 1953 


TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


‘‘Bolita’’ for neck chains, bracelets, scarf pins, and other jewelry, not includ- 
ing watches, is not confusingly similar to ‘‘Bulova’’ for watches and watch cases; 
but it is confusingly similar to ‘‘ Bulovitas’’ for watches. 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MArRKS—GooDS 
or SAME CLASS 
Since watches of all kinds and watch bracelets and bands are sold in the same 
stores to the same class of customers and are used conjointly, they are obviously 
related goods. 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Public should not be required to dissect and analyze trade-marks in order that 
confusion and deception might be avoided. 


Appeal from Examiner of Interferences. 


Opposition proceeding filed by Bulova Watch Company, Inc. Vv. 
Forstner Chain Corporation, Serial No. 592,141, filed February 8, 1950. 
Applicant appealed from decision sustaining opposition. Affirmed. 


Munn, Liddy & Nathanson, of New York City, for opposer. 


Nathaniel Frucht, of Providence, Rhode Island, for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by Bulova Watch Company, Ince., to 
the registration on the Principal Register under the Act of 1946, of 
‘‘Bolita’’ by Forstner Chain Corporation as a trade-mark for ‘‘ jewelry 
for personal wear, not including watches, namely, neck chains, bracelets, 
scarf pins, ear ornaments, key chains, tie holders, shirt studs, cuff links, 
watch bracelets, and watch chains made in whole of, in part of, or plated 


with precious metal.”’ 
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The opposer’s cause of action is based upon its ownership of the 
following registrations of the word ‘‘Bulova’’ and the word ‘‘Bulova’’ 
with other features, as follows: 


No. 184,904, dated June 3, 1924, for watches, 


No. 226,889, dated April 19, 1927, for watches, watch movements 
and parts thereof, and watcheases, 


No. 365,926, dated March 21, 1939, for watches—namely, wrist 
or strap watches, 


No. 367,988, dated June 6, 1939, for watches—namely, wrist or 
strap watches, and 

No. 520,315, dated January 24, 1950, for watches, more especially 
wrist or strap watches. 


and upon the registration of ‘‘Bulovitas’’, No. 522,829, dated March 21, 
1950, as a trade-mark for ‘‘pocket watches and wrist or strap watches.”’ 


The statutory basis of the opposition is that clause of section 2(d) of 
the Act related to the likelihood of confusion or mistake or deception 
of purchasers. 


* The examiner points out that in view of the record dates established 
by the opposer’s registrations, the only question to be determined is the 
likelihood of confusion. The examiner compared the words ‘‘Bulova’’ 
and ‘‘Bolita’’ and was of the opinion that these two words are sufficiently 
different in sound, appearance and meaning, that there is no reasonable 
likelihood of confusion. After considering the briefs of the parties, I am 
in agreement with the examiner that the words ‘‘Bulova’’ and ‘‘Bolita’’ 
are sufficiently different in meaning, appearance and sound as to obviate 
any reasonable likelihood of confusion. 


With respect to opposer’s mark ‘‘Bulovitas’’> the examiner points 
out that the suffix ‘‘itas’’ is substantially the same as applicant’s suffix 
‘ita’? and makes the word ‘‘Bulovitas’”’ similar to ‘‘Bolita’’ in sound 
and appearance, and since wrist watches and bracelets for watches are 
closely related, the examiner held that ‘‘Bolita’’ is so nearly alike in 
sound and appearance to ‘‘Bulovitas’’ that confusion as to the origin of 
the goods would be likely to oceur from the contemporaneous use thereon 
of these marks on the goods in question. 


In his brief applicant contends that the examiner’s reliance upon the 
decision in the Hamilton Watch Company v. Young’s, Inc., 40 U. S. P. Q. 
568, 500 O. G. 773 (Petition for reconsideration 41 U. S. P. Q. 247) as 
authority for holding that watches and watch bracelets are goods of 
the same descriptive properties was due to an unfortunate wording of 
the decision in that case, and while the decision in the Hamilton case was 
proper, the implication that watches and watch bracelets are goods of 
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the same descriptive properties was unnecessary. Applicant also con- 
tends that insofar as is known to it no watch manufacturer manufactures 
watch bracelets, and the usual gold or silver bracelet sold with a watch, 
carries the trade-mark of the bracelet manufacturer. 


Substantially the same argument was raised in the Hamilton Watch 
case, supra and the Assistant Commissioner held that it was immaterial 
whether the watch cases and wrist watch straps bore the name of the 
manufacturer thereof, since he considered watches, watch cases, wrist 
watch straps and wrist watch bracelets to be goods of the same descriptive 
properties, and also to be goods of the same descriptive properties as the 
goods named in the registration involved therein. From this it is clear 
that the question of whether or not watches, wrist watches and watch 
bracelets are goods of the same descriptive properties was put in issue 
and directly ruled upon, and it is idle for applicant to contend that this 
was unfortunate wording. Furthermore, it seems to me that since watches 
of all kinds and watch bracelets and bands are sold in the same stores and 
establishments to the same class of purchasers and are used conjointly they 
are obviously related goods, and even without the decision in the above- 
mentioned Hamilton Watch case the holding would be the same. 


Applicant also contends the examiner’s holding that the addition of 
similar suffixes to ‘‘Bol’’ and ‘‘Bulov’’ renders them similar is in error. 
Applicant points out that these suffixes are diminutive endings and that 


the public would not be misled thereby, since the essence of each mark 
is in the roots of the words which are different. 


It is true that the marks ‘‘Bolita’’ and ‘‘Bulovitas’’ are not identical. 
However, it has been repeatedly held that the public should not be 
required to dissect and analyze trade-marks in order that confusion and 
deception might be avoided. The Simoniz Co. v. Permanizing Stations of 
America, Inc., 18 C. C. P. A. 13874, 49 F. 2d 846, 9 U. S. P. Q. 440; The 
Kaut-Reith Shoe Company v. International Shoe Company, 49 App. D. C. 
545, 1917 C. D. 162, 239 O. G. 939. 


It is also well established that the commercial impression of a trade- 
mark is derived from the mark as a whole and not from its elements 
separated and considered in detail, and for this reason it should be con- 
sidered in its entirety. Beckwith v. Commissioner of Patents, 252 U. S. 
538, 1920 C. D. 471. When so considered I agree with the examiner that 
the marks ‘‘Bolita’’ and ‘‘Bulovitas’’ are sufficiently similar to warrant 
a holding that there would be a likelihood of confusion as to the origin 
of the goods if the marks were contemporaneously used on the goods in 
question. 


The decision of the Examiner of Interferences is affirmed. 
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BURLINGTON MILLS CORPORATION (substituted for NATIONAL 
MALLINSON FABRICS CORPORATION) v. SONDRA UNDER- 
GARMENTS CO., INC. 


No. 29206—Commissioner of Patents—April 3, 1953 


TRADE-MARK AcT oF 1946—REGISTRABILITY—-CONFUSINGLY SIMILAR MARKS 


‘*Dreamies’’ for nightgowns and pajamas is confusingly similar to ‘‘ Dream’’ 
for silk piece goods. 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
In absence of testimony to contrary, official copies of registration constitute 
prima facie evidence of ownership and use of the mark for the goods disclosed 
therein. 


TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MArKS—Goops 
OF DIFFERENT CLASSES. 

Piece goods and articles of apparel made therefrom are so intimately associated 
in the mind of the public that their sale under similar marks would be likely to 
cause confusion. It is matter of common knowledge that articles of silk apparel 
are made from silk piece goods. 


-Appeal from Examiner of Interferences. 


Opposition proceeding filed by Burlington Mills Corporation (substi- 
tuted for National Mallinson Fabries Corporation) v. Sondra Undergar- 
ments Co., Inc., Serial No. 554,524, filed April 13, 1948. Applicant ap- 
pealed from decision sustaining opposition. Affirmed. 


Alexander, Maltitz, Derenberg & Daniels, of New York City, for opposer. 
Harry Price, of New York City, for applicant. 
McCann, Examiner in Chief. . 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by National Mallinson Fabrics (Burling- 
ton Mills Corporation, assignee, substituted), to the registration on the 
Principal Register of the word ‘‘Dreamies,’’ by Sondra Undergarments 
Co., Ine., as a trade-mark for ladies’ underwear, namely, nightgowns and 
pajamas. 


Opposer’s cause of action is based upon its ownership of registrations 
No. 129,782 for ‘‘Dream,’’ and No. 129,781 for ‘‘Dream Mist,’’ under the 
Act of 1905, as applied to silk piece goods. Both of the registrations issued 
prior to any use claimed by applicant. The examiner considered opposer’s 
registration for ‘‘Dream’’ to be more pertinent and restricted his discus- 
sion thereto. 


The statutory basis for the opposition is that clause of section 2(d) of 
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the Act of 1946 relating to the likelihood of confusion or deception or 
mistake of purchasers. 


No testimony having been taken the parties are restricted to their 
record dates which are March 9, 1920, for opposer, and June 1, 1938 for 
applicant. 


Applicant contends there has been no showing that silk piece goods 
were used for garments manufactured and sold by applicant nor has there 
been any showing that the trade-mark ‘‘Dream’’ of opposer’s registration 
No. 129,782 for silk piece goods, was ever used upon any garments what- 
soever. 


The opposer has filed official copies of its registrations, and in the ab- 
sence of testimony by applicant to the contrary, they constitute prima 
facie evidence of ownership and use of the mark for the goods disclosed 
therein. Bond Stores, Incorporated v. Karasick, 647 O. G. 1021, 89 U. S. 
P. Q. 503 [41 T. M. R. 734] ; Helena Rubinstein, Inc. v. Hudnut, 643 O. G. 
1067, 88 U. S. P. Q. 47 [41 T. M. R. 281]; Burlington Mills Corporation 
v. Amalgamated Textiles Limited, 80 U. S. P. Q. 380 [39 T. M. R. 255]; 
The Du-All Mfg. Co. v. Livingston, 613 O. G. 1096, 78 U. S. P. Q. 49 
[38 T. M. R. 824]. 


It has been held that piece goods and articles of apparel made there- 
from are so intimately associated in the mind of the public that their sale 
under similar marks would be likely to cause confusion and while opposer 
has presented no evidence to show that the piece goods are actually used in 
the manufacture of apparel, it is a matter of common knowledge that 
articles of silk apparel are made from silk piece goods. F. Jacobson & 
Sons, Inc. v. Jaybern Fabrics, Inc., 39 C. C. P. A. 937, 195 F. 2d 926, 93 
U.S. P. Q. 304 [42 T. M. R. 560] ; American Woolen Company v. H. Free- 
man & Son, Inc., 468 O. G. 754, 30 U. S. P. Q. 88; Vanity Fair Mills, 
Inc. v. Pedigree Fabrics, Inc., 34 C. C. P. A. 1043, 161 F. 2d 226, 73 
U.S. P. Q. 488 [37 T. M. R. 461] ; Rice-Stix Dry Goods Company v. Indus- 
trial Undergarment Corporation, 33 C. C. P. A. 813, 152 F. 2d 1011, 68 
U.S. P. Q. 186. 


The examiner pointed out that opposer’s entire mark, i.e., the word 
‘‘Dream’’ is included as an essential, if not the most distinctive feature of 
applicant’s mark, ‘‘Dreamies,’’ and held the difference therebetween oc- 
easioned by applicant’s addition of the suffix ‘‘ies,’’ to be more or less 
negligible. The examiner was of the opinion that the contemporaneous use 
of the marks for the goods involved would be likely to cause confusion or 
deception of purchasers as to the origin thereof. 


Applicant contends that the word ‘‘Dreamies’’ is suggestive as applied 
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to nightgowns and pajamas, and has an altogether different connotation 
than the word ‘‘Dream’’ applied to silk piece goods generally. 


There is some merit to this phase of applicant’s argument since 
‘‘Dreamies’’ as applied to pajamas and nightgowns is somewhat suggestive 
of their intended use whereas ‘‘Dream’’ as applied to silk piece goods 
is used in the sense of excellence or superiority ; however, as noted above 
it is reasonable to suppose that opposer’s piece goods would be used in 
the manufacture of women’s apparel which would include nightgowns and 
pajamas. This being so, the condition might well arise wherein pajamas 
and nightgowns made from opposer’s silk goods having the trade-mark 
‘‘Dream’’ thereon in the form of a stamp or tag might be offered for sale 
over the same counters as applicant’s nightgowns or pajamas having the 
trade-mark ‘‘Dreamies’’ thereon. When viewed in this light, it seems to 
me that the likelihood of confusion is almost inescapable since most pur- 
chasers would be very apt to think that pajamas and nightgowns having 
the trade-mark ‘‘Dream’’ and ‘‘Dreamies’’ thereon originated from the 
same source. 


The decision of the Examiner of Interferences is affirmed. 


o 


CLOVER FARM STORES CORPORATION, ET AL., v. DOTY 
No. 29253—Commissioner of Patents—April 3, 1953 


TRADE-MaRK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


‘*Foodtown’’ for wheat flour, coffee, table syrup, salad dressing and canned 
vegetables is confusingly similar to ‘‘Foodland’’ for canned fruits, canned vege- 
tables, preserves, jellies and related articles. 


Appeal from Examiner of Interferences. 


Opposition proceeding filed by Clover Farm Stores Corporation and 
Foodland, Inc. v. H. W. Doty, Serial No. 509,141, filed September 16, 1946. 
Opposer appealed from decision dismissing opposition. Reversed. 


Adrian Medert of Cleveland, Ohio, and Estabrook & Estabrook, of Wash- 
ington, D. C., for opposer. 


Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C., for 
applicant. 


McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
dismissing the opposition brought by Clover Farm Stores to the registra- 
tion on the Principal Register, by H. W. Doty, of ‘‘Foodtown”’ as a trade- 
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mark for ‘‘wheat flour, coffee, table syrup, salad dressing, canned 
vegetables.”’ 


The opposition is based upon opposer’s prior use and ownership 
of several registrations of the mark ‘‘Foodland’’ as applied to numerous 
food products, including canned fruits, canned vegetables, preserves, 
jellies and related articles. 


The statutory basis for the opposition is that clause of section 2(d) 
of the Act which relates to the likelihood of confusion or mistake or 
deception of purchasers. 


The examiner points out that applicant concedes opposer is the prior 
user of its mark for goods which are in part identical and otherwise 
similar, and that the only question to be decided herein is whether or 
not the marks of the parties bear such similarities as to give rise to the 
likelihood of confusion or mistake or deception of purchasers if con- 
temporaneously used on the goods involved. 


The Examiner of Interferences noted the first part of the marks 
have the word ‘‘Food’’ and hence are identical, but stated that as 
applied to the goods this word standing alone is highly descriptive 
and possesses little, if any, capacity for indicating origin; and that the 
words ‘‘Land’’ and ‘‘Town’’ rather than being synonymous, as the 
opposer asserts, are thought to be totally dissimilar in sound, appearance 
and significance as to preclude any reasonable likelihood of confusion. 


Opposer points out that the goods are essentially the same; are sold 
over counters to customers who cannot be designated as discerning; and 
the two marks have the same prefix all of which is disarming to the un- 
suspecting purchaser. 


Any confusion resulting from opposer’s use of the highly descriptive 
word ‘‘Food’’ is a result of his own choosing, since all people must have 
food and food is usually purchased in a food store or market and anyone 
selling or supplying food is entitled to identify it by that name. However, 
the test to be applied is whether or not the marks in their entireties, 
regardless of the descriptive portions are such as to be likely to cause 
confusion. In other words, assuming, arguendo, that the words ‘‘Land’”’ 
and ‘‘Town’’ are totally different in meaning, appearance and sound, 
does their use in conjunction with ‘‘Food’’ result in a significance which 
is apt to be confusing when applied to the goods. Beckwith v. Com- 
missioner of Patents, 252 U. S. 538, 1920 C. D. 471; Franco-Italian 
Packing Corp. v. Van Camp Sea Food Co., Inc., 31 C. C. P. A. 1029, 142 
F. 2d 274, 61 U. S. P. Q. 369. 


I am not in agreement with the examiner’s holding that the words 
‘‘Land’’ and ‘‘Town’’ are totally dissimilar in significance. As pointed 
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out by opposer the word ‘‘Land’’ is used in conjunction with other 
words to identify towns and cities, for example, Cleveland, Lakeland, 
Cumberland, etc. When used in this sense ‘‘Land’’ is practically 
synonymous with ‘‘Town.”’ 


It also seems to me that ‘‘Foodland’’ literally means, a land of food, 
i.e., a place where there is a large variety and supply of food; in other 
words, the center of the food supply. ‘‘Foodtown’’ seems to have a 
similar meaning i.e., a town of food, a place where there is a large supply 
and variety of food; again a center of food supply. When looked at 
from this point of view, it seems to me that the marks ‘‘Foodland’’ and 
‘‘Foodtown’’ do have the same significance when applied to the goods, 
and it is my opinion that the contemporaneous use of these marks on 
the goods in question would be likely to cause confusion or mistake or 
deception of purchasers as to the origin thereof. 


The decision of the Examiner of Interferences is reversed. 
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LIST OF OTHER TRADE-MARK ARTICLES AND LEGAL NOTES* 


Articles 


Levine, Henry, New Industrial Designs: The Doctrine of the Free Ride. (Intra- 
mural Law Review of New York University, v. 8, no. 3, March 1953, pp. 154-164). 


Legal Notes 

British Nylon Spinners v. Imperial Chemical Industries, Ltd. 
Conflict of Laws—Judgments—British Corporation not Subject to American 
Antitrust Decree . .. (Harvard Law Review, v. 66, no. 5, March 1953, 
pp. 924-926). 

Brown-Brockmeyer Co. v. Westinghouse Electric Corp. 
Trade-Marks and Trade-Names; Similarity of particular Marks. (Kansas Law 
Review, v. 1, no. 2, February 1953, pp. 207-210). 

Federal Jurisdiction over Unfair Competition. (Minnesota Law Review, v. 37, 

no. 4, March 1953, pp. 268-284). 

Lightnin Chemical Co. v. Royal Home Products. 
Trade-Marks—Estoppel by Laches in Cancellation Proceedings. (George Wash- 
ington Law Review, v. 21, no. 4, March 1953, pp. 512-516). 

Trade-Marks, Unfair Competition, and the Courts: Some unsettled Aspects of 

the Lanham Act. (Harvard Law Review, v. 66, no. 6, April 1953, pp. 1094-1105). 


* Copies of these articles and legal notes are available in the Association’s library. 


BOOKLET 


‘*Rules of The United States Court of Customs and Patent Appeals (Effective 
July 1, 1953) and Organic Acts’’ was just published and can be obtained by writing 
to the Superintendent of Documents, U. 8. Government Printing Office, Washington 25, 
D. C. Price per copy 15 cents. 
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